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Patent Procedure

Any person may acquire 2 patentin India by filing a patent application
before the Patent office. The procedure for acquiring a patent
involves the following steps:

1. Filing of a patent application;

2. Examination of the application;

3. Publication of patent application;

4. Pre-grant representation;

5. Patent grant and publication; and

6. Post-grant opposition,

The process for acquiring a patent is shown in Figure 3.1.

As shown in the flow diagram, a patent may be acquired in India by
filing an application for a patent in the prescribed form along with the
prescribed fee at the Indian patent office. The patent office examines
the patent applicar-.ion'for satisfaction of patentability requirements and
Z;O:S:( an cxl;mmauon rcp(.m to the applicant. If the report includes
- n’g o’r°"- e ll:atthem applicant may respond to the patent office in
ihe s :1;'); :2 ﬁexamme.r ‘for a hearing. If the applicant satisfies
gra:;_a S r"‘ }:e 1‘:)1:::3:‘:_1‘” requirements, the patent office will
- mi;‘iﬁ;&ﬂ‘:z:xsiled.lhe patentofficewill publish theapplication
The rights of a patent a;pﬁ:al?xtl:rzlldm {f mpplicarion o priocty Sy

start from the date of publication. 4
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First Examination Re
e the patent is granted
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within 12 months from the date
of issuance of first objection

Patent grant opposition can

be filed within 12 months
from the grant of patent

Figure 3.1 The Indian Patent Process
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. il be open for opposition from interested parties
PRl e ix mtfmhs from the date of publication. After

f at least s ;
t;;re a z:::’:: :m;“d by the patent office, it will be p.u.bhshed again. The
pubﬁshed patent will once again be open for opposition for a period of

telve months from the date of publication of the grant. The decisions of
the patent office are appealable to the Appellate Board.

3.1 FILING OFA PATENT APPLICATION

3.1.1 Patent Applicant
In India, a patent application may be filed by a natural and/or a legal per-
<on, The application may be filed by any one of the following persons;

1. True and first inventor;

2. Assignee of the inventor; 0%,

3, Legal representative of the inventor.

Any person claiming to be the true and first inventor of an invention may
flle a patent application.' True and first inventor is a person who conceives
the invention. A person who finances an invention but does not play any
role in conceiving the invention cannot be considered to be an inventor
(V:B. Mohammed Ibrahim . Alfred Schafraneck and Ors). A firm or a
company cannot be named as an inventor in a patent application.?

An assignee of the invention may file the patent application, if the true
and first inventor assigns the invention to the assignee.” An assignee may
be a company, firm (Shining Industries and Anr. v. Shri Krishna Industri es),
govem-mcnt.‘ orany other legal person. While filing the patent application,
the assignee has to s.ubmit the assignment deed executed by the inventor
:::;1 ;a::?ld :f;ce in or:er to prove his.right to ﬁle'the application. The

must be filed along with the application or within six
mo:gls fmxln the date of filing of the application.’
employer can file for a patent as an assignee, if an employee
;(:mes up with an invention during the course of %ﬂs employmen!: \\?i:h
e employer. For example, if X, an employee in o

S a company Y is bound
ployment agreement that has a clause assigning all intellectual

property created by the employee to the com W
with an invention during his work with th BRI o
EPP‘l‘icl:nion Py s e company, Y can file a patent

egal representati

application;q;:unhn:::,::f: deceased inventor may also file a patent
) @ patent application may be filed jointly by

more than one person, if an i
on, if an inventi
or assignee,” . ntion has more than one inventor and/
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3.1.1.1 Filing by Foreign Applicants

A patent application may be filed by a person from any Convention
Country, which is a country that affords the same rights to its citizens as
Indian citizens for acquiring a patent.* However, if any country does not
accord to citizens of India the same rights in respect of the grant of patents
and the protection of patent rights as it accords to its own nationals, a
national of such country cannot apply for a patent or be registered as the
proprietor of a patent in India? An assignee or licensee of such a nation
is also prohibited from acquiring a patent in India, even if such assignee
or licensee is a person permitted to file a patent in India.” For example,
if a country A does not allow Indian citizens from acquiring a patent in
that country, the citizens of A also cannot acquire a patent in India. In
such a situation, if an inventor X, who is a citizen of country A assigns
the invention to a person Y, who is a citizen of India or a Convention
Country, Y, also, cannot acquire a patent on the invention in India.

3.1.1.2 Substitution of Patent Applicants

The name of an applicant in a patent application may be substituted by
the name of a person to whom the patent is assigned before the patent is
granted. If a person assigns his rights in a patent application after filing
the patent application and before the patent is granted to any person,
such assignee may make an application to the Controller of Patents t0
substitute his name as the patent applicant. On receiving the prescribed
forms and relevant proof of assignment, the Controller will incorporate
the name of the assignee as the applicant and the patent application will
proceed in the assignee’s name.!* A person who derives rights over a
patent application due to operation of law will have the same rights as
an assignee."”

Anapplicantinajoint applicationisnot allowed tomakean assignment
of his right in a patent application without the consent of the other
applicant or applicants." On death of one of the joint applicants before
the patent is granted, the Controller of Patents may allow the application
to proceed on the name of the surviving applicant or applicants on
their request.* In such a case, the surviving applicant or applicants
should acquire the consent of the legal representatives of the deceased
applicant'® If any dispute arises between joint applicants regardir_lg the
proceeding of the patent application, the Controller may on receiving an
application from any of the applicants direct that the application shm'xld
proceed on the name of one of the applicants or regulate the proceeding
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+ the application in a specifi manner® The Controller of Patents wil
e cuch directions only after §VIn8 each applicant an opportunity of

being heard."”

3.1.2 Unity of Invention

A patent application can be filed for only on¢ invention or a group of
inventions relating to 3 single inventive concept.* If a patent application

contains more than one invention or relates to more than one inventive
concept, separate applications have to be filed with regard to each of
the inventions Of inventive concepts. For example, if X files a patent
application relating to a pen and a pen holder, X willbe required to divide
the application into two applications because pen and pen holder are two
different inventions. However, if X files a patent application relating to
a pen and a process of making the pen, X will not be required to file
different applications because the pen and process of making the pen
relate to a single inyentive concept.

3.1.3 Place of Filing

A patent application must be filed at any of the appropriate patent offices
lo‘caked at Kolkata, Delhi, Mumbai, and Chennai. Each patent office is
given a territorial jurisdiction as shown in Table 3.1:

Table3,1 Territorial Jurisdiction of Patent Offices

Office Territorial Jurisdiction

Patent Office The states of Maharashtra, Gujarat, Madhya Pradesh, Goa, and

Mumbat Chhattisgarh, and the Union Territories of Daman and Diu, and

Dadra and Nagar Havelt
Patent O
s at Office, Th; states of Andhra Pradesh, Karnataka, Kerala, Tamil Nadu
enmlomc and the union territories of Pondicherry and Lakshadweep.

Patent Office, t i

o ’:hu:::les ?f Haryana, Himachal Pradesh, Jammu and Kashmir,
Delhi i Rlv;asthan. Uttar Pradesh, Uttaranchal, Delhi, and the

. . union territory of Chandigarh

atent Office, Thi
iy e restof India.

Source: Indian Patent Offi
accessed on 9 April 2010) ce website, hitp://ipindia.nic.in/ipr/patent/patents htm (last

The appropriate pat
ent i
e patent office for filing a patent is based on the territory
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1. The applicant for a patent normally resides, or has his domicile,
or has a place of business. If the application has more than one
applicant, the first mentioned applicant’s residence, domicile, or
business place will be considered; or,

2. The place from where the invention actually originates; or,

3. 1f the applicant for a patent or party in a proceeding has no place
of business or domicile in India, the place of address of service in
India given by the applicant.”*

Example: X, a resident of Bangalore and Y, a resident of San Jose, USA,
work with a company Z having offices in San Jose, Bangalore, and Delhi.
X and Y jointly come up with an invention while working at the Banga-
Jore office and Z wishes to file a patent application over the invention. Z
can file a patent application either at the Chennai Patent Office because
the invention originated in Bangalore and Z has a place of business in
Bangalore, which falls within the territorial jurisdiction of Chennai
patent Office, or at the Delhi Patent Office because Z has a place of
business in Delhi.

Assuming that Z does not have offices in Bangalore or Delhiand Xand
¥ have come up with the invention at San Jose, the patent office at which
Z can file will depend on the address for communication. If Z files the
application through a patent agent, whose address for communication
is at Pune, the appropriate patent office will be the Mumbai Patent
Office because the address for communication falls within the territorial
jurisdiction of Mumbai Patent Office.

3.1.4 Language of Filing and Format

The patent application and related documents have to be filed in either
English or Hindi unless the Controller permits filing in other languages.**
Such documents must be written, typewntten, lithographed, or printed
in large and legible characters with deep indelible ink. The lines must
be widely spaced on one side of a strong white paper. The paper size
should be approximately 33,00 cm by 20,50 cm (13 inches by 8 inches)
or 29.7 cm by 21 cm (11% inches by 8% inches) with a margin of at
least four centimetres on the right and top side and three cm on left and
bottom side of the paper. Any signature on the application, which is not
legible or which is written in a script other than Hindi or English must
be accompanied by a transcription of the name either in Hindi or English

in block letters.
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a single convention application

19 tion in India within twely

in different Conven  -ations can be filed in e
coveing ll the h1e€ SPPUES B0 et application.* For example: X
months from the date © hair in USA on 4 I}ﬂ)’ ??108- X then
filesapatent apPUCEER L oy relating to the chair with arm rests
files another aPphiaSZ?;bC::fzoo&ym such a situation, X can combine
and neck rest on d file one convention application because the

the two ap[.’licGatir(::n ?rnis 2 modification of the invention that forms part
a!f;;t)lllxcanog ::ﬁo; in USA. In this case, X must file the Indian application
of the app :

before 4 July 2009, that is within twelve months from the date of the USA

aplj:‘lcitc:::éntion application must be filed along with‘ a 'co"mplete
cification and a provisional application cannot be filed with it.¥” While
o the applicant must give details of filing

filing the convention application, A
dategof the Convention Country in which the first application was filed

and the date on which such application was filed.* When required by the
Controller, the applicant must submit copies of the application filed in
the Convention Country certified by the head of the patent office in that

country.”

3.1.7.2 PCT National Phase Application

An applicant can file an international patent application through the
PCT route and designate countries in which the applicant wishes to get a
patent. PCT national phase application is an application that designates
Indlaand is filed at the Indian Patent Office after completion of the PCT
m:mano@ ;?hase. A PCT application designating India will be treated
a an apghcatmn filed at the Indian Patent Office.** Furthermore, the
specification f.iled as a part of the PCT application will be treated as a
Cmg%!ete specification filed in India*!
e edm°fm‘f‘8 of the PCT national phase application will be the date
of filing or priority of the PCT application 4
about dug; application.”” Any amendment brought
during the PCT process will also be consid t
Soboce e T : onsidered as an amendmen
ore the Indian Patent Office if th li irac 43 i
Patent Office will start e € applicant so desires.*” The Indian
after examining PCT national phase applications only
31 months from the priori d i
priority date of the PCT application.*

:'7'3 Divisional Application
applicant may fil (N, b
provisional or w:lyple t: a divisional application or applications, if

applicati
One inventiop 4 Sucipllcatlon filed by the applicant contains moré

Countries,

applications may be filed on the initiative of
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the applicant or based on arequirement of the Controller.% The divisional
application hasto be a complete application relating to an invention, which
falls within the scope of the subject matter mentioned in the original or
parent specification.” The divisional application must specifically give
reference to the application number of the original patent application.*
No claim present in the parent application can also be present in the
divisional application.* Each of the applications should cover different
subject matter. The date of filing of the divisional application will be the
date of filing of the parent application. For example, if X files a patent
application relating to a table lamp and a table, the Controller will require
the application to be divided and the applicant has to file a divisional
application with regard to one of the inventions. Assuming that such
divisional application is filed regarding the table lamp, it should not
have any claims relating to the table. The date of filing of the divisional
application will be the date on which the first application is filed.

3.1.8 Priority Date

Priority date is the date of first filing, allotted by the patent office to
an application. The priority date is the critical date, considered by the
Indian Patent office to determine the novelty and non-obviousness of
an invention that forms part of a patent application. Each claim of the
complete specification will have a priority date.* Ifacomplete specification
is filed after a provisional specification, the priority date of a claim in the
complete specification will be the date of filing of the application with
provisional specification, which contains subject matter of the claim.”
For a claim having two priority dates, the earlier date among the two will
be the priority date of the claim.” For example, if X files a provisional
application relating to a special chair with different cushions on 22
October 2008, and then files another provisional application relating to
a unique coir cushion and its use in chairs on 22 December 2008 and,
thereafter, on 22 March 2009, X combines the two provisionals and files
a complete specification relating to a special chair with coir cushion, t}}e
claim in the complete specification relating to the chair with cushion will
have two priority dates, 22 October 2008 and 22 December 2008. In such
asituation, the priority date of the claim will be 22 October 2008.

In case ofa Convention application ora PCT national phase ?PP_llcatfon’
the priority date will be the date of filing of the first appllcat{on in a
convention country or the date of priority of the PCT application. Fox:
example, if X files a patent application in USA on 1 January 2009 and X
files an application on the same invention in UK on 1 March 2009 and
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: i the priority date
. . Indiaon 1 April 2009,

then X files a;_)ateflt apgitci?ﬁ’ geu; Ijznuary 2009, which is the date of first
of X application m'In It should be noted here that both USA and UK
- e X can claim priority from the

convention application refore,
are com.rention iﬁ““t:azpalzd;ft;eﬁ]es a PCT application instead of the
applications. In the € > of the US application and then enters

Apon i 0100 the priority - S ;
UKapRhcatlotlilocrl;lm}:}l;ie’ :hi date of filing of the Indian application will
:Jheedl::i’lx;a;:}' date of the PCT application, jiiila ouice sgain 1 Januacy

ing date. e
QU g divisional application is the priority date of the

iority date of a one of ¢
arI:: a%r;lic;z'ion. For example, if X files a patent application claiming
5 fan and a light in the same application on 11 December 2005 and later

divides the application into two divisional applications relating to f'an and
light on 11 October 2006, the date of priority of the divisional application
will be 11 December which is the date of filing of the first application or

parent application.

3.1.9 Post-dating of Applications

On receiving a request from an applicant who has filed a complete
specification after a provisional specification, the controller can post-
date the filing date of the application to the date of filing of the complete
specification.” The patent applicant may also request the Controller
to post-date his patent application at any time before grant of the
patent.* On receiving such a request the Controller may post-date the
application to the date specified in the request.” It should be noted that
th? z}pplication cannot be post-dated for more than six months from the
original application date.* For example, if X files a provisional application
230154 )lzfcafan C}; e2004 a:nhd then files the complete specification on 1 January
i ﬁl;ng i e‘l:;: ; eet f:m‘r;éler to post-date the application to the date
e ofapplicatign willl;: ; cation. On acceptance by the Controller,
Controller to post-date the ; {xammy B ieque
ot st ¢ becausngl cation to 14 March 2006, the Controller
months from the date of the 5 T‘ . f(?r po #-dating ds beyond six

Pplication, which is 1 January 2005. In such

a Case) the applicant 3 :
June 2005, 41 post-date the application to any date up to 30

Po‘st-dating of a provisional 2
to gain extra time to file the com

‘cant can get up to six
post-date his provisiona] applicati

Plete specification, By post-dating, a
moyths €xtra time. An applicant may
on, if details of the invention for filing
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a complete specification would not be ready within twelve months from
the date of provisional application.

As the term of a patent is calculated from the date of filing of the
patent application, by post-dating, an applicant can initiate the patent
term from the new date. While making a decision on post-dating, the
patent applicant must note that the new date after post-dating will be
the date for determining patentability of the invention, and any prior
art reference, dated between the original date and the new date, will be
considered by the patent office for determining novelty and inventive
step of the invention.

3.1.10 Information about Foreign Applications

The applicant of an Indian application must keep the Controller of
Patents informed of all foreign patent applications that relate to the same,
or substantially same invention, until the Indian patent is granted.”
Information regarding the filing of a foreign application must be furnished
by the patent applicant to the Controller within six months from the date
of such filing.** At the time of filing the patent application, the applicant
must submit an undertaking with respect to foreign applications in
Form 3 to the Controller.” If the form is not filed along with the patent
application, it must be filed within six months from the date of filing of
the application in India.® :

As and when required by the Controller, the applicant must keep the
Controller informed about the proceedings of the foreign applications
including objections relating to patentability and so on until the patent is
granted in India.** Such information must be furnished by the applicant
within six months of receiving the communication requiring the
information from the Controller.*

3.1.11 Foreign Filing Permit

A person resident in India can file a foreign patent application only after
taking written permission of the Indian Patent Office or after filing an
application at the Indian Patent Office.** On filing an application in India,
the applicant can file a foreign application after six weeks from thé daii
of Indian filing if secrecy directions are not given within- that time.
The objective of the provision is to ensure secrecy of invennoqs relat}ng
to national security such as atomic energy or defence. If an m.venuon
relates to atomic energy or defence purposes, the Controller will grax:t
permission only after taking the consent of the Central Go_vgrnment. ;
An Indian citizen resident outside India need not take permission to file
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fIndiaand a resident of

USA, he need not acquire a foreign
application in USA or any other
tizen of USA comes

; kel
a foreign application- For example, }f X, acitize
USA, comes up with an inYenuqn in :
filing permission before ﬁl‘;nig} his 5::: g
coumtrk): o then(;xfl;xexr:ﬁa;e ’wo:lfing in India, he has to acquire a foreign
up with an 1nve

S ; eign application. '
filing permission befoéfifﬂﬁ: {;r alfguil:ed even if the invention falls

Foreign filing per ntable subject matter in India. Furthermore,

i te .
?(;f:;;: g;ien;c;z:n?ifsgzn must also be acquired before filing a PCT

iving office.
-ation at the Indian Patent Office as the receiving office.
aPP-l{I;:t;ogliacation for permission to file a patent appllcatlofi ina torel_gn
un rl:mst be filed in Form 25. The Controller will ordinarily declde
B thin 21 days from the date of application.” The

on the application wi . . :
decision I:)l; the Controller may take more than 21 days if the invention

relates to atomic energy or defence purposes. If 2 foreign app.lic.ation is
filed by an Indian resident without taking foreign filing permission, the
person would be liable for imprisonment up to two years and/or fine.*
Filing of a foreign application without a foreign filing permit is also a
ground for revocation of the patent in India.”

3.2 EXAMINATION OF PATENT APPLICATIONS

After a patent application is filed, the patent office will examine the
eligibility of the application for patent grant under the Patent Act
and Rules. The process of examination, as shown in the flow diagram
hereunder, will start with a request for examination and will proceed to
examination, and grant or rejection.

3.2.1 Request for Examination

The ?xan.iination process will start with an application requesting for
examination. A patent applicant has to file a request for examination
:lﬂthm 4§ month§ from‘ the date of filing of the application or the priority

ate, whichever is earlier, in order to initiate the examination process.”

The request for examination must be filed in Form 18.7' If secrecy

directions have been i i
: ssued with regard to the applicati 8
examination must be made with % e

: in six months from the date of tion

of secre : b e date of revocati

filing, w;};c?l::‘e::“i)snlsatoei . lthm 48 months from the date of priority or
R " For e i

an invention related to d xample, X files a patent application over

s efence on 1 !
the application the Controller issues dseptember 2008. After reviewing

irections to maintain secrecy of
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Application filing

C Request for Examination within 48 months from
the filing or priority date, whichever is earier /""" "~ |
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L ]
Six months
@nkoller refers the application to examiner within one month™ "™ request for
from request or publication, whichever is later 3 examination or
publication,
: ; 7 whichever is later
Examiner submits report within one to three months ) ?
]
]
v :
1

- maiid

Technical Objection: Forms,
Fee, Specification, and so on

Applicant receives the ER

Substantive Objection:
Patentability Requirements
or other Requirements

Allow and Grant

: If applicant agrees then If applicant disagrees
C%:Ttggi?zee:n!m O (" modification/amendment ) ( completely/partially, then he
ng of the application as to provide justification

< J/

Gearing (Request to be made within 1 month of report) )

A Y
PATENT PATENT
REFUSED GRANTED

Figure 3.2 Examination Flow Diagram

the invention until 1 July 2012. In such a case, X can file a requfast for
€Xamination any time on or before 31 December 2012 because 1t 18 later
than 48 months from the filing date, which is 31 August 2012.
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: . o drugs or food materials, which was ﬁ}ed
For an application fes e r filing a request for examination

imeline fo 3
before 1 January 2005, th:nt:hn;eflz:; priority date, or filing date, or 12
m

is the later among 48 » For example, If a product patent
2004.7 For : :
months fro%n 3ldDeC:n];Zecre mber 2001, the deadline f(?r filing a request
application 1 e 0:1 2005, which is twelve months
for examination WO : the 48 month deadline expires on
ase, the
from 31December, 2004. In this ¢ B oFdeadiine.

hich is earlier than Beac
30 N°"embiré(:0e5;a‘:'mlnation for a divisional apphcatlor.l must be. ﬁle
ﬂ'?l;eg:l: slate, among 48 months from the date of filing, or priority
wi

icati .« months from the date of filing of the
gifvtilslieoxﬁ’:lr ea:tpl?c’ftl:;raltf??g : ;e:lfxest for examination is nqt made ijhin
the said period, the application will be consid-ered to be x.vxthdrawn. 5 An
applicant may also withdraw a patent application by makm%S arequest for
such withdrawal at any time before the grant of the patent.’
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32.2 Examination of a Patent Application

The examination of the patent application will be done by the Controller
in co-ordination with the patent examiner. After receiving a request for
examination, the Controller will refer the application to an examiner,
generally within one month from the date of publication or request
for examination, whichever is earlier.”” The examiner, on receiving the
application, will review the application and make a report in respect of
the following:

1. Whether the form of application and specification are in accordance
with the requirements of the Patent Act and the Rules;

2. Whether the invention that forms part of the patent application
satisfies the patentability requirements such as subject matter,
im:!ustria.l applicability, novelty, inventive step, and specification;
and,

3 Whetl}er the. application confirms to any other requirements, such
;{su]l:’? of invention and so on, prescribed under the Act and

'S; g;‘ym;li‘:r a:vtlll lperform a patent a.nd literature search in order to
TP relevant to the invention that forms part of the patent
application. Based on the prior art search, the i ill lyse

novelty and inventive step of the i fas s Shautliner will and ¥
€step ot the invention, Requirements, such as subject

matter, ind 3 R Fig { :
> Industrial applicability, specification, unity of invention, and s0

on, wi N
will be assessed by review of the complete specification.
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The examiner is required to submit the report to the Controller within
one to three months from the date of reference by the Controller”* The
Controller will review the report and dispose the examination report of
the examiner within 30 days from the date of receipt from the examiner.*
The report of the examiner to the Controller is confidential and is not
open to public inspection.™ Such reports are not liable to be produced
or inspected in any legal proceeding unless the court certifies that the
production or inspection is desirable in the interests of justice.®

3.2.3 First Examination Report

The first report of the examiner will be sent by the Controller to the
patent applicant and is called the First Examination Report (FER). The
FER, along with the application and specification, will be generally
sent by the Controller to the applicant or his authorized agent within
the later of six months from the date of request for examination, or
six months from the date of publication.” In case an interested person
files a request for examination, an intimation of such examination will
be sent to such interested person. The examination reports and other
communications will be sent by the Controller to the applicant or the
agent ordinarily through electronic communication, duly authenticated.™
The examination report will be sent in the form of hard copy; if the email
address of the applicant or agent is not available.”

After receiving the FER, the patent applicant has to convince the
Controller and put the application in order for grant within twelve
months from its date.® Such period may only be extended by the High
Court, if a suit relating to the patent application is pending before it. The
deadline for putting the application in order for grant is otherwise not
extendable in any other circumstance.

The FER may either be favourable or adverse to the applicant. If the
FER is favourable, the patent application will be allowed by the Controller
and granted. However, if the FER is adverse, the gist of objections will
be stated in the report and communicated to the applicant.” An adverse
report may include objections at two levels: _

1. Formalobjections, relating to the form of; application or specification

or fee; and/or,

2. Substantive objections, relating to patentability requirements or

any other requirements under the Act. A -
The Controller may require the applicant to amend the application 1n
order to overcome the objections.
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rally relate to errors in forms, missing
of specification; drawings, claims, and

the application.“ In response to the

i i bmit the correctl

id objecti licant will be required to sul : y
saxdd"t‘-)JeCt;o\zist'hﬂ;icae?:ary signatures and specification, drawings, and
ﬁtli,eer door:;ments in the format required under the Act and Rules. Formal
0

objections can generally be complied with without any difficulty by the
applicant.

With regard to substantive ob):
requirements under the Act, the appli

steps: :
1. Contest the objections of the Controller;

2. Amend the patent application as per the Controller’s directions;
3. Request the Controller for a hearing; or
4. Withdraw the patent application.

The formal objections gene
signatures, requisite fee; format :
other documents that form part 0

ections relating to patentability
cant may take any of the following

3.2.4 Contest/Amend
The applicant can contest the objections by writing a response to the
examination report giving reasons for non-acceptance of the objections.
On receiving the response, the examiner may allow the application based
on reasons provided by the applicant or send a second examination report,
if in his opinion any of the objections have not been met in the response.
The applicant may once again respond to the examination report with
his reasons for non-acceptance of objections. The process may continue
until the expiry of twelve months for putting the application in order
for grant.
theDuniliitge process, the exa.miner may require the applicant to amend
repoarIt’sP” 5 ;’ef; :’ncontfly w1t'h the objections in FER or subsequent
s withpth Se,b the -apphcant may @end the application in order
pLy € objections of the examiner, or refuse to make such

amen
dments and state reasons for such refusal in the response. The

process may continue until th i ==V
in order for grant. If the aPPIic;tie: § o pus the applicetion

; ; nis amended by th li it will be
examini X y the applicant, 1t wi
ed once again in the amended form as a new apgrication.

After interacting wi ¢
°bJ'eCtie<:r::, :}r‘:c;r;%igi;h:;ﬁ‘;ﬂnner, if the applicant complies with the
will be rejected, If the applicant f:ﬂasutOWed for grant, else, the application

ot re-file the docum 0 respond to an examination report
be considered to bei%tas;:;tumeiby the patent office, the application will
oned For example, if the patent office sends
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the complete specification along with the FER to the patent applicant
the applicant has to re-file the complete specification at the paten;
office along with the response. The application will be considered to be
abandoned if the applicant does not respond to FER or does not re-file the
complete specification at the patent office. The practice of sending patent
specifications along with examination reports has now been stopped by
the Controller General through a public notice issued in 2009.”*

3.2.5 Hearing

The applicant may request for a hearing in order to understand the
objections raised in the examination report or to explain the reasons for
non-acceptance of objections to the Controller and examiner. The request
for a hearing may be made by the applicant within one month from the
date of receiving the examination report.” The Controller may also call
for a hearing on his own initiative, if he feels that a hearing is required.”
The Controller must provide the applicant an opportunity to be heard
before taking any adverse decisions with respect to the application. Any
applicant desiring to be heard can file a request for hearing at least ten
days before the expiry of the time limit specified for an action under
the act.™

The Controller will fix a date for hearing and inform the patent
applicant through a notice at least ten days before the date of hearing or
a reasonable period. On receiving such notice, the applicant must inform
the Controller about his availability for the hearing and attend it on the
said date.” The hearing may also be called forona shorter notice based on
the time left for putting the application in order for grant. After hearing
the applicant, the Controller will proceed with the examination and,
based on compliance with objections, may allow the specification with or
without amendment, or refuse the application.” The hearing before the
Controller will be a public proceeding if the hearing is conducted after
the publication of the complete specification.”

3.2.6 Withdrawal

The applicant may withdraw the ap ing
the application and before grant of the patent.” During the examination
process, if the applicant feels that the objections raised by the examiner
cannot be met, he may withdraw the application by filing a written request
and paying the requisite fee. If the application is withdraw before the
publication of the application, it will not become part of prior art.

plication at any time after filing of
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APPLICATIONS

OF PATENT
3,3 PUBLICATION tent Office will be kept secret until

: Pa
tion filed at thewill be published on expiry of eighteen

ling date of the application, whichever

: ublish the application within
is earlier.' The Congolie; ﬂ\:zli g:;; atlllxypzriod- If an applicant wishes to
one :ﬁfh :fﬂl‘iec zzﬁef“e 18 months, he may apply to the Controller
F;b e:r]yl;lﬁ)};ication and the Controller will generall}f Pflblilsh the
application within one month from the date of such aI’Pl“:‘“‘o“: " The
request for early publication must be made in Form 9 _(APPe'?dlx ITA).
The object of publication of a patent application e fagiceito t'he
public about the patent application relating to the m\{ent}on and to give
the public an opportunity of opposing the patent application.

A patent application will not be published if,
1. Secrecy directions are issued with regard to the application as it
relates to atomic energy or defence purposes; or,
2. The application has been abandoned; or,
3. The application has been withdrawn three months prior to the
expiry of eighteen months from priority or filing date.'®
If an application is the subject of secrecy directions, the application will
be published only on expiry of such secrecy directions.\*
The publication of an application will include,
1. The date of the application;
2. Number of the application;
3. Name and address of the applicant; and
4. The abstract.!
Onlpu,lt::lication of an application; *
- Ahe patent office will make the specification and drawing of the
application available to the publj ; &
2. Ifthe application includes ap;czl:sif:) rt;eﬁ:je’ anq’ instituti i
» the depository institution will

make the biologi : A .
to the publ‘i:.gsglcal material mentioned in the application available

The rights of the Patent applicant will

of the patent application.' However

only after the patent js granted,

With res
materials thla:te }C\ta:: g:z:tflﬁt gatent applications relating to dru gs and food
holder will start only afte ihbefore VJanuary2005, the rights of the patent
made significant invest " e grant of the patent, Any company that had
ere producing and marketing such a

A patent applica s
it is published.” An application
months from the priority date or fi

start from the date of publication
a suit for infringement can be filed

ment and w,
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product prior to the 1 January 2005 and which continues to manufacture
the product covered by the patent on the date of grant of the patent, will
be required to pay only reasonable royalty. No infringement proceedings
can be instituted against such a company by the patent holder,!

For example, Company X files a patent application over a molecule A
used for treating cancer on 22 September 2003. The patent office examines
the patent application after 1 January 2005 and grants the patent on 24
October 2006. The patent rights of X will start from 24 October 2006. If a
company Y has been making and selling the molecule A since 1 January
2004, it can continue to sell the molecule after 24 October 2006 by paying
reasonable royalty to X, and X cannot file an infringement suit against Y.

3.4 PRE-GRANT OPPOSITION AND REPRESENTATION

An opposition for the grant of a patent may be filed before or after the
grant of a patent. The opposition filed before the patent is granted is
called Pre-grant Representation and the opposition filed after the patent
is granted is called Post-grant Opposition.

After a patent application is published, any person may file a rep-
resentation before the Controller against the grant of a patent over the
invention that forms part of the application.'”® The procedure followed
for representation is shown in Figure 3.3.

The Representation may be filed at any time before the patent is
granted.!® As per the Patent Rules, the patent office cannot grant a patent
within six months from the publication date, which means that the
minimum time that a person gets to file a representation is six months
from the date of publication.'” A representation may be filed on any of
the following grounds: .

1. The applicant for the patent wrongfully obtained the invention.“’l
For example, if X is the inventor of a patent and Y steals X’s
laboratory notes and files a patent application relating to an
invention mentioned in the notes, X can file a representation
opposing the grant of a patent to Y. In such a scenario, the Controller
may continue with the application in the name of the person f‘r’om
whom the invention was obtained, which is X in the example;™

2. The invention that forms part of the patent application lacks
novelty and/or inventive step. '** For example, If X files a pa‘tent
application relating to an invention on which Y publis.hes an?rtlclf,
Y or any other person may file a pre-grant representation against Xsf
application and get the patent application rejected on the ground 0
lack of novelty and inventive step;
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t and evidence In support)
nds under section 25(1)

If Controller finds that the patent application can be
refused or requires amendment on the basis of this
representation he can forward the same to the applicant

File Representation (statemen
any ime before grant—-Grou

C' Review by Controller

A
Applicant files response
(within three months)

Hearing before the Controlier
(if applicant requests)

«

Refusal A
L]
ﬁrant of Patent with or without
K the Amendment

Figure3.3 Pre-grant Representation

3 i PR
gl}: :lgz?et;:n is 1x;ot Patentable subject matter.'* For example, if X
e anixa:;ﬁ cation over an invention relating to a genetically
» 41y person can file a pre-grant opposition and

get the patent application rei
: on rejected o é :
Is not patentable subject majtter. n the ground that the invention

4. The specificati
Pecilication lacks sufficient disclosure or is not enabled."”

For example, if *x’
R gd o} ci(rrffl:s a Patent application and fails to disclose
Ying out the invention, any person may file @
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re-grant opposition against the applicati
ipnsu%ﬁcient zlipsclosure; . BpAGToLCH e ot

5. The applicant vs'nthheld i.nformation required by the patent office or
disclosed false mform'fmon relating to the application to the patent
office.''® For example, if X files an application over an invention and
does not disclose the fact that the subject matter of the application
is also the subject matter of another pending application, the
application may be opposed and rejected. Furthermore, if X
files a patent application on a drug and makes statements about
the functioning of the drug without any scientific proof in the
specification, any person may file a pre-grant representation against
the invention on the ground of disclosure of false information.

6. The convention application was not filed within twelve months
from the date of the first application in a convention country."”
For example, if X files an application in USA on 1 January 2008,
and files a convention application in India based on the application
in USA on 1 February 2009, any person may file a pre-grant
representation against the application and get it rejected because
the Indian application was filed after twelve months from the date
of first application;

7. The complete specification does not disclose or wrongly mentions
the source or geographical origin of biological material used for
the invention.''* For example, if X files an application relating
to a genetically modified microorganism found in the sea
near Andaman and Nicobar Islands and does not mention the
geographical origin of the microorganism, any person may file a
pre-grant representation against the application; or,

8. The invention forms part of traditional knowledge anywhere in the
world.!"® For example, if X files for a patent over use of turmeric
for healing wounds, any person may filea pre-grant representation
and get the patent application rejected as the invention forms part
of traditional knowledge in India.

The Representation for Opposition must be filed at the patent office

at which the application has been filed."” it must include a statement and
any existing evidence in support of the Representation.'*' The Cor-atro!ler
will consider the representation only after request for examm‘atlon
is filed by the applicant.* After considering the representation, if the
Controller is of the opinion that the application for patent must be
refused or the complete specification requires amendment in the‘hght
of the representation, a notice stating the Controller’s opinion will be
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resentation.'” The
i the applicant along Wit1 & /0 from the
ngix.'x tot can :::I;pond to the notice within three mO{lthS e da.t 2
applicant tice by filing a statement and relevant evidence in
of receiving the 00 the patent applicant’s response,

; ication.* On receiving ;
support of his application. Fthe patent or require amen e

may refuse the grant O : :

thet}? ontzcélilf;;tior); before the patent is granted.'** If a request is made
of ;SP .o the Controller will hear the parties and grant, or reject, the
for a hearing, n and submissions."

application based on the representatio
34.1 A Study of Relevant Cases ! "

tion was filed by Natco Pharma Limited againstan application
g:e::ar::;:‘;;eaﬂng numbel)-, 1602/MAS/1998) filed by M/s N.ovartis {\G
claiming Switzerland priority date of 18 July 1997 for an 1n\{ent10n r'elat}ng
to Crystal Modification of N-Phenyl-2-Pyrimidineamine derivative,
After reviewing the representation and hearing the parties the Controller
held that the invention lacked novelty and inventive step in the light of a
US patent application. The Controller also held that the invention is not
patentable subject matter because it is a new form of a known substance
and because the applicant failed to show any improvement in efficacy. As
Switzerland was not a Convention Country on the date of filing of the
application, the Controller stated that the applicant cannot claim priority
from the application in Switzerland.'

Indian Network for People living with HIV/AIDS and Tamil Nadu
Networking People with HIV/AIDS v. Union of India
The petitioners, societies providing support to people suffering from
HIV AIDS, filed a Pre-grant Representation by way of opposition
under sect?on 2'5(1) of the Patents Act, 1970, against a patent relating
:o '\t’ralgancxclom ffle‘d. by F. Hoffmann-La Roche, which is a drug used
0o eat CMC retmlfxs.m The petitioners submitted the grounds of
dipc;:mon and splfflﬁcally demanded hearing under Rule 55(1) of
atents Rules.'” Op receiving the representation, the Controller

the court set aside the
red
the Controller of Patents to give a hearing to

deciding on grant of patent,! The Court stated

patent grant and orde
€ petitioners before
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that the petitioners have the right for a hearing under Section 25 of the
patent Act and Rule 55 of the Patent Rules and directed the patent office
not to assign the hearing to an Assistant Controller who had dealt with
the patent application in the first instance.'*

3.5 PATENT GRANT AND PUBLICATION

If the application satisfies all the requirements of the Patents Act and
Rules, the application is said to be in order for grant. An application in
order for grant will be granted and the date of patent grant will be entered
in the register.'” The patent grant certificate will be sent to the applicant
or agent along with a final version of the complete specification in a
compact disc.'**

A granted patent will be published in the official gazette and will be
open for public inspection."* The date of the granted patent will be the
date of filing of the patent application."”” The examination carried out by
the examiner or Controller does not warrant the validity of the patent.**
Neither the examiner or Controller, nor any other officer can be held
liable for the examination or grant of a patent.'”

3.6 POST-GRANT OPPOSITION

A Post-grant Opposition may be filed by any interested person after the
publication of patent grant and within one year from the date of such
publication.* An interested person is a person engaged in, or promoting
research in, the field to which the invention relates.'*! For example, if X
gets a patent grant on a gene sequence responsible for diabetes, a scientist
at National Institute of Nutrition, who is researching on diabetes will be
considered to be an interested person.

The Post-grant Opposition process is shown in the flow diagram
hereunder.

A Post-grant Opposition may be filed based on any of the grounds
specified for Pre-grant Representation.'® The grounds listed under the
Act, for both opposition and representation are the same.

3.6.1 Notice of Opposition

Any interested person (opponent) may initiate the opposition b)" filing a
notice of opposition.'* The notice of opposition must be filed in Form
7. In addition to the notice, the opponent must file a written statement
in support of the notice setting out the nature of his int'erest, facts o? $e
case, and relief sought by him.'** Evidence may be filed in 5_11PP°"t f’f f
Written statement.'* A copy of the written statement and evidence, if any,

>
QB T
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ithi ication By Interested Person
ice of Oppositi thin 12 months of publication
bt I(t:)O::o:nenn- Grounds Under Section 25(2)

A

(- Written Statement and Evidence )

Patent Holder is notified

y
Patent Holder can contest reply statement Refers the opposition to
and evidence within 2 months from date of the Opposition Board

Controller constitutes
Opposition Board

e

receipt of notice from controller
Opponent can file evidence in response Report within three months from
to the Patent Holder evidence within reference every ground of Opposition
one month from receipt of such evidence with joint recommendations
Hearing notice sent by

Controller

Reject opposition

Figure3.4 Flow Diagram—Post-grant Opposition

must be delivered to the patent holder also,!"”

is filed by a person who is not residi
' . resid
in India, the Controller e

the cost of proceedin
not given,14

If a notice of opposition
s not carry any business
may require such a person to give security for
gs and may reject the notice if such a security is
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3.6.2 Response to Notice of Opposition

On receiving the notice of opposition, the Controller will notify the
patent holder regarding the notice." The patent holder may contest
the opposition by filing a reply statement and evidence in response to
the opposition notice within two months from the date of receiving the
notice from the Controller."* The patent holder must deliver a copy of
the reply statement and evidence to the opponent also.! If the patent
holder does not contest the opposition, the patent will be revoked.!
In response to the patent holder’s statement, the opponent may submit
evidence relevant to patent holder’s evidence in response within one
month of receiving such statement,'**

3.6.3 Opposition Board

The Controller will constitute a three member Opposition Board
and refer the opposition, along with the documents, to the Board for
examination and submission of its recommendations to the Controller.'**
An examiner in the patent office is eligible to be a member of the Board.**
However, the examiner who had examined the application cannot be a
Board member.*® The Opposition Board will conduct the examination
of the notice of opposition and submit a report, with reasons on each
ground taken in the notice of opposition with its joint recommendation,
within three months from the date of reference.””” On receipt of the
recommendation of the Opposition Board and after giving the patentee
and the opponent an opportunity of being heard, the Controller will
order either to maintain, or to amend, or to revoke the patent.'*

3.6.4 Hearing

After receiving the recommendations of the Opposition Board and
completion of submission of evidence, the Controller will fix a date
and time for hearing.'*® The Controller may require members of the
Opposition Board to be present during the hearing.'® The Control.lerA
will give a notice of hearing at least ten days before the date of lfearmg
to each party.'! Any party that desires to attend the hearing must mform
the Controller through a notice along with the fee.! If spch a notice
is not sent, the Controller may refuse to hear the party.'® If either or
both parties are interested in attending the hearing, the Controller will
conduct the hearing,'s
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3.6.5 Decision ommendations of the Opposition

; c
After the hearing and/or based on re o ning, revoking, or requiring

i1l decide on m ; 4
Board, the Conftrtc;ﬂ:l'l:)“a’ﬂ"lm'“ss The Controller will communicate .the
Zm(?n‘?)l::]itthoreasons to both the parties.'® If the patent holder decides
ecisi

to withdraw the patent based on the notice of opposition, the Controller
oV

167
may grant costs to the opponent.

3.6.6 A Study of Relevant Cases o

1. A research assistant, whoisa laboratory techpxcxan filed ;n oppo(sjntxon
against a patent alleging “'fo{‘gf‘ﬂ ObImeem and prayed for
incorporation of his name as an inventor.™ The 'Controlle.r revnew.ved
the facts and stated that a laboratory technician, mvolv-ed in carrying
out experiments or in reducing an invention to practice, cannot be
considered to be an inventor. As the opponent just helped in carrying
out experiments and, therefore, was not an inventor, the Controller
stated that there was no wrongful obtainment and rejected the
opposition.

2. An opposition was filed against a patent relating to a process for
making a soap composition containing glycerol based on lack of
novelty and inventive step in the light of prior art.'®® After reviewing
the prior art documents, the Controller stated that the specific steps
of the invention were not present in the prior art. The Controller
observed that the right balance of salt and glycerol in order to avoid a
soap which is too hard or too soft, and balancing quantities of glycerol
or salt against the quantities of total fatty matter that formed part of
tl?e patent, were not present in the prior art. As the cited prior art
did not contain the elements of the invention that formed part of the
patent, the. Qontroller rejected the opposition.

; g]; :‘: f::;:ggnw:; ﬁl:}‘: against patent relating to a process for
i contain?n ;'.apeun; anti-inflammatory and analgesic
the invention lacked no%el lmesc;l.lde fo-r § e stati'ng o
Sri Lankan patents. 0 As tt});an inventive step, based on Nigerian and

‘ € prior art patents disclosed the identical

process as that of the invention i
n in the
the grant of patent, patent, the Controller revoked

4. An opposition was filed

against i :
Repellant Device on 8ainst a patent relating to a Mosquito/Insect

the ground of lack of novelty and inventive
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step based on prior publication.'” The opponent relied on citation
of Registered Design No0.56444, photographs of Registered Design
No. 159918 dated 5 July 1988, and advertisement in newspaper with
photographs of mosquito repellent with extended cord in the brand
name of Good Knight dated 6 August 1990 (Ex-Cl), After reviewing
the prior art references, the Controller stated that the invention
possessed novelty as all elements were not present in a single prior
art reference. With regard to inventive step, the Controller stated that
the invention was obvious because the integers of the invention were
present in combined prior art and the invention was nothing more
than a mere workshop improvement of a skilled person in the light
of the prior art. Based on the reasoning, the Controller revoked the
patent.

3.6.7 Review of Decisions by the Controller

The Controller will have the powers of a Civil Court with respect to certain
actions under the Patents Act.'”? Under such powers, the Controller can
review a decision made by him under the Act.'” A person may apply
for a review of the Controller’s decision by filing an application under
Form 24 within one month of the communication of the decision by the
Controller.'” Such period may be extended on request of the applicant
to a maximum period of one month.'” After reviewing the decision, the
Controller may either uphold the decision or set it aside.

3.7 APPEALS TO APPELLATE BOARD

Appeals from certain decisions, directions, or orders of the Controller or
Central Government, under the Patents Act may be made to the Appellate
Board. The Appellate Board has the jurisdiction to hear appeals from any
decision, order, or direction, relating to any of the following aspects:
1. Refusal of a patent application by the Controller under Section 15
of the Act;
2. Any decision with regard to filing of a divisional application under
Section 16 of the Act;
3. Any decision regarding the post-dating of an application updse
Section 17 of the Act; e
4. Refusal of the application by the Controller based on anticipation
under Section 18 of the Act;
5. Decision of the Controller regarding insertion of arefe
potential infringement under Section 19 of the Act;

rence due to

NS eI
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f vith regard to subs .
6. Decision of the Controller ¥ g ji it

of a person’s name in the pa

Act;
7. Order of th

tent application und

Controller to maintain, o amend, or revoke, the
€

:on 25(4) of the Act; ; ;
patent under Seatznnf:éti)onmg of the name of the inventor in the

. Decision relating ) .
. atent application under Section 28 of the Act; PO
9 pDirections of the Controller with regard to the sale or ase of the
: patent, or the grant of licences under the patent under Section 51

of the Act;
10. Decision of the Control

Section 54 of the Act; .
11 Deecision or Order of the Controller regarding the amendment

of an application, specification or any document relating thereto
under Section 57 of the Act; )
12. Decision of the Controller with regard to restoration of lapsed
patents under Sections 60 and 61 of the Act;
13. Decision of the Controller with regard to surrender of a patent
under Section 63 of the Act;
14. Decision of the Central Government to revoke a patent as it is
prejudicial to the public interest under Section 66 of the Act;
15. Decision of the Controller to register a person as a proprietor or
co-proprietor of a patent under Section 69(3) of the Act;
16. Correction of errors in a patent or application by the Controller
under Section 78 of the Act; and
17. Order of the Controller with regard to compulsory licences under
Sections 84(1)-(5), 85, 88, 91, 924, and 94 of the Act.”®
The Appellate Board does not have jurisdiction regarding any direction
made or issued by the central government, or any order, or direction of
the Controller, giving effect to Central Government’s directions such as

secrecy directions for inventions relating to defence purposes or atomic
energy.'”’

Inaddition to hearing appeals,
to revoke a patent under Section
under Section 71. Any decision

ler with regard to patent of addition under

the Appellate Board has the jurisdiction
64 of the Act and to rectify the registe:
. with regard to revocation or rectification
i‘:’l‘lif:nczlr:lr;umcated by tll::e Appellate Board to the Controller, who will
g necessary changes in the register ! le
against any order or decision gister.'”® All cases of app

to revocation of Of_the Controller and all cases pertaining
Patent and rectification of register pending before any

Hi
igh Court have been transferred to the Appellate Board on 2 April 2007
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as notified by the Central Government in the Official Gazette,'”” The

Appellate Board may proceed with the matter in each case either de novo
or from the stage it was so transferred,!#

3.7.1 Composition of the Appellate Board

The Appellate Board, established under the Trademarks Act, 1999, will
have jurisdiction, power, and authority under the Patents Act also."*! The
Appellate Board consists of a chairman, vice-chairman, and number of
members as deemed fit by the Central Government.'® It will exercise
its jurisdiction through benches constituted by the Board. A Bench of
the Appellate Board consists of one Judicial Member and one Technical
Member and sits at Chennai as notified by the Central Government,'*
However, the Technical Member of the Appellate Board, under the
Patents Act, is different from the one under the Trademarks Act. Unlike
the Technical Member under the Trademarks Act, the member under the
Patents Act must:
1. Have held the post of Controller for at least five years or have
exercised the functions of the Controller for at least five years; or,
2. Have functioned as a Registered Patent Agent for at least ten years
and possesses a degree in engineering, or technology, or a masters
degree in science, from any university.'*

3.7.2 Procedure before the Appellate Board

Every appeal to the Appellate Board must be made within three months
from the date of the decision, order, or direction of the Controller or
the Central Government, or within such further time as the Appellate
Board may allow.'*s The Appellate Board has the power to make rules
regarding the conduct and procedure in respect of all proceedings before
it.® The Appellate Board has the power to regulate its own procedure,
including the fixing of place and time of its hearing, within the limits
of the provisions of the Trademarks Act and Rules.'*" It is not bound by
the code of civil procedure but is bound by principles of natural justicg
However, the Appellate Board shall have the same powers as the ci?'ll
court under the Code of Civil Procedure, 1908, while discharging its
functions in respect of the following matters:

1 Receiving evidence;

2. Issuing commissions for examination of witnesses;

3, Requisitioning any public record; and,

4. Any other matter.'**
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¢ Board is considered to be a judicial

Any proceeding before the Appellat ed to be a civil court.'¥

is deem
i Appellate Board is me ! '
Proceedmg, an:et:;eof l;plaench differ in Opu?xon.on al;ly poxtrllit, the.y tw‘"
g mfene:nce to the chairmarm, who will either hear the point or
make a refer

i int or points by

i e for hearing on such. point .

points hlms:f}ge‘;g;:h x;ec;i)ers. Such point or points v\;:ll :e deﬁlded

one ::li?":o the opinion of the majority of the melr::bers who have heard
:li?:me %ncluding those who first heard the case.

Study of Relevant Cases :
i'jz.ia?’harmz Limited v. The Contmller. G.eneral ;{: Patents, The Assistant
Controller of Patents and Designs an'd Eli Lilly and Co. e :

The case related to an application for a patept entitle ; etracyc ic
derivatives, processes for preparation and use, Wh_lc}'f W:i‘s :5_51gn€)dftl° ;Jl
Lilly & Company (Eli Lilly).”" Ajanta Phaqna -lell9t2e (Ajanta dl cCiR
pre-grant opposition against the patent application. A.fter considering
the opposition, the Controller allowed the process claims but re)efcted
the product claims.** Aggrieved by the decision of the Controller, Ajanta
filed an appeal to the Delhi High Court under Section 116(2) of the
principal Patents Act.”™ Thereafter, the Appellate Board was constituted
and the High Court transferred the case to the Appellate Board under
Section 117G of the Patents Act.

Eli lilly argued before the Appellate Board that the appeal before the
Appellate Board was not maintainable because Section 117A, which deals
with appeals to Appellate Board, does not allow an appeal from a decision
of the Controller relating to pre-grant opposition.'” In response, Ajanta
argued that the appeal was maintainable because Section 116(2), which
was applicable before Section 117A came into force, allowed an appeal
from any decision of the Controller, including a decision relating to pre-
grant opposition. After reviewing the arguments, the Appellate Board
held.that the appeal was maintainable before the Appellate Board because
Section 116(2), which was in force before Section 117A came into force,
:ru:“:g :;1 Caasp;peal t:i the High Couft and Section 117G provided fogrb
While decidin J Ptli: ng before the High Court to the Appellate Board.'
ety repegal of aC:se, the Appellate l}oard observed that whenever
re-enactment must be enac‘tzln B dneoment
e g consi ered' as reaffirmation of the old law and

. repealed Act, which were re-enacted, continue in force
fmmterruptedly unless the re-enacted $ : ion
incompatible with, or contr enactment manifests an intentio

i ary to the provisions of the repealed Act.””
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According to the Appellate Board, a clear legislative intention of the
re-enacted enactment regarding preservation or obliteration of rights
must be inferred and gathered from the new Act.”® As Ajanta had the
right to go for appeal from pre-grant opposition to the High Court under
Section 116(2), as Patent Bench of IPAB had not been formed, and as
the enactment of the new section does not expressly or by implication
obliterate such a right, the Appellate Board stated that the right would
continue to exist, even after the constitution of the Appellate Board and
coming into force of Section 117A."* In the light of its reasoning, the
Appellate Board held that the appeal was maintainable.

Vikram India Limited v. Kilburn Engineering Limited, The Controller of
Patents and The Controller General of Patents and Designs and Trademarks

The case related to a petition pleading for hearing by the Appellate
Board at Mumbai instead of Appellate Board at Chennai. After hearing
the arguments, the Appellate Board held that the hearing must be held
at Mumbai Patent Office instead of Chennai Patent Office based on the
following reasons.**

1. The Patent in question was sealed and granted by Patent Office
at Mumbai on 21 April 2006, and all the concerned and relevant
records of the patent files were available at Mumbai Patent Office;

2. The applicant for revocation had its Registered Office at Kolkata;

3. The patent holder had its R&D establishment and head office at
Mumbai, and no cause of action arose in Chennai;

4, The experts conversant with the technical niceties of the patent in
questions were available only at Mumbai;

5. Holding the hearing would cause inconvenience for counsels of
both the parties;

6. The court which has jurisdiction to try any disputes among the
parties is the Bombay High Court; and,

7. As per the Patents Act and Trademarks Act, the Chairman of the
Appellate Board has the power to allocate the appropriate beflCh to
conduct a hearing, based on the jurisdiction of the business.*”

Novo Nordisk Health Care AG v. The Assistant Controller of Patents and
Designs, Government of India ;
Novo Nordisk filed a PCT national phase application at the Inc.han
Patent office on 1 December 2003.2% After examining the application,
the Controller of patents issued the FER on 9 June 2006, which meant
that the last date for placing the application in order for grant was Gitae
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to grant of the patent in the FER

ised objections
90072 The Controller raisec 00 step in the light of prior art.2

d on lack of novelty and inventi\./e .
]I)\Ta::o Nordisk responded to the examination report on 7 June 2007, two

davs before the last date, with an elaborate response to the objections
anz requested for a hearing if the Controller decides to make an adverse
decision on the application.”” On receiving the response from Novo

Nordisk, the Controller rejected the patent aician vittoutgivingan
)\ ) 4.2 In the rejection letter, the Controller stated

opportunity of being hear .
t}‘:ali a heartiyng was not given because the request was made just two days

before the expiry of the last date?” |
After reviewing the facts, the Appellate Board held that rejection of

the application without giving an opportunity of being heard violates
principles of natural justice and set aside the rejection of the application
by the Controller.® Though, Section 80 requires patent applicant to file
a request for hearing before ten days of the expiry of the deadline, the
Board stated that the requirement under the provision may be relaxed
by the Controller. The Board remanded the application to the Controller
and ordered the Controller to provide an opportunity of being heard
before deciding on the application.*”

Michigan State University v. The Assistant Controller of Patents and The
Controller General of Patents, Trademarks, Designs, and Geographical
Indications
Michigan State University (MSU) filed a patent application relating
to Tr@sgem’c Plants Producing Polyhydroxyalkanoates.’” As the
invention that formed part of the application had plurality of inventions,
the afpphcant filed two divisional applications related to plants having
mod1.ﬁed genes through DNA coding.**' The divisional application in
question before the Appellate Board related to modification of gene
SCQ‘llienC.eS through a recombinant technique?*? After examining the
:}1:5 cz:)tlxg:i, $e Assis.tant antroller objected to the grant of patent on
i aixflre . ﬁvingartn:}t‘ti uzlx‘:e:,;‘on was not patentable subject matter as it
Claimedwasachemicl;l COLm SU rejponded by stating that the invention
i e t‘poun and a process r'elated to the compound
s b pplication based on the objections.?'* After a few
Bl fa’iled 5 S:;t:hnt Con.trol!er abandoned the application stating
Aggrievedby thford e apphcatlo'n in order for grant,*'*
ety t;r of the A.ssxstant Controller, MSU filed a review
e t}:ge r;,i : e orde.r d1‘d not give reasons for abandonment.*"*
W application, MSU appealed to the High Court,
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which transferred the case to the Appellate Board after its constitution 27
After reviewing the facts of the case,‘ the Appellate Board held that the
order of abandonmer.lt was not ?ustamable because MSU was not given
an opportunity of being heard.? 3 It remanded the case to the Assistant
Controller for disposal after hearing the applicant.?®

Hindustan Unilever Limited v. The Controller of Patents and Design,
Sri Rakesh Kumar, Assistant Controller of Patents and Design, and The
Examiner of Patents and Designs

Hindustan Unilever Limited (HUL) filed a National Phase application
for patent with regard to a Fabric Conditioning Kit.*** After examining
the application, the examiner initially raised formal objections in the
FER, which were duly complied by HUL.?*" Thereafter, the examiner
sent a second examination report with technical objections relating to
novelty and inventive step based on three prior art references.” HUL
responded to the objections and made certain amendments to the patent
application.”* A hearing was requested in the response letter if the
Controller took an adverse decision on the application.”

After reviewing HULs response, the examiner rejected the application
without giving an opportunity of being heard. Thereafter, HUL filed
a review petition for which it did not receive any response from the
Controller and, therefore, filed an appeal before the Appellate Board. ™
After hearing the parties, the Appellate Board held that the rejection
of the patent application without giving an opportunity of being heard
amounted to violation of principles of natural justice and remanded the
case to the Controller for disposal after giving a hearing.***

EBZ Online Private Limited v. The Controller of Patents

EBZ Online Private Limited (EBZ) applied for a patent entitled An
Apparatus For Conducting Banking Transactions Including Depositing
and Withdrawal of Cash.*” The Controller issued the FER relating to the
application on 8 December 20052 In the FER, the Controller objectefi
the patent application based on substantive and procedural grounds*
EMZ responded to the objections on 29 November, 2006.7* '

_After reviewing the response, the Controller rejected the application
8 it was not in order for grant.**! While rejecting the application, the
Controller cited prior art references and did not give the applinmt an
OPportunity to defend the patentability of the application in the light of
Such references. On appeal, the Appellate Board held that the Controller
Violated the principles of natural justice by not giving an opportunity of
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nding the application.** The Appellate

being heard or opportunity el the Controller for disposal after giving

Board remanded the applicz:ion to

an opportunity of hearing:

Rolic AG et al. v. The Controller General of Patents and The Assistant
olic ;

igns
Carlx{tnl)il‘ltez g’ 1::1:31"‘(3 I::hg) ;:gdna PCT national phase application at the
0 .

A invention titled Topologically Structured
Indian Patent Office for atlllaod of Creating Thereof. 3 After examining

Coating and a Me
f;ely;;;icatiaon,gthe patent office objected to the grant of patent based

on grounds relating to subject matter, novelty anccli,inventivel stepi?
Rolic responded to the examination report by pASOEIng tWO. SRS faf:
the application and by submitting arguments against the Ob}C(?thI'lS.'
Despite the amendment and submissions, the patent office ma:}ritamed
the objections and gave Rolic an opportunity of being he:lird..~ ? z}fter
the hearing, Rolic made further amendments to the application.” It
also submitted details relating to grant of the patent application by
the European Patent Office.”” After reviewing the amendments and
documents submitted, the patent office maintained the objections and
refused the application.”®

Aggrieved by the decision of the patent office, Rolic appealed to the
High Court and the case was transferred to the Appellate Board after
its constitution.*! After hearing both the parties, the Appellate Board
stated that the patent office must give its order of refusal in the light of
submissions of the patent applicant with reasons.?* It further stated that
the reasons for refusal of grant of patent should be clear, explicit, and
should show that the learned Controller of Patents had applied his mind,
considered the observations of the applicant, and discussed or analysed
the same, while refusing to proceed with the application.”* As per the

Appellate Board, the refusal order was a mere narration of the patent

examiners technical objections and did not give reasons for refusal **
Therefore, the Appell

the patent office and date Doard remanded the patent application to
Ce and directed the pat : ;
opportunity of being patent office to give the applicant an

heard and to amend Ol o 1 i
idi pplication, if required,
before deciding on the application in accordance with the law.*** i

and Defigns, Government of Indiq
Nokia Corporation (Nokia) fi

1 . ool
at the Chennai Patent Offjce 24 ed a PCT national phase application

After reviewing the application, the
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Controller issued an examin:atiqn report having technical and formal
objecti ons.2” The formal' ob'}ectlo.ns Felated to information regarding
national phase patent appllcatu?ns filedin other countries* The applicant
pmvided the information relating to foreign applications required by the
Controller, but specified the international filing date as the date of filing
in Form 3. Based on the date mentioned, the Controller rejected the
patent application stating that applicant disclosed false information
regarding the date and did not disclose information required under
Section 8 of the Patents Act to the patent office.**

Aggrieved by the decision, Nokia, the patent applicant, appealed to
the Appellate Board. After hearing the arguments of the parties and
after reviewing relevant provisions, the Appellate Board stated that the
date mentioned by Nokia in Form 3 was not wrong and did not amount
to non-disclosure of material information required under Section
85! As per the Appellate Board, as Sections 7 and 138 and Rule 11
of PCT Rules provided very clearly that the date of application of the
national phase application would be date of filing of the international
application, mentioning the international filing date does not amount to
an irregularity on behalf of the patent applicant.*** The Appellate Board
further observed that the patent applicant did not gain any advantage by
not disclosing the actual filing date because such information was not
material for grant of a patent.>** In the light of its reasoning, the Appellate
Board set aside the order of the Controller and directed the Controller to
grant the patent.?*

Novartis AG v. Union of India and Ors
Novartis AG (Novartis) filed an application for patent in 199_8 .fo‘r an
invention entitled Crystal Modification of a N'Phenyl-.Z-PYl’lffl_:dme'
amine derivative, processes for its manufacture, and its use.™ The
application claimed the methanesulfonic acid addition salt forr:‘l_6 of
the compound, Imatinib, hereinafter called as Imatinib Masylate. " It
specifically claimed the beta crystal form of Imatinib Masylate, which
is non-needle shaped, having better flow properties, @d, thus, bilt:er
Processable, less hygroscopic, and more thermodynamically stable, ; u;
better storable than its needle shaped, alpha crystal form, characterize
by the differences in the melting points and the X-ray diffraction
diagrams 27 e patent application of Novartis claimed priority frouta
APplication filed in Switzerland.>* filed by
Pre-grant representations opposing the grant of patent were filec d)
Ancer Patients Aid Association, India, M/s Natco Pharma Limited,
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ratories Limited, India, and M/s
d India (o'pponentS)-z” The opponents claimed that
d in the application was not patent?ble b?cause it
Jacked novelty, and inventive step,
T : nts Act.?® After considering the
and fell w1t.h1n Setiitl;: afi(:) t(;fedp;:rfii: the Assistant Controller refgused
:}elpresentta:;?rtlls1 eanpatent zelgAggrieved by the decision of the Assistant
C;n%::lrller, Novartis filed writ petitions before t}}e High Cour;’of Madras
and the court converted the said writ petitions into appeals.’* After the
constitution of the Appellate Board in 2007, the case was transferred to
the Appellate Board*® !
The Appellate Board considered each of the arguments raised by the
opponents and refused to grant the patent over the claimed compound
to Novartis. With regard to priority date, the Appellate Board stated that
an issue relating to convention priority would be a ground for opposition
under Section 25(1) of the Patents Act.*** It went on to state that the ground
cannot be accepted for refusal of patent application in the case because
Novartis could claim priority from a Switzerland Patent application in
accordance with the amended Section 133 of the Patents Act.**®
Regarding novelty, the Appellate Board reviewed the prior art
references cited by the opponents and stated that the references do not
disclose any specific crystalline form of Imatinib Mesylate as a substance,
leaving apart the beta crystalline form, any pharmaceutical composition
containing the same or any process for making the said beta form.** It
Mer observed that a person skilled in the art would not be able to
P’?d‘Ct ﬁ:; polymorphism and prepare the subject compound from the
g:;: zl’ft-hnFﬁur?}t:erL;nore, the Appellafe Board stated that Beta-crystalline
i et esyl.ate was not inherently anticipated by the prior
5 Cecause the salt existed in several polymorphic forms, there was
meth(::icsre; u’ﬁlﬂ::td;: ﬁ:egare the salt form, and because convention
disclosure  In the light 0;. to prepare the compound based on the
1ts reasoning, the Appellate Board held that

the compound was ici
not antic ¢
B erente ipated and, therefore, satisfied the novelty

M/s Cipla Limited, M/s Ranbaxy Labo

Hetro Drugs Limite
the invention claime
claimed priority date wrongfully,

Wi 2
14 (;t]t;)::gt;:i ;)1 $e ex.xstence of inventive step, the Appellate Board
including the Mes late lfmor art provided various salt forms of Imatinib
the Mesylate formya e form afxd a person skilled in the art might choose
the same and rez;Chp:; Sg}n skilled in the art would not be able to discover
to find its advanta : beta_c"YStal form of Imatinib Mesylate, or
BEOUs properties, or to find a suitable process for its
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reparation, Of make a solid pharmaceutical composition containing the
said crystal form, because of polymorphism and related unpredictability
in the art.?® It then sta?ec’l that the invention had a technical advance
as compared to .the ?XlStmg knowledge by way of demonstration of
polymorphism, 1sola.t19n, and cha'lracterization of beta (and alpha)
crystal forms of Imatinib Mesylate, identifying suitable properties in the
beta crystal form usable in the making of oral solid drug formulation
for curing cancer.””* As no one could predict the possibility of existence
of polymorphism in Imatinib Mesylate and as there was no motivation
in the prior art for an uninventive man to try for finding out different
polymorphic forms and their relative properties, suitable for preparing
for solid dosage formulation for cancer treatment drug, the Appellate
Board concluded that the Beta Crystalline form of Imatinib Mesylate
possessed inventive step.”’”?

The Appellate Board then discussed about selection patent, which
is a patent granted to a compound that is selected from a group having
certain characteristics and that shows unexpected results.” It laid down
certain minimum requirements that may be considered before granting a
selection patent, which are:

(1) Whether there is any statement in the specification indicating that
the nature of the invention concerns some kind of selection;

(2) Whether the selection is from a class of substances which is already
generally known;

(3) Whether the selected substance is new;

(4) Whether the selection isa result of any research by human intervention
and ingenuity opposed to mere verifications;

(5) Whether the selection is unexpected or unpredictable; and,

(6) Whether the selected substance possesses any unexpected and
advantageous property.*”

As Imatinib Mesylate was selected from a group of different salt forms

cited in the prior art and as the Beta Crystalline form of the compound

had surprising and unpredictable results, the Appellate Board stated t.hat

the compound in the patent application might be considered to satisfy

fequirements for grant of a selection patent.”” .

The Appellate Board then analysed the patentability of Imagmb
Melsylate under Section 3(d) of the Patents Act. It started its analysn.s by
Citing the definition of efficacy of the Madras High Court, which oP“}eCl
;hat efficacy means a therapeutic effect in healing disease or }‘lja\&l’lgt
tthOd effect on the body.’¢ The Appellate Board then observe ;

erapeutic efficacy is different from advantageous property of a drug.
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ts explanation, the Appellate Board stated that
¢ form of Imatinib, vghich was ;lre;;dy knc}):m

it showed increased efficacy than
aos ?V(.)u{?,, r,;,;t b;hptalt;n}’;izecl;f;ls‘:zme form of Imatinib Masylate had
.lmanmb‘-i : _::ﬂabilit)': the Appellate Board pointed out that it would
mcre;lse uffli(c);ient to satisfy the efficacy requirement.””” Furthermore,
nthoet A;;ellate Board stated that though physical properties .such as
improved thermodynamic stability, improved flow properties, ‘and
lower hygroscopicity were important to formulate the active ingredients
in solid dosage forms such as capsules, tablets, and so on,yszhey had no
contribution to actual therapeutic efficacy ofthe compound.? As the Beta
Crystalline form of Imatinib Mesylate did not possess any improvement
in the therapeutic effect of Imatinib for treatment of cancer, the Appellate
Board held that the compound fell within the scope of Section 3(d) and
was, therefore, not patentable.

In the light of its analysis, though, Imatinib Mesylate satisfied the
requirements of industrial applicability, novelty, and inventive step, the
Appellate Board held that compound was not patentable as it fell within
the scope of ineligible inventions under Section 3 of the Patents Act.

As per Section 3(d) and i
Imatinib Mesylate is a sal

UCB Farchim SA v. M/s Cipla Limited and Ors

Writ petitions were filed by Ucb Farchim, Colorcon, Yeda Research &
Development, and Eli Lilly against the order of the Controller rejecting
their patent applications based on pre-grant representations filed by
various companies. After consolidating the writ petitions, the Delhi High
Court held that an applicant aggrieved by the rejection of his application
by the Controller, based on a pre-grant representation, may file an appeal
to tl.xe Intellectual Property Appellate Board (IPAB). As per the Court,
a rejection by the Controller based on a pre-grant representation under
Section 25(1) would be a decision under Section 15 of the Patents Act
and, therefore, may be appealed to the IPAB under Section 117A, though

the said section does not speci i '
' pecify Section 25(1) among the list of sections
from which an appeal is possible. 3 l

After analysing the relevant sections,
Pre-grant representations into two cat
1. Appeals from rejection of pre-gr
1. Appeals from rejection of 4

representation, !

With respect to i,
filed by any p erap peals from the rejection of a pre-grant representation

son under Section 25(1), the court stated that it may

the court divided appeals from
egories;

ant representation; and,

patent application based on pre-grant
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entertain an appeal under Article %26 of the Constitution 22 However,
with respect to the second scenario, where the Controller rejects an
ap plication basefl 9n a pre-grapt xfepresentation, the court stated that
such a rejection is in effect a rejection under Section 15 of the Act and,
therefore, an appeal would lie to the IPAB under 117A because the
said section provides for such an appeal ®** While stating so, the court
observed that a rejection based on pre-grant representation under Section
25(1) would be considered as a rejection under Section 15 because a
pre-grant representation is considered as an opportunity given to the
general public in order to aid the Controller in the examination process,
and the Controller would have the discretion to accept or reject the
pre-grant representation. Therefore, though Section 25(1) is not listed
among the sections from which an appeal is possible to the IPAB under
Section 117A, the court stated that an appeal would be possible in case
of rejection of application under Section 15, which is listed as appealable
under the section.”® In the light of its decision, the court allowed the
patent applicants (petitioners), whose applications have been rejected
based on pre-grant representation to file an appeal with IPAB within two
weeks.”

3.7.4 Case Notes

Any decision given by the Controller of Patents must be a speaking order.
It must clearly state and indicate the reasons based on which the decision
has been made. The Controller must follow principles of natural justice
before making a decision that is adverse to the applicant. In a response to
the examination report of the Controller, if the patent applicant requests
for a hearing before rejection of the application, the Controller has to give
the applicant an opportunity of hearing before refusing the application.

3.7.5 Appeals from Appellate Board

Adecision of the Appellate Board is appealable to the Supreme Court only
through a special leave petition.* The constitutional validity of such a
fieCision may also be questioned by the High Court or Supreme Court by
Invoking their writ jurisdiction.”” The decisions of the Appellate Board
are otherwise final and not appealable in any other manner.

376 Timeline Table

Table 3.2 provides the timelines for taking necessary action at the Indian
Patent Office,
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Necessary Action at the Indian Patent Office

Table 3.2 Timeline for Taking

Application .2
Particulars ot within  twelve months of the provisional
Complete Application i

; et Within twelve months of Filing the application in
i s the convention country

ication of Application Within eighteen months from filing of application

f;l:ll:t:ion °f1§entorship Along with Complete Specification extendable to

ono

within one month of filing complete specification
Up to six months from the original filing date of
the application

After six weeks from the Indian filing (if no secrecy

Post-dating of the Application

Foreign Filing of the Application . 3%
directions are given) or after written permission

Examination

Request for Examination Within 48 months of filing or priority date, which
ever is earlier

Examination of PCT National Phase After 31 months from the date of priority of PCT

Application application

Request for Examination in Case of Within six month of filing of divisional application
Divisional Application
Application in Order for Grant Within twelve months of receiving the FER

Request for Hearing before Adverse At least ten days before the expiry of time limit for
Decision the action

Opposition
Pre-grant Opposition Application ~ Within six month of publication
Post-grant Opposition Application ~ Within one year of grant of Patent

Notice of Opposition to be Sentto ~ Within one month of receipt of such notice
the Applicant by the Controller

Reply to the Notice of Opposition ~ Within 60 days of receipt of such notice
Appeal

i:pwg °”; iling the -'Appealtothe Within 3 months from the decision, order
Deciesi:le f‘:;rdagmtheorder or or direction of the Controller or the Central
B Contiuller Government or within such further time as the
Appellate B
Review ppellate Board may allow
Application to Contr, ! -
of an order ntrollerfor Review Within 1 month from the decision or order of the

Controller
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3.7.7 Extension of Timelines

The timelines prescribed under the Patent Rules may be extended by the
Controller on a request made by the patent holder or patent applicant ¢
Such a request must be made before the expiry of the timeline under the
Rules.”* However, the period for putting the application in order for grant
under Rule 24B(4), Pre-grant Opposition under Rule 55, and extension
of period for payment of renewal fee under Section 80(1A), cannot be
extended beyond the timelines specified in the said Rules.
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Patent Specification Drafting

5.1 SPECIFICATION

As dls'cgsse.d in (?hapters 3 and 4, a patent applicant must file a patent
. ;Fee‘csplciitalggndlzclos.i?g t_he d_etails of the invention along with a
oy {nfcl,)ri;l lFatxon is a technf)-legal document, which
B A atxon.relz?tmg to the invention for which patent
I alor e ght. An apphC?tlon. may be accompanied by either a
Eeenl led thomple.te specification. A provisional specification is
i perfent an inventor has cor'xc.eived the invention but needs
e tom s te; l;; On ﬁllng a provisional specification, 2 complete
e e ‘1led within twelve months from the date of filing

Thfr%\'nsmnal specification.
inVentioon er:: ?vfh a ?eciﬁcati.on i§ to disclose to public the details of the
o (;Cl ’[Zlfotectlon is sought by the Patent applicant. The
pravides the man: y 1.sclose‘s t‘he embodiments of the invention butalso
Rotice of the patemer of practising or working the invention. It provides
e }llvrc?tecnorm sought by an applicant by clearly defining
by the patent off .t le invention. As specification is the document used
Cotipt s enforcel:he in order to make a fiecisi.on on pat‘ent grant and the
assumes high i € patent, tbe manner in which a specification s draf‘ted
dfafting o portanFe. This chapter discusses nuances of specification
dfﬂfting N .emp}.iams on contents of speciﬁcation, approaches to

pecification, and strategic considerations in drafting.
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5.2 PARTSOFA SPECIFICATION

5.2.1 Complete Specification

A complete specification must have the following sections:

1. Title

. Preamble

Name, address, and nationality
Field of invention and use of invention
Prior art and problem to be solved
. Object of invention

_ General statement of invention
Detailed description of invention
Statement of claims

. Drawings

11. Abstract

12. Deposit

Example: Consider an invention pertaining to a pencil with an eraser
attached at one end. Assume that this is an invention that satisfies the basic
requirements of novelty and non-obviousness. The use of such a pencil
is evident as it makes it convenient for a writer to have an attached eraser
and as he does not have to worry about carrying an eraser separately.
This example will be used to illustrate the various sections of a patent
specification.

5.2.1.1 Title

The specification must begin with a title sufficiently indicating the subject
matter of the invention.' The title of the invention has to disclose the
specific features of the invention in not more than fifteen words.? While
the 'title has to indicate the nature of the invention, it need not describe
the invention. Use of laudatory words must be avoided in the title.

Example: A pencil with an attached eraser.

Note that in this example, the title could read as simple as ‘A pencil
While such a title does indicate the subject matter of the invention, it

does not disclose the specific features of the invention and, therefore,
may not be accepted by the patent examiner.

5.2.1.2 Preamble

O 00 N O\ W WD

ot
o

'}I:'::I:rze?mble provid.ed hereunder should be given on the first page g
inventio see Appendix I A) along with other details such as title of the
™, name, address, and nationality of the applicant(s).

PATENT SPECIFICATION DRAFTING 5

The following specification particularly describes the invention and

{he manner in which it is to be performed.’
e

52.1.3 Name, Address, and Nationality

Full name; address, and nationality of the applicant have to be provided
in the specification. The address may be that of either applicant’ place of

4
business OF residence.

52.1.4 Field of Invention and Use of Invention

The field and use of the invention section has to indicate the general art
0 which the invention belongs and utility of the invention. This section
may also demonstrate the industrial applicability of the invention for
which protection is sought, and may provide examples of the areas of
application and use of the invention. Furthermore, the advantages that
the invention possesses over conventional practices may also be provided
in this section. The section may start as follows:
This invention relates to ...°

Example: This invention relates to a pencil and more particularly to, a
pencil with an attached eraser.

Note that in the example given above, the field of invention and use
of invention does not capture specifically the utility and the industrial
applicability of the invention. However, such a field of invention and use
ofinvention may be acceptable to an examiner as industrial applicability
and utility of the invention are clearly evident, as it is in most cases. For
example, in this case, it is evident that a pencil with an attached eraser
would be very useful for writers and that it could be made in an industry.
Hc.)wever, in certain cases, it may not be so. If the utility is not clearly
evident in an invention, a practitioner might want to include the use of
ivention as well in this section.

Exan.;p le: This invention relates to a pencil, and more particularly to a
ﬁ::;ﬁ With an attached eraser. The invention disclosed herein, may be
by writers who use pencils and erasers.

'Sf.hz‘.LS Prior Art and Problem to be Solved

re ;:is: S iy clearly bring out the current state oftheart of techx'xology

closestg t? the invention. Furthermore, the section shoul.d 1dent1fy? e
. Priorart that may be existing at the time of application, and bring
e between the invention being disclosed and the prior
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art. The prior art referred in the §ecﬁgn may if;d“‘;: pezding patent

applications, granted patents, technical hterature,' ooks, ;n SO 'on,
Moreover, apart from identifying the closest prior art, this section must
als:) bring out the distinguishing factors of tbe invention as compared to
dicated in the heading, this section should also

closest prior art. As in R i
::}:);ta?n t.hepdisadvantages or problems existing with the prior art that the

invention solves.

Example: Currently, writers who use pencils to write use erasers to erase
text in case they need to make any correction to text or remove any

unnecessary portions of the text that they are working on.
Existing pencils do not come with attached erasers. Therefore, writers

have to remember to carry or keep erasers separately with them whenever
they are writing. However, it is common for writers to forget to carry or
keep erasers with them, which leads to discomfort while writing as they
cannot make corrections at the time of writing.

Furthermore, when a writer realizes that he or she needs to make
correction to the text, the writer needs to put the pencil down and pick
up an eraser to erase the portions of text that need to be corrected. This
results in spending more time in erasing.

The invention disclosed herein provides for a pencil with an attached
eraser, preferably to one end of the pencil. This eliminates the need for
writers to specifically remember to carry or keep another item, namely
eraser, with them. Also, having an eraser attached to a pencil allows
for a writer to quickly turn the pencil and use it as an eraser. This can
considerably reduce the time used to erase text while writing.

Note that the example prior art and problem to be solved clearly points
f’“t closest prior art, which is a pencil. The section also distinguishes the
fnvention from the prior art by clearly pointing out that the invention
includes a pencil having an eraser attached, preferably attached at one
end. Apart from covering these two critical aspects, the section also

!uci.dly points out the problems (disadvantages) with the prior art and
indicates how the invention solves those problems.

5.2.1.6 Object of Invention

;Izl‘:ﬁgb}::t :f Invention section logically flows from the earlier section

Clearlygandp C;OTH al::land problem to be solved. The section is expected t0

the nackee: s e the objects of the invention. In other words:
essity of the invention has to be fortified in this section.
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while the previous section brings‘ o'ut the disadvantages with the prior
art, this section brings out the positive e.ffects (or solutions) from the
. vention. The objects are ggnerall?r listed in the following format:
f,r;h : prinCiPal object of this invention is ..
another object of this invention is ...”
4 further object of this invention is ...

Example: The principle object of the invention is to provide convenience
to writers in making corrections to the text that they are working on, as
an eraser is attached to the pencil. Another object of the invention is to
reduce the time involved in making corrections to the text, as writers do
not have to drop the pencil and pick up an eraser to erase text.

It can be seen from the example that object of the invention section
is based on the problems that the invention solves. This section informs
an examiner as to why this invention is needed in the light of state of

the art.

52.1.7 General Statement of Invention

The General Statement of the Invention (also known as Statement of
the Invention) section must clearly bring out the most essential and
distinguishing features of the invention for which protection is sought
and without which the invention would not be possible.” This section
may also expressly detail the essential novel features of the invention for
multiple embodiments.

The statement of the invention is intended to complement the
omnibus claim during infringement proceedings.”® An omnibus claim
is a claim that claims the subject matter described in the specification
without setting any specific boundary. Therefore, it is important to list
as many embodiments as possible as part of the statement of invention
inorder to broaden the coverage of claims. However, it is not required to
Provide complete details of various embodiments in this section. A brief

statement relating to the embodiments with essential novel features will
be sufficient,

iz?:l ple: In the case of the example invention that we selected,.tl‘ll:
t‘mbg:ie-m of the invention should briefly talk aboqt the. var::a
inclug, lmer.us of the invention. Embodiments of .the mvcfnnox;e onz
embode‘ Various ways of attaching an eraser to a pencil. F?r example, o

iment could be achieved by using glue as an attaching mechanism.
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ent could be achieved using a cylindrical meap
il on one end of the means and to hold an erage,
ction should focus on listing briefly the varjoy

: The statement of the invention section need not go intg
Zzzgg?t?etsembodhnents like the types of glue that coulc! be used or the
specific details of the mechanism used to hold the_ eraser. Such details are
to be covered under the detailed description section.

Another embodim
attached to the penc
on the other end. The se

5..1.8 Detailed Description of Invention

The detailed description section ofa specification, as the name suggests, is
expected to provide a comprehensive description of the invention sought
to be protected. Description of an invention is required to be furnished in
sufficient detail so as to give a complete understanding of the invention, !
The nature of improvements or modifications effected with respect to the
prior art should be clearly and sufficiently described in the description.”
To clearly describe and ascertain the nature of the invention, this section
may use specific examples and refer to drawings in order to illustrate the
various aspects of the invention."

Example: In the case of the example invention, the detailed description
section will coverall the embodiments of the invention required to explain
the invention in detail. While the statement of invention merely lists the
embodiments and provides a brief overview of the listed embodiments,
the detailed description section elaborates details of each embodiment.
The detailed description section will also include details of various
alternatives that are possible for every single embodiment. Considering
one err.xbodiment of the example invention, namely, eraser is attached to
apencil using glue, the detailed description may talk about various kinds
of glue that could be used to attach an eraser to pencil.

5.2.1.9 Statement of Claims

Claims constitute the tech
e no-legal part : :on. The
description of the inventi gal part of the specification

: on in the specification must end with one
or 14 :
invitl:l(:ir:;ncill:sf.ong]ta;,m ;deﬁne the extent of protection sought for an
Dt L € he‘art of the specification. Claim may be either
claims, or dependent e 12nds alone without depending on other
» Or dependent claim, which depends on another claim.

Example: A pencil com

pencil. Prising an eraser attached to one end of the
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im tries to cover all embodiments that have an eraser attached
cil at one end. Therefore, the example claim is an example of a
casonably broad claim that seeks to protect multiple embodiments by
drawinga broad boundary around more than one embodiment, However,

[ease note that this claim does not cover those embodiments where an
eraser is not attached to one end, but is rather attached somewhere in the
middle of the body of the pencil.

Typically, a specification contains more than one claim as part of
statement of claims. And, there are different types of claims based on
dependency and subject matter. This section of the specification will be
dealt in greater details in the subsequent chapter.

This cla
o a per

52.1.10 Drawings

Drawings in the specification must be submitted on separate durable
sheets.”” They must be made on a scale sufficiently large to show the
invention clearly and the dimensions must not be marked on the
drawings.' Each drawing must be submitted on standard A4 size sheets
with a clear margin of at least 4 cm on the top and left hand side of the
sheet and 3 cm at the bottom and right hand side of every sheet.”” All
sheets of the drawings should be sequentially or systematically numbered
and must have:

1. The name of the applicant in the left hand top corner;

2. The number of the sheets of drawings and the consecutive number

of each sheet in the right hand top corner; and,
3. The signature of the applicant or his agent in the right hand bottom
corner.'

The drawings must not have any descriptive matter unless they contain
flow diagrams.”® Furthermore, reference letter/numerals as used in
the description should also be used in denoting the corresponding
component/part in the drawings. No descriptive matter should appear
on drawings except under certain circumstances such as usage of flow
chart, chemical, and other reaction, and so on.

The same letters or numerals should be used in different figures for

€ same parts. In complicated drawings or when there is no room to
WTite the reference letters in their proper places, the letters should be
Sh(’.wn outside the figures and connected by fine lines with the parts to
Which they refer,20

SLLIL Abstract

Claims i 4 specification are followed by an abstract of the invention
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that is the subject of the specification. An ab.st_ract mu§t start with the
heading Title of the invention and S.hOl.ﬂd give a concise Sul'{lmary of
the invention.** The abstract has to mdxcatf clearly the techmc;i‘l field,
to which the invention belongs, the technical problem, to YVhlch the
invention relates, and the solution to thf problem through the inventiop,
and the principal uses of the invention.”

The abstract may not contain more than 150 words® Where
necessary, reference should be made to the m'ost rel?vant ﬁgures of the
drawings** Chemical formulae that characterize an invention may also
be included in the abstract, if necessary. The abstract has to be so drafted
that it constitutes an efficient instrument for searching in the relevant art
and to assess whether there is a need to refer to the specification itself
However, the abstract cannot be used for the purpose of interpreting the
scope of protection in legal proceedings.*

Example: A pencil with an attached eraser, preferably to one end of the
pencil, thereby, eliminating the need for writers to specifically remember
to carry or keep another item, namely eraser, with them. Furthermore,
having an eraser attached to a pencil allows for a writer to quickly turn
the pencil and use it as an eraser, thereby, reducing the time used to erase
text while writing,

Note that the example abstract provided here starts with the title of the
invention, limits itself to within 150 words, and provides a brief summary
?f the invention. The example abstract clearly points out the field of the
mver'mo.n, a.nd problems the invention solves through the advantages
that it highlights, namely the convenience in having an attached eraser,
and reduced time in erasing text while writing.

5.2.1.12 Deposit

bAis:,;g)?:;; ::fazo.l:l?cal ‘material must be made if the invention includes
description Onnmak‘:'thh i be adequately described in the written
provided in’thes o iﬁng a deP?SIF, the reference to the deposit has to be
the 5peciﬁcat10np27 Allcgno;} within three months from the date of filing of
the biological m.ateria] = i ar’ld characteristics to identify and indicate
institution, and the dats including the name, address of the depository
institution, must be me;:il:)i::{n bt;r e
Access : In the specification.”

priority datt: otrh;a:: at; iy i ee,ds to be made available only after the
the biological OFapplication in India > The geographical origin of

materials should also pe mentioned in the specification.A
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summary of p rocedural requirements in a specification are provided in
Table 5.1 for reference.

Table 5.1 Procedural Requirements
T g
Section Section/Rules Explanation of the Sections/Rules ‘J .
m Rule 9(1) All documents and copies except drawings sent to ‘;,
except the patent office shall be in written, or typewritten, 4
drawings or printed, either in Hindi or English in large and i
legible characters with deep indelible ink, with lines
widely spaced upon one side only of the strong
white paper.
The size of the white paper shall be A4 of
approximately 29.7 cm by 21 ¢m, with margin of at
least 4 cm on the top and left hand part, and 3 cm
on the bottom and right hand part thereof.

a]

<
-

Sa
A s Foainn

Specification  Section 10 Every specification shall have to be made on
Rule 13 Form-2.
Form-2 should contain, title of the invention and
applicant’s name, address, and nationality, Preamble

e —

gt &%

to the description
Description shall start on the next page.
Claims have to start with a preamble—I/We claim

L S—— .
e e ad 'vx

on a separate page.
Date and signature of agent or applicant has to be
made at the end of the last page of specification.

s s

Abstract Section 10(4)(d)  An abstract shall commence with the title of the
Rule 13(7) invention.

It shall not exceed more than 150 words.
It shall indicate the reference of the figure which
needs to be published with abstract.
Abstract should be submitted along with complete )
specification in a separate page.

i Rule 13(7) The Title of the invention shall not be more then 15
words. il

Dravings  Rule 15(4) The drawings shall be on standard A4 size sheets i
with clear margin, at least 4 cm on the top and left
hand and 3 cm at the bottom and the right hand of \

every sheet,

Drawings shall be on scale sufficiently large to s:ow V2
: : t be (W
the inventions clearly and dimensions shall no %

marked on the drawings.
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Drawings shall be sequentially or systematically
numbered and shall bear in the left hand corner the
name of the applicant; in the right hand top corner,
the number of sheets of drawings and consecutive
number of each sheet; and in the right hand bottom
corner, the signature of the applicant or his agent

5.2.2 Provisional Specification

The applicant may prepare a disclosure of the invention in the f9rm of
a written description and submit it to the pat.ent ofﬁce as a provisional
specification if he requires time to perfect the mv.ent.xon aftf:r i:onceiving
it A provisional application helps in estabhshmg' priority of the
applicant over any other person that is likely to file an application for a
patent in respect of the same invention. After a provisional specification
is filed, the complete specification relating to the invention must be filed
within twelve months from the date of the provisional specification.
Such complete specification must be within the scope of the provisional
specification.

A provisional specification cannot be considered to be a rough draft
or a skeleton of a subsequent complete specification. It is a separate
application that stands on its own. A complete specification, which is
filed after a provisional specification claiming priority of the provisional
specification, does not replace the provisional specification. Therefore, a
provisional specification must provide enough detail to clearly identify
the invention and its scope.

A provisional specification must contain the title and detailed
desc_ﬁpﬁcfn sections.™ Generally, claims are not included in a provisional
rfge:llﬁittl::ﬁ - ﬂ"’: purpose of a proyisional specification is not to claim
agen'tspinclud(enilndlelt o?jly - eftathh ) HoYv.ever, gon pes g
T indicatep:l? ent claims as .part of a prov1§1ona1.specnﬁcatxon
S e :;‘EPC of the invention. Having said that, there
e provisicg)ial at‘fl.ndl'an patent 'ofﬁce takes note of claims
Rl o ces Speciﬁcatispeq ;c§tl?n to decxd.e whether a subseq.u.entl);
B oL e E e prionty of the provision®

5 1 the scope of the provisional specification.

The other sections :
»namely, field of inventi : ion, prior
art and problem to b 2 tionand use of invention, P

invention, and drawings,

maybe i i ‘i ification;
butare ot icendatory ybeincluded in the provisional specificatio

However, drawings have to be supplied, if the

¢ solved, object of invention, general statement of
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r so requires, for the purposes of any specification, whether

controlle al 2

complete OF provision
5.3 SUFFICIENCY OF DISCLOSURE

53,1 Enablement

The specification must enable a person skilled in the art to carry out
the invention described in it. The skilled person must understand the
invention completely with respect to the relevant prior art from the
specification, and must be capable of recreating the invention. Clear
distinction must be made between disclosing the details of an invention
and disclosing an invention such that a skilled person in the art is able
to recreate the invention. In Synthon BV v. Smithkline Beecham PLC,
the court observed as follows: ‘It is very important to keep in mind that
disclosure and enablement are distinct concepts, each of which has to be
satisfied and each of which has its own rules’

In another case, Kirin-Amgen Inc v. Hoechst Marion Roussel, in
addressing the sufficiency requirement, the court stated as follows:
‘Whether the specification is sufficient or not is highly sensitive to the
nature of the invention. The first step is to identify the invention and
decide what it claims to enable the skilled man to do. Then one can ask
whether the specification enables him to do it.

Anything claimed in a specification must be enabled by the details
providedin the specification. Enablingaskilled personin theart torecreate
the invention involves providing specific examples of embodiments that
will allow a skilled person in the art to understand the nuances of the
%nvention. Therefore, it is a general practice among patent agents to
include specific examples for embodiments disclosed in the speciﬁcati.on,
10ensure that the working and implementation specifics of the invention
e clearly illustrated in order to satisfy the requirement of enablement.

For example, if a new device is made that performs a specific Digital

S Processing (DSP) operation and if the inventors intend to claim
hardware DSP, then the

devices with a software DSP and devices with a

*Pecification must specifically describe at least one embodiment that

fontains hardware DSP and at least one embodiment with a sottwarev

DSP If the specification describes the working of the hardware D'SP~0:}{‘1

i does not describe the workings of the software DSP, ther;l cllal:; tdue

to L uses of both hardware and software DSPs may not be allow
lnsufﬁCiency of disclosure and lack of enablement.

“

t
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; i d the number of ¢
f embodiments disclosed an orres.
£ ded, depends on the scope of protection sought

:n0 examples provi 5 .
Fontil: ginventilZ)n disclosed. At least on¢ embodiment c?f the inventiop
szilght to be protected must be described in the specification. Whep

the claims cover a broader scope comparec.l to.one or more Individygl
embodiments described, multiple en.lbodlﬂ.’emf must be' Shov‘vn to
substantiate the broader scope of the mvent‘lon for Protectlon. F}nal]y,
in addition to providing details of the working and 1lr}plen1entat10n of
the invention through various embodiments and specific examples for
those embodiments, a specification should also teach how a skilled
person is assumed to be using the invention, to satisfy the enablement
requirement.”

5.3.2 Best Mode

In addition to providing specific examples and drawings to clearly
describe the invention and to satisfy the requirement of enablement,
the Indian patent law also requires the best method of implementing
the invention to be disclosed in the specification.* Since the description
section provides the details of the working of the invention and its
implementation, the description must also have the best method of
implementing the invention at the time of filing the patent application.
Non-disclosure of best method of implementing the invention may be
used as a ground for revocation of the patent.

5.3.3 Biological Material

Biological material that forms part of an invention must be deposited at
a recognized depository, and must be referred in the specification if the
biological material is not available to the public, and the invention cannot
be described adequately without such a deposit.* The deposit must be
made with the International Depository Authority under the Budapest
Treaty,. on or before the date of filing or priority. The International
Decllaosxtory Authority in India is the Microbial Type Culture Collection
:.nde(;grsliet Blﬁl:r(el:]dTCC), which is located at Chandigarh.* After making
e ce to the biological material must be made in the
o :jlelnttli]fey t;'l:ﬂable c.hal:acteriétics of the biological material reql_’ired
e andmt;terlal including the name, address of the depository
2 instim;ion e date an_d number of the deposit of the material !
Ao must be provided or indicated in the speciﬁcatioﬂ-37 qu'
» 1€ source and geographical origin of the biological mater!
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mentiOUCd in the specification must als.o .be disclosed.* If an invention
clates to @ gene sequence, sequence listing may be submitted to the
atent office and the number of su‘ch‘ sequence listing may be provided in
the speciﬁcation."9 The sequence listings must always be submitted to the
patent office in electronic form.*

534 Clarity of Disclosure

Disclosure of an invention in the specification is intended for a person
okilled in the art to understand and work the invention.* An applicant
gets exclusive rights over the invention in return for disclosure of the
invention in the specification. The disclosure of the invention in the
specification must be clear, precise, honest, and open.* The specification
and, more specifically, the description must be written in such a way
that no doubts are cast on the scope of the invention. Lack of clarity in
disclosure may be used as a ground for rejection of a patent application
or revocation of a patent.

In the case of Press Metal Corporation Limited v. Noshir Sorabji
Pochkhanawalla, the court stated as follows:

Itis the duty of the patent holder to state clearly and distinctly, the nature and limits
of what he claims. If the language used by the patentee is obscure and ambiguous, no
patent can be granted. It is immaterial whether the obscurity in the language is due to
design or carelessness or want of skill. It is undoubtedly true that the language used
in describing an invention would depend upon the class of persons versed in the art
and who intend to act.

To conclude, the specification must be worded clearly and
unambiguously. It must be capable of being understood by a person
skilled in the art.

33,5 Superfluous Matter

A specification should not contain superfluous or irrelevant matter.
Only matter that is necessary to clearly describe the invention may

¢ included in a patent specification. Complicated mathematical
Gleulations and analyses are undesirable, unless they are necessary o
full undErStanding of the invention. * Ifa specification s inordi.nately long
and is found to have superfluous or irrelevant matter, the modification of
Such a specification may be required by the patent examiner.”

3.3.6 General Disclaimers

P e
atent agents normally include general disclaimers
¢ Objective of the general disclaimers is to cove

in the specification.
¢ the embodiments

s =
.‘..:)‘.‘—_. %
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odifications or modifications that may be
ult of advancement of technology. While
these general disclaimers may not be objected as afrule during the
examination, the disclaimers themselves must not‘ confuse tbe scope of
the invention. For example, a disclaimer such as, ‘the mventlon, should
be taken to include any modifications, whether Anovel or not..., would
be considered to be confusing the scope of the invention and may be

objected.

that are the result of minor m
possible in the future as a res

5.3.7 Technical Terms

Technical jargon that may not be a part of the common use in the relevant
art should be avoided in a patent specification. Since a patent specification
is intended for a skilled person in the art, only terms that are commonly
known in the relevant art may be included to ensure that a skilled person
understands the invention. If any specialized term or terms, that are not
common in the art, have to be used in a specification, such terms must be
clearly defined in the specification.

Terms in foreign languages may be used where there is no alternative.
However, it is mandatory to provide English equivalents to such foreign
terms.* Furthermore, use of vague slang words and colloquialisms will
be objected and, therefore, must be avoided.* If a specification contains a
reference to a proprietary article or specific product, the details of which
are not well known, the description should provide details of such articles
or products.*

5.3.8 Proper Names and Trademarks

Use of proper names or similar words to refer to articles must be avoided
in the specification. The articles must be clearly identified, without
reliance on the name of the article, in order to enable a skilled person in
the art to carry out the invention. However, words that have generally
ac.cepted meanings, such as standard descriptive terms, may be used
without further explanation. For example, terms such as Bowden cable,
Belleville washer, zip fastener, and so on, must be avoided.*!

. A trad.emar'k must not be used to refer to a product or an article
in a spe?c'lﬁcatlon because it is an indication of origin rather than of
composition or content and, therefore, cannot properly be used t0

describe an article, If a reg;
Broms gistered trademark i d, it should enerally
be accompanied by wording showing tha i

asa descriptive te ith t it is a trademark, since its us€
3 rm without acknowled o 1iia] to the
rights of its owner.» gement may be prejudicia
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prafting@ speciﬁcatic?n isanartinits own rightand there is no silver bullet
' proach et conslfi ered to be the best. Having said that, the approach
described hereunder iy appro?ch adopt?d bY most patent agents, The
® e b Understa'ndmg of the invention disclosure and ends
with drafting of the final version of claims.

54,1 Invention Disclosure

Drafting a specification requires a thorough understanding of the
invention for which protection is sought. The patent agent generally
collects the invention information from the inventor through an invention
disclosure form (see Appendix IV A) that is filled by the inventor. After
receiving the invention disclosure form from the inventor, the patent
agent has to peruse the form to get an understanding of the invention.
In order to understand the invention thoroughly, the patent agent has
to read background materials relevant to the invention unless he is well
aware of the art relating to the invention.

A patent drafter generally specializes in a few subject areas like
electronics, telecommunication, software, manufacturing, and so on,
based on his technical background. Though, the patent drafter tries
to be updated with the developments in his field of specialization, the
rapid progress of science and technology makes it difficult for him to
know about everything in the field. Therefore, the patent drafter may
not always have complete knowledge relating to the sub-field or area
to which the invention belongs. In such a scenario, it is very important
for a patent agent to understand the context of the invention by reading
televant background material.

_ Relevant material to be reviewed by the patent drafter may include
Journal articles, technical magazines, technology society periodicals,
Prior patent publications, and any other materials, which will help
:}l::eﬁ;tent drafter to get an understanding of t.he .background of t.he
i d°‘n- f\mo.ng all materials, prior patent pub!lcatlonf, genefau)”_g_“’e
togh; 'mm_ght into the dynamics of the field of inve.nt.lon.‘ln addltfon
Bl dg : ; € current state of the art of the invention, patent pu lftlf*on .
Similay in: Uaple information relating to the. dyfmmxcs ofdpro.tec :) -
insights imem;?ns. Reading prior patent publications provides t;]nejFl)evel 4
Protectjon, ;)ht ¢ market dynamics of the pfoduct or process,f i
sought b At is generally sought in the field, anfi nature 0 P i
¥ applicants of those applications. Such insights are help

4]
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the patent agent in deciding on the level of protection re%Uiréd and the
nature of protection to be sought through the.patent specification,

The invention disclosure form through which the patent agent collects
invention details from the inventor, generally has questions relating to
the current state of technology in the relevant. field, the Pr'Oblems Eokt
by the inventor that led to the invention, the .1mplementat|on details of
the invention, utility of the invention in the industry, and _Otl_1er nfoe.
mation relating to the invention. The form must' seek .all information
that will help the patent drafter to understand the. mve.nt}on thoroUghly_
The patent drafter may also collect the invention information from
the inventor through means other than the invention disclosure form
based on convenience and circumstances. A sample invention disclo-
sure form has been provided in the Appendix IV A for the reference of

the reader.

5.4.2 Inventor Interview

After understanding the background of the invention and reading
through the invention details provided by the inventor in the invention
disclosure form or otherwise, the next step is to conduct an interview
with the inventor in order to collect further information. The primary
objective of the inventor interview is to collect complete information
from the inventor that is necessary to draft the specification. The patent
drafter must collect all information relating to the invention for satisfying
the enablement, best mode, written description, drawings if required, and
other requirements, under the patent law.
Inventors may some times restrict their invention disclosure to
a specific implementation, or a specific application, for which they
developed the invention. From the inventor’s point of view, he might
have. encountered a specific problem in a field of application and created
the mventi(?n as a solution for that application. Therefore, the inventor
may not give importance to alternate implementations or alternate
app'llcat.lons in order to solve a particular problem. However, in such
a situation, it may be possible to extend the same solution to other
application areas,
e Pl e e
of the invention, both in temvemor e e Lhe'brea
rms of possible alternate implementations and

differ: icati i
o ent E‘.pplfcatxon areas, in order to provide maximum coverage far
€ Invention in the specification,

or provide one or more alternate implementations of
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43 Outline of Claims
9tk anding about the i'nvention 'from the invention disclosure
form, eview of relevant m‘:fa‘ter?]s, a:indﬁl.nventor interview, the' patent
drafter may start the SPCC; . lo,;}h ik hlng process by preparing the
frst draft of indePende{mt claims. 1 ough, some patent agents draft the
description ofthe invention before claims, most of them draft an outline of
independent claims F)efore c.iraftmg other portions of the specification.

preparing the claim outll.ne compel§ the patent drafter to understand

the boundaries of the invention clea.rly in the light of the background and

Jior art information of the invention. After the patent drafter prepares
the outline of the claims, he can discuss the scope of the invention covered
in the claims with the inventor. On getting the inventor’s approval with
regard to the claim scope, the patent drafter can confidently proceed with
drafting other portions of the specification.

Defining the outline of claims is one of the most important steps
in drafting a specification. While drafting claims, the first step is to
prepare independent claims after understanding the different aspects of
the invention that have to be claimed in the specification. Independent
claims must be based on the way in which a product or a process may be
commercialized. For example, for an invention relating to an improved
pump set, which is a result of improved electrical circuitry within the
pump set, the patent drafter has to consider protecting both the pump set
asawhole and the electrical circuitry using separate independent claims.
Such claiming is essential because it is possible for a third party to use
the same circuitry in a different system (or context) other than in pump
sets and obtain improvements in performance of those systems. Writing
anindependent claim only for the pump set as a whole may not protect
the usage of the improved circuitry in other systems. Therefore, patent
firafters must consider broad claims that may provide protection to the
ivention across multiple application areas.

Similarly, with regard to the invention in the example, the patent
d8ent must also consider claiming methods relating to the function of .the
lmpf""ed circuitry because it is possible to make changes in configuration
‘:C?rcui'try, and still attain the same functiox?a]ity and Peffora‘?:ncgf

dving independent method claims, that claim the functionat );h
:yr:t:n;s’ can be useful in preventing others from creating solut.l(?:rsad;:
o au ::am‘a“)’ same but differ in specific detail. Anlofher c;t?t e e
i dlt)h g’;tthdrafter, while drafting independent claims, o
e coverage of the independent claims. The pa

After underst
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1

t attempt to write independent claims tl‘lat are as broad as possible
Zl:lssidering the invention and the related prior art. He can do so only jf
he analyses the prior art comprehenswely: .

Once the outline of independent claims is prepared, the next 7

is to extend the outline to include dependent claims for each of the

independent claims. All aspects of the invention that are novel but were

not covered under the independent claims must be incorporated in the

dependent claims.

5.4.4 Drawings

Drawings play an important role in giving c!arity to the ir'w‘ention that
forms part of the specification. They help in not only giving a good
understanding of the invention but also facilitate the enablement of the
invention. The drawings in a specification must depict all elements that
form part of the claims. In general, detailed drawings help in a clear
description of the invention. However, it must be noted that unnecessary
information may obscure the invention details and must be avoided in
the drawings.

Different forms of diagrams may be used to ensure that the speci-
fication is clear and enables a skilled person in the art to recreate the
invention. For example, while describing a mechanical invention, it will
be helpful to show different views of a machine or a mechanical part. Ifa
machine or component is complicated, or has too many parts to be shown
in regular views, it might be better to include an exploded view to show
various parts that are part of the particular machine or component.

The sequence of drawings can play an important role in making a
patent application easy to understand. In general, drawings may start
with figures that capture the broader aspects of the invention, and
subsequent figures may capture the details. For example, in describing
a new mobile communication device, the first few figures can represent
the 'overall network and where the new mobile communication device
fits in the overall system, and the figures following the initial figures can

show details of the mobile communication device itself and its various
components.

5.4.5 Describing the Invention

icr)ll\:::tit:: lelam} f>ut1me and drawings are completed, describing the
description i ad airly easy task because most of the planning for the
i 51 dlS one. The level of detail in the description is determin®

¢ rawings are prepared and the flow of the description S

PATENT SPECIFICATION DRAFTING 131

determined by the sequencinghof dthe c’irawings. In patent specifications,
ription generally .follows the drawings to make it easier for a person
des;ing the specification to understand the invention clearly.
mThe jevel of detail in the description is an important aspect to be
considered by E)atex?t draf'fer for every specxﬁcation drafted by him.
From an inventors pomt.of view, he would like to avoid as much detail as
ssible in the specification so as to keep public disclosure of the details
of the invention to the minimum. However, that may defeat the purpose
of the patent system and, in m.ost Fases, may not satisfy the specification
requirements. The general guideline to decide on the level of detail is
o look at the invention from a skilled person’s point of view. A skilled
person could be thought of as an average professional working in the
industry of the relevant art. The purpose of the specification must be to
dearly describe the invention such that the skilled person in the art is
able to understand the invention completely, with respect to the relevant
prior art, and is able to recreate the invention completely.

The detailed description must provide all the details relevant to the
working of the invention and the implementation. If the invention is
an improvement over an existing work, the detailed description section
must provide the details of the nature of improvements over the prior
art and the implementation of such improvements. Considering the
pump set example discussed earlier, if claims are included for the pump
set, the circuitry, and the functionality of the circuitry, then the detailed
description must provide the details of the circuitry and its elements;
how the various elements in the circuitry work together to provide the
functionality; and how the improved circuitry improves the efficiency
of the pump set. However, commonly known elements need not be
described. For example, if the circuitry includes a standard and well
known switch control circuit, such switch control circuit need not be
explained in detail.

246 Refining and Finalizing Claims
23:;:}(\; invention is described in detail, the outl.ine of claix.ns mz}ytie
sPeciﬁe !Jy toe patent drafter to refine and finalize the cla{ms ot th:
outseti,at;on' It is common to draft the complete set 'of clalzlns ; J
Claimg ; o describing an invention. However, reviewing an yre tm : sg
OUgh°t“}:llne ‘ffter describing the invention has ce.rtam advan afcts.
of the il’lVee ?utlme of claims typically covers the most 1mpor.tant alspt T
' ntion, there may be many finer details that one might wan

lnCIu . .
eas Part of claims, Inventors and patent agents can easily miss such
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finer details during initial discussions. Once the p?tent drafte.r thinks
through the entire specification during the Preparatpn of (.il'awu]gs and
description, he may appreciate the finer details c?f the invention. After the
description is drafted, the patent draf.ter e include more dependent
claims based on the finer details of the invention and refine the outline of
ims i claims.

dm;zsfelﬁ'tii:?’a'l‘ce again to the decision on the‘ level of .detai] in the
description, the answer for the level of detail to be mclud_ed in description
is found in the level of protection desired through clfums. Most often,
only aspects that are claimed need to be explained in detail. Aspects
of invention that are to be covered in claims must be clearly explained
through specific embodiments and examples to illustrate such
embodiments. If claims are intended to be broad in their protection,
then, most probably, various embodiments illustrating the alternate
implementations that are possible might have to be clearly described
to substantiate the broader set of claims. Therefore, it is common to
find specifications with broader set of claims to have more number
of embodiments being detailed and illustrated. If an invention is very
specific in nature and requires only a narrow set of claims, then it is
quite common to find very limited embodiments and examples being
described and illustrated. Therefore, it must be noted that claims and
extent of protection sought through claims, often defines the structure
of the specification, specifically drawings and description.

5.5 ALTERNATIVE DRAFTING APPROACH

An alternative approach to drafting a specification is to start the drafting
with preparing the drawings and the description. Once the drawings and
description are prepared, claims may be written to cover the invention
to the extent described. There is one advantage with this approach. The
advantage is that when an invention is very complex to understand, going
Fhrough the process of describing the invention provides clarity on the
1nventifm itself and that clarity may be used to understand the breadth of
prote?n(?n. However, there are drawbacks with this approach. Since the
description is written first, there is a risk that claims that are written later
Zre. broader than what is disclosed in the description. In other words,
mz‘m;ema_}’ CO;/er more t}'xan what is described and the specification
Anz;therrg:deb b;st on insufficient disclosure or lack of enablement.
be revisitedzvficzcthés 1th'at the description and drawings might have (0
A claims are p.rgpared to ensure that they suppor t the

rely, and that no additional information is disclosed in the
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- tion and drawings that is not covered by the claims. As revisiting
descrlp_red a patent drafter might have to spend more time in drafting
js require’ 1 if this approach is followed.

ificatio :
the ;P;;ple specification along with the explanation of various sections
has been provided in the Appendix IVB for the reader’s reference.
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6
Claim Drafting

Statement of claims is the most important part of a patent specification.!
The purpose of claims is to define the scope of protection sought by
the patent applicant. They define the metes and bounds of an invention.
Any matter that forms part of the specification but does not form part
of claims is considered to be disclaimed and, therefore, enters the public
domain,

Claims form the heart of a patent specification because patentability
of an invention and infringement of a patent are assessed based on
claims, Considering the value attached to claims, drafting claims assumes
gre.at importance, This chapter provides an overview of the anatomy of
d@s, types of claims based on dependency, subject matter and field
?:;“c‘l’mﬁon. and strategic considerations for drafting cl@s. As there
* Sterarth of case laws with respect to claim interprf:tanon, angf’alCh
e ategy for claim drafting are explained in the light of principles

Yided in the Manual of Patent Practice and Procedure (MPPP).

61 PARTS OF A CLAIM

: dt:l M5 asingle sentence ending with a period. Every claim has three
imm;i?la‘t“el)’, an introductory phrase, body, and a transition thse'bT:e
Pecify cory phrase or the preamble introduces the claim. T}}e ody

¢S the elements? of the invention and the transition phrase links the
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introdu
with the help of an example:
I claim a pencil having an eraser
1. Introductory phrase - @ pex"tcnl :
2. Transition phrase — ‘having: and :
3. Body - ‘an eraser fastened to one end.

ctory phrase to the body. Parts of a claim are explained hereunde;

fastened to one end.

6.1.1 Introductory Phrase

The introductory phrase or the preamble generally introduces the
subject matter being claimed. In the example, the phrase ‘a pencil’ is the
introductory phrase of the claim. It introduces the subject matter being
claimed, which is a pencil. The introductory phrase may also include
broad words or phrases such as article, writing device, machine, and
50 on. The Indian law permits use of both broad and narrow words or
phrases in the introductory phrase as long as they relate to patentable
subject matter.

Apart from specifying the subject matter being claimed, the introduc-
tory phrase may also be used to set the context for the embodiment of
the invention being claimed. Such introductory phrases are used where
the invention is an improvement over an existing product or process. In
such a situation, the introductory phrase is drafted specifically to set the
context and clearly indicate the boundary between the invention and the
prior art over which the improvement is made.

6.1.2 Body of the Claim

The body of a claim defines a particular embodiment of the invention
using essential elements that form part of the invention. It is the specific
legal description of the invention.} The phrase ‘an eraser fastened to one
end' in the claim is the body of the claim. It forms the body of the claim

beca}use the eraser being fastened at one end is the essential element of
the invention being claimed.

6.1.3 Transition Phrase

The transition Phrase joins the introductory phrase and the body of claim
tlc:make the clalm a proper and complete sentence. The word ‘having in

e e?ta@ple is the transition phrase. The type of transition phrase usedin
a claim influences the scope of terms used in the claim.

The MPPP recognizes the following transition phrases:*
« which comprises/comprising;
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including; ;
consisting 0% '
: consisting essentially of; and

3 Characterized by/wherein'.
fach of the phrases haf a meamgg attached to it for claim interpretation.
Themeaning of the various transition phrases commonly used is provided
hereunder. &
Which Comprises/Compnsmg: The phrases ‘comprising’ and ‘which
comprises, have the same meaning. ‘Comprising’ means including but
ot limited to the elements given in the body. Whenever the phrase is
used in a claim, the elements of the claim are understood to include but
not be limited to what is mentioned in the body of the claim. Therefore,
the transition phrase ‘comprising’ is considered to be an open transition
phrase.
Including: The term ‘including’ is a relatively restrictive term compared
to ‘comprising. The term ‘including’ does not broaden the scope of
protection beyond the elements provided in a claim. The transition
phrase ‘including’ is considered to be a partially open phrase for purposes
of interpretation.
Consisting of: The phrase ‘consisting of  is very restrictive in its meaning
and means ‘including only’ those elements that are provided in the body
of the claim. It is used in cases where only the elements or steps recited
in the claim are required to be included and no other elements are to be
part of the invention, This transition phrase is useful in cases relating to
chemical and related arts, where in many instances adding alternative or
additional elements, or performing alternative or additional steps, can
olbe the result to change drastically. The transition phrase ‘consisting
f’f 1§ considered to be a closed phrase for the purposes of claim
Interpretation,
fe‘:';’z:‘"g Essentially of. The phrase ‘consisting essential!y o.f’ is l'ess
ut nml;::}:ﬁ;pared to ‘consisting of " and conveys the meaning 1{1;ludu}1‘g
invention \lN'eh to, as lox‘ig as.th'e element§ in the,l.no.d).f are essenti tl(; atr lev
indicate i;\ i el:i using consisting esseptlally of it is upport@t ttoh Z ; ca;
Make the ele:, eSC“_P“On. the potential changes .m mvex;ltlonb il
Sch o differeme'm's given in Fhe body r.mn-ess’entlal. In the : se -
(9l to o, r}aflo?, consisting (essen'tu?lly of may be c?’qsl Zl;l s
0 be 4 Partiaﬁl ising. The phra:se consisting essen.tlal!y of” is :ation T
& middle Y open phrase for purposes of claim interpre ,
ground between ‘comprising’ and ‘consisting of.
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by/Wherein: When an invention is an improvement to gy
the claim must define the boundary of the
pre-existing product or process, and the improvement very clearly. The
phrase ‘characterized by’ or ‘wherein’ is used to -de_ﬁne such a boundary,
In such a case, a claim generally has two parts, existing . ol
(prior art) and the improvement, separated by the word ‘characterized by

or ‘wherein.

Characterized
existing product or process,

6.2 TYPES OF CLAIMS BASED ON DEPENDENCY

Claims can be categorized into two types based on their dependency,
They may be independent claims and dependent claims.

6.2.1 Independent Claims

Independent claims are claims that do not depend on any other claim,
Anindependent claim generally defines the essential novel features of the
most preferred embodiments of a product or a process.

Example claim: Claim 1. A pencil having an eraser fastened to one end.
The claimis an independent claim because it does not depend on any other
claim. Independent claims present the broadest possible implementation
of a particular embodiment of a product or a process. Further additions
to the broadest implementation are done through dependent claims.

6.2.2 Dependent Claims

Dependent claims are claims that depend on either an independent claim
or another dependent claim. Dependent claims that depend on more
than one claim are called multiple dependent claims.

Example claim: Claim 2 (dependent). A pencil as in claim 1, where said

eraser is fastened to said pencil on one end using an adhesive.

This is a dependant claim because the claim depends on another claim.
(?ne form of dependent claim is a multiple dependent claim. As stated

earlier, a multiple dependent claim is a dependent claim that depends

on more than one claim. Multiple dependent claims may be written as
provided hereunder,

E:}clample_claims: Multiple dependent claim. A pencil as in claim 1 or 2,
where said eraser is fastened to said pencil using an adhesive.
Alternative multiple dependent claim. A pencil as in one of claim 1

an : 3 :
d 2,' where said eraser is fastened to said pencil on one end using an
adhesive,
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These claims are multiple dependent claims because they depend on
more than 0n€ glal.

( TYPES OF CLAIMS BASED ON SUBJECT MATTER

ms may also be broadly categorized into process claims and product

Clai ¢ based on the subject matter being claimed.

claim
631 Process Claims

A process claim is used to'claim process inventions and has to clearly
define the steps or actions involved in the process. It is not uncommon
o find the words ‘method’ and ‘process’ being used interchangeably.
However, the word ‘process’ is commonly associated with methods in the
industrial context (for example, the process of making a mattress) and the
word ‘method’ is generally associated with other methods (for example, a
method of sending a text message in a communication network).

632 Product Claims

A product claim is used to claim product inventions and has to clearly
define the various elements that form part of the product being claimed.
Aproduct may be claimed as an apparatus, a system, a device, an article,
orany other product. An apparatus is understood to be a single unit with
atleast a few active elements (elements that perform a function or a set of
functions on their own; for example, a processor).

Asystem is understood to be a set of discrete units with at least a few
of the discrete units having active elements. A device, as is commonly
usedin the electronic arts, is also understood to be a product with at least
afew active elements, An article is understood to be a product with only
Passive elements (elements that are not active; for example, a compact

disc with software)

84 TYPES OF CLAIMS BASED ON FIELD OF INVENTION

spective of what is claimed, a claim that is not directed towards a
gm;::nm:“ be directed towards a product. However,\ the speciﬁ.c }tlyp}fs
inventio;brafted for an invention depends on the field to \?’hlc the
flelds of elongs, Specific types of claims are generally drafted in cer_t:ilzz
imong patclence af}f? technology, and have become stapdard prac ¥
Chaimg thatent Practitioners. This part of the chapter exPlams thfea type.s;l

Clectrop; are generally drafted by patent practitioners in manufacturing:

© Software, chemistry, and biotechnology fields.



:
2
23

140 INDIAN PATENT LAW AND PRACTICE

6.4.1 Claims in Electronic and Software Arts
Generally, in any product or process relating to electronics and software
arts, there are active elements involved. Therefore, patent claims iy
electronics and software arts may be broadly classified into:

1. Method claims,

2. Apparatus claims, and

3. System claims

6.4.1.1 Method Claims
A method claim generally relates to a method as performed by a system,
a circuit or a process, and so on. Performing a method may sometimes
involve structural elements (for example, a machine or a circuit element).
Though the method may involve structural elements, the method claim
must specify the function performed by various elements as part of the
method. It is not necessary to describe the interrelations between various
elements involved in performing the method. Therefore, method claims
are generally easier to draft when compared to apparatus claims.

Method claims do not recite specific limitations of structural elements
and their interrelations. A method claim gives protection for the method,
irrespective of the physical elements that enable the method. Whereas,
system claims and apparatus claims protect only the specific configuration
of system or apparatus claimed. So, method claims generally provide
broader protection compared to apparatus claims.

Consider the moving average digital filter as given in Figure 6.1, where
2 is a first order delay and z? is a second order delay. Assuming that the

) 4

x(n) 4 —(n)
3 h

T

A

Al
I

Figure 6.1 Example of a Method Claim
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Ving average filter is novel and not obvious in the light of prior art, a
m::ho J claim claiming implementation of such a moving average filter
:a)' pe written as follows:

4 method of implementing a moving average filter, said method
comprisiﬂg: - 4

, Obtaining an input signal;
Delaying said input signal by one unit by a first delay unit;
Delaying input signal by two units by a second delay unit;
Adding said input signal, output of said first delay unit, and output
of said second delay unit by an adder; and,

. Multiplying output of said adder by a factor of 1/3 using a

multiplier.

Although the example method claim mentions the various elements that
are involved as part of the method, the claim does not recite the inter-
relations between the elements. The primary object of a method claim
isto claim the method and, therefore, recites the actions involved in the
method.

64.1.2 Apparatus Claims

An apparatus claim describes an apparatus either in terms of structural
elements or in terms of functions performed by the structural elements.
Apparatus claims having structural elements define specific construc-
tional features of the invention and the interrelations between the various
structural elements.

:‘\ccording to an example provided in the MPPP? it is possible to
da‘_m an apparatus through its functionality using the ‘means’ language,
Which in effect is the means-plus-function language as it is popularly
d:mw:dltg a means-plus-function claim, an apparatus or a system is

rough the functions (or actions) performed by the elements

O;th.e corresponding apparatus or system, rather than the structural (or
Physical) features.

Ex;r:eil: Claim | (Constructional or Structural)
8 average filter comprising:
‘Storder delay unit, to delay input signal by one unit said first
Ae;)’ unit connected to input signal in parallel; e
Sec ) ocder delay unit, to delay input signal by two units, sal
ond delay unit connected to input signal and said first order
ela)' unit in parallel;
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input signal, output from said first order delay
om said second order delay unit; and,

factor of 1/3 to multiply with output of

« An adder to add
unit, and output fr

. A multiplier, with scaling
said adder.

Example: Claim 2 (Functional)

A moving average filter comprising:

A first means to delay input signal by one unit, said first means

connected to input signal in parallel;

. A second means to delay input signal by two units, said second
means connected to input signal and said first means in parallel;

« A third means toadd input signal, output from said first and second

means; and,
« A fourth means to multiply a factor of 1/3 with output of said third

means.
The aforementioned examples illustrate the differences between a
structural language apparatus claim and a functional language apparatus
claim. In the first example where structural language is used, specific
reference is made to the type of elements that are used to perform delay,
adding and multiplying operations. However, in the second example
where functional language is used, a generic reference using the word
‘means’ is used to refer to various elements. The claims with structural
language are useful when there is a specific structure or specific type of
element to be claimed.

In the case of example claim 1, the specification would make a specific
reference to a type of delay unit, adder, and multiplier. On the other hand,
in the case of example claim 2, multiple implementations of delay units,
adders, and multipliers may be specified to cover multiple implement-
ations of the digital filter. For example, a second means to delay input
signal by two units could be implemented using a combination of
two first order delay units instead of using a second order delay unit.
However: using example claim 2 provides broader protection only when
the §peaﬁcation provides details of the different implementations. If
details qfonly one implementation are provided in the specification, then
both claims may be effectively same in terms of scope of protection.

.SCOPF of protection provided by a means-plus-function apparatus
cl.axm will Pe restricted only to the specific structures/structural elements
dls.d o§ed in the specification. Since method claims do not have such
strict interpretation of the structural elements involved in performing
a method, method claims, if drafted appropriately, can provide broader
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fection 23 ke Corresp(?nding means-plus-function claims,
“t,h o example claim in method claims section and example claim 2 in
iis section are compfared’. exdmple claim 3 Provides protection only
o the extent the specification supports the cl.alms. In other words, the
anple claim 2 only protects those embodiments that are described
in the description. Hocher, methoc'i claims are not subject to such
[imitations and may provide protection to all possible embodiments
(within reasonable limits) of the filter method through the method claim,

provided a few embodiments are given in the description.

64.1.3 System Claims

A system is understood to be a set of discrete elements. As in
apparatus claims, system claims also describe a system either in terms
of constructional features or in terms of function performed by the
constructional or structural elements in the invention.

Example: Claim (System Claim)
Ateleccommunication network system comprising:

+ Aplurality of feature modules;

+ A plurality of interface modules, each of which is associated with
an external line or trunk;

» Communication channels connecting the modules;

* Means for dynamically assembling the feature modules in a
graph that connects interface modules that are participating in a
communication; and

* Usage such that the assembled feature modules implement features
.for the communication usage.*

I‘?ﬂ“s example, a telecommunication network is claimed with a set of

Screte units that form the telecommunication network.

, (:; System can also be considered as a generglization of an apg)aratus-
COm:l’uefPeflally with the rapid progress of digital electronics and
singe u‘:icta;lqn techpology, many examples where 'functnona.hty of a
i ayailap) %ng split into multiple and discrete units, ar%d vice ve.rsa
Yotem envie' ne such example is virtualization, x_vher'e entire o;?erati;;g]
Sample t,(J;"“meflt.s are being served .by a combln?tlc?n of serv elrs'unit

% smai;)mbmmg functionality of multiple uqlts into a single i

of more th _Phone. Smart phones today seem to mcll'xde functionality

eir AN just a phone, Smart phones are computing platforms 1n

appﬂax:,:ghdt' Therefore, a system could be easi_ly trans.formed'into an
an apparatus could be easily transformed into a sy S,

= I3
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In such a situation, it is possible to use the word system to mean both
an apparatus (a single unit with active elements) and a system (discrete
units that have active elements). Such an .a.pProach has t}?e .a‘dVantag oo
using a single claim to cover two possxbll_mes, one possibility is where
all functionality is included in a single unit, fmd the other possibility i
where functionality is split into multiple units. I(-Ioweve,r, care must be
taken to specifically state the meaning of the w?rd system’ and to describe
both embodiments adequately in the description to support such claims,
especially, when the word ‘system’ is meant to include the traditional

meaning of both an apparatus and a system.
Just like in an apparatus, a system can also be claimed through its

functionality using ‘means’ language.

Example claim: A digital filter system comprising a plurality of digital
filters having respective counters operated by the same clock signal, at
Jeast one of said digital filters comprising:

« An arithmetic control section having one of said counters to count
said clock signal and be cleared with a clear signal, and a circuit
to produce a control signal according to the content of said one
counter,

« A coefficient memory to produce predetermined coefficients
according to an output of said arithmetic control section,

« An arithmetic section to carry out predetermined arithmetic
operations with said coefficients under the control of the control
signal received from said arithmetic control section, and,

« A circuit to produce a synchronizing signal at the time of end of
the operation in said arithmetic section, said synchronizing signa!
being supplied to clear terminals of the other counters of all the
other digital filters to effect synchronization of all said digital
filters.”

In this claim, the word ‘system’ refers to the set of multiple digital filters
operated by a single clock signal. Such a system could be implemented

within a single unit (or an Integrated Circuit) or with multiple units (or
Integrated Circuits).

6.4.1.4 Considerations for Software Arts

gﬁmp‘ge' Programs, per se, are not an invention® and, therefore, do not
stanlclln er paten.table subject matter in India. This means that software
ing alone is not a patentable subject matter in India. Howeveb “
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e to claim software im‘rent?on provided the invention meets
is Po-sgcriteria and that the invention is claimed appropriately.
3‘; specific type of clain'1 relating to software programs and that does
il under statutory subject rflatter is the computer program product
mtthe computer readable medium claim. According to the MPPP, a
or wter program product claim is nothing but a claim for a computer
Ct:;}:am expressed on a computer readable storage medium. Such claims

e categorically excluded from being patentable and, hence, are not
allowed in India.

Example. claim: Considering 2 Pure software implementation of the
moving average filter as given in Figure 6.1, a claim for a media (generally
referred to as computer program product or a program storage device)
that comprises the instructions to perform the operations of a moving
average digital filter may be written as follows:
A program storage device readable by computer, tangibly embodying a
program of instructions executable by said computer to perform a method
ofimplementing a moving avergge filter, said method comprising:

+ Obtaining an input signal;

+ Delaying said input signal by a first order delay unit;

+ Delaying input signal by a second order delay unit;

+ Adding said input signal, output of said first order delay unit and

output of said second order delay unit by an adder; and,
» Multiplying output of said adder by a factor of 1/3 using a
multiplier.

Or,
Acomputer program product, embodied in a computer readable medium,
mprising instructions executable by said computerto perform amethod
°f‘mplementing a moving average filter, said method comprising:

* Obtaining an input signal ;

* Delaying said input signal by a first order delay unit;

* Delaying input signal by a second order delay unit;
Adding said input signal, output of said first order delay u
output of said second order delay unit by an adder; and :
Multiplymg output of said adder by a factor of 1/3 using
As multiplier, '
mat:::;:‘;ter_ programs, per se, are excluded from patentable S‘U::Dslffé
$Pecific adndla, aset of general instructions (or softxvare) that r eg;ur‘ s
tis ly aptation or modification of hardware is not patentabie e

'Med as a product, which is in the form of a computer Tedas

nit and
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medium because the novelty lies in the software. That is, when a noye|
software program is written onto a general purpose hardware device
(for example, memory device) and claimed as tbe hardware device, the
invention will still be considered as the software itself and, therefore, wij|
not be allowed, as the hardware device has not been adapted specifically
for the software program.

The example claims provided earlier may not be allowed as the novelty
lies in the software and the computer program product claimed is not
being adapted to the software program to perform moving average filter
operations.

6.4.1.5 Technical Effect and Machine Limitation

In India, it is not enough to write a novel software program onto a general
purpose hardware device to claim a software invention. When there
is no specific adaptation of a hardware device to run a novel software
program, a software invention may be claimed as a method, provided
that the method implemented as software demonstrates technical effect.
To establish technical effect, it must be demonstrated that the invention
solves a technical problem. A mere enhancement in utility is not
considered as a solution to a technical problem.

One example provided in MPPP to illustrate technical effect in
relation to software arts is a mathematical method for digital image
processing that enhances the quality of image that is seen on a screen.
A general mathematical method carried out on numbers and producing
a result in numerical form without any technical significance may not
be considered patentable owing to the abstract nature of the invention.
However, a mathematical method for digital image processing that
produces technical results in the form of enhanced image quality that
can be viewed on a screen may be patentable, but only in the context of
image processing. Such an invention is considered to solve a technical
problem and, therefore, satisfies the technical effect requirement. It
is to be remembered that the claim must not be directed towards the
mathematical method or software that implements the mathematical
method, f they are not statutorily allowed subject matter. The claim
must be directed towards a method of image processing that includes an
improved mathematical method.
thehgztt:icigrzltz; relté;:ing to softwan? inventions should inforpofats
via hardwa.regor soffw S seckthoimp l.e ziegtation, of the fveut o

are. Each method claim must have a hardware of

N FTI
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mitation. Technical applicability of the software, claimed a5
+ method claim, is required to be defined in relation with

icular hardware components. By doing so, ‘software per s’ is
the par iated from software having its technical application, A claim
diﬂ’crel"li 0 a technical process, which process is carried out under the
directeI ofa program (whether by means of hardware or software), cannot
controarded as relating to a computer program as such. For example, a
::e:;i d for processing seismic data, com‘prising the steps of collecting
Jetime varying seismic detector output s‘lgnals for a plurality of seismic
nsors placed in a cable, cannot be considered to b.e a ‘software per s¢’
i because the signals are collected from a definite recited structure,

g -
pamely seismic $ensors.

a process ©

Example claim: A digital image processing method, comprising the steps

f

: + Transforming a digital image using an edge sensitive wavelet
transform to produce a plurality of wavelet coefficients at various
resolutions and a residual image;

» Modifying the wavelet coefficients as a function of the rate of
change of the image gradient at a resolution corresponding to the
respective wavelet coefficient, wherein the rate of change comprises
an image gradient curvature that is computed by applying a
Laplacian operator to the image gradient, thereby generating a
modification factor that is invariant to scaling of the image;

+ Inverse transforming the modified wavelet coefficients and the
residual image to produce a processed digital image; and,

Y Displa)’iﬂg said processed digital image ona display device."

here are two important aspects to be observed in this example claim:
One, the claim i directed to a method of image processing that relates
0the technjca] quality of an image and does not claim the mathematical
Method a such, and, therefore, the method qualifies as a technical
PTOC.ess, Two, the technical effect of the method is realized by displaying
imealmpmve(_l image on a display device, and the step of displaying an
= o‘? s dlspla)’ device adds machine limitation to the method claim.
::l’ghﬂ)’ modified version of the previous example claim as shown
Xample below is drafted, it may not be allowed.

Example Clai

e M A method of wavelet transform on a digital image,
Prlsmgt

he steps of:
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mage using an edge sensitive wavelet

« Transforming a digital i i
rality of wavelet coefficients at varioug

transform to produce a plu
resolutions and a residual image; .
« Modifying the wavelet coefficients as a function of the rate of

change of the image gradient at a resolution corresponding to the
respective wavelet coefficient, wherein the rate of change comprises
an image gradient curvature that is computed by applying a
Laplacian operator to the image gradient, thereby generating a
modification factor that is invariant to scaling of the image; and,
. Tnverse transforming the modified wavelet coefficients and the
residual image to produce a processed digital image."!
The modified version of the example claim may not be allowed as the
claim attempts to claim the method of wavelet transform itself rather than
a specific technical process (namely, digital image processing) involving
the wavelet transform. Further, the claim does not have a machine
limitation as well.

6.4.2 Claims in Mechanical/Manufacturing Arts

Mechanical and manufacturing related arts also have claims directed to
subject matter similar to those used in the electronic and software arts.
Patent claims in mechanical and manufacturing arts may be broadly
classified into:

1. Process claims;

2. Apparatus claims;

3. System claims; and

4. Article of manufacture claims

6.4.2.1 Process Claims

As observed earlier, it is not uncommon to use the words process and
method in an interchangeable manner. However, the word process is
commonly used to refer to methods employed in the industrial context.
Therefore, process claims are found very often in the mechanical and
manufacturing art related patent applications.

An example claim of a process of manufacturing roll formed profile
beams is provided hereunder, Just like any process claim, a process claim

.relatmg 0 manufacturing or mechanical inventions must list the steps
involved in the process.

fxamp}e_ claim: A process of manufacturing roll formed profile beams
omprising the steps of roll forming a first sheet material, travelling in
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61 Claim Examples—Reference Table—Electronics/Software

A method of implementing a moving average filter

comprising: A

1. Obtaining an input signal; s

2. Delaying said input signal by one unit by a first )
delay unit; 3

3. Delaying input signal by two units by a second
delay unit;

4, Adding said input signal, output of said first delay -
unit, and output of said second delay unit by an "ﬁ'\i
adder; and, -

5. Multiplying output of said adder by a factor of 1/3 4 I
using a multiplier. s

A digital image processing method, comprising the

steps of: i

1. Transforming a digital image using an edge sensitive od
wavelet transform to produce a plurality of wavelet P !
coefficients at various resolutions and a residual 3
image; ;.

2. Modifying the wavelet coefficients as a function g
of the rate of change of the image gradient at a 3
resolution corresponding to the respective wavelet ¥ !
coefficient, wherein the rate of change comprises r
an image gradient curvature that is computed by 9
applying a Laplacian operator to the image gradient,
thereby generating a modification factor that is
invariant to scaling of the image;

3. Inverse transforming the modified
¢ to produce a

wavelet

coefficients and the residual imag
processed digital image; and,

4. Displaying said processed digit
display. v

al image on a

Type of Example
¢ Matter
Subfe claim
nics/Software Arts
ﬂ“‘: Method
Proc
Process Method—
software
Product Apparatus—
structural

A moving average filter comprising: A
1. A first order delay unit to delay input signal b).' one ~ 3 \
unit, said first delay unit connected to input signal .8 \
in parallel; )

(contd) i
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Table 6.1 (contd)

N
QZ
\.'

2. A second order delay unit to delay input signa] by
two units, said second delay unit connected to input
signal and said first order delay unit in paralle];

3. Anadder to add input signal, output from said firg;
order delay unit, and output from said second order
delay unit; and

4. A multiplier with scaling factor of 1/3 to multiply
with output of said adder.

Product Apparatus— A moving average filter comprising:
functional 1. A first means to delay input signal by one unit, said
first means connected to input signal in paralle];

2. A second means to delay input signal by two units,
said second means connected to input signal and
said first means in parallel;

3. A third means to add input signal, output from said
first means, and output from said second means;
and,

4. A fourth means to multiply a factor of 1/3 with
output of said third means.

Product System A telecommunication network system comprising:

1. A plurality of feature modules;

2. A plurality of interface modules, each of which is
associated with an external line or trunk;

3. Communication channels connecting the modules;

4. Means for dynamically assembling the feature
modules in a graph that connects interface modules
that are participating in 2 communication;

5. Usage such that the assembled feature modules

implement features for the communication usage.

a path into a first profile element having a predefined cross-sectional
proﬁl'e, followed by roll forming a second sheet material, travelling in a
path into a second profile element having a predefined cross-sectional

grofilel,2 which encloses the first profile element to form a closed profile
eam.

6.4.2.2 Apparatus Claims

As illustrated with examples for electronic and software arts, wherever
necessary, the constructional/structural elements and inter-relationships

Peth!en fuch constructional/structural elements must be clearly
identified in the apparatus claims,
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example provided hereunder is an illustration of an apparatus
d.l;lerelating to an apparatus for manufacturing a roll formed profile
ai

peams

pample claim: An apparatus for manufacturing roll formed profile

S comprising: _ .
bca.m A first material dispenser for dispensing a first material;

A first set of rollers having an inlet in communication with the first
material dispenser to receive the first material being dispensed
therefrom, the first set of rollers being adapted to form the first
material into a first profile element having a predefined cross-
sectional profile;

. A second material dispenser for dispensing a second material
adjacent to the first material at an outlet of the first set of rollers;

+ A first welding station for welding the first material to the second
material adjacent thereto;

+ A second set of rollers for receiving the welded first and second
materials from the first welding station, the second set of rollers
being adapted to form the second material into a second profile
element having a predefined cross-sectional profile which encloses
the first profile element; and,

+ A second welding station in communication with an outlet of

the second set of rollers for welding portions of the second

material together as the welded first and second materials exit

from the outlet of the second set of rollers to form a closed profile
beam!?

6423 System Claims

The system claims in the manufacturing or mechanical field must ha\-*e
¢ System claim components specified in the section on claims in
tctronic and software arts. The system claim, provided in the example,
:eia::: 10 an au‘tomated manufacturing system that has a discrete set o;
multi:l::’ o dl.screte elements being a computer processing system an
consolidation systems.

Bample claim: An automated manufacturing system, COmprising:
A Computer processing system, configured to define product
Packages and one or more product sub-batches within each pro-
st“ct P?Ckage in response to input product inﬁmaﬁon, to recelvcel
AU information from one or more consolidation systems, an

- s
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to produce consolidation assignment in response to the statyg
information; A

A plurality of consolidation systems each comprising: a batch
storage system configured to store product sub-.batc.hes for.dlfferem
product packages in accordance to the consolidation assignment;
and,

. A consolidation controller, configured to track the one or more
sub-batches for a product package in the batch storage
system, to produce the status information about the batch storage
system, and to trigger the consolidation of the one or more product
sub-batches into the product package when all the product sub-
batches for the product package have been received by the

consolidation system.'*

product

6.4.2.4 Article of Manufacture Claims
Article of manufacture claims are product claims used in mechanical or
manufacturingarts, and refer to an article that is manufactured. An article
of manufacture is an apparatus that does not have any active elements. In
mechanical or manufacturing related arts, an active element is an element
that moves relative to other elements that are part of the apparatus. If a
claim is directed towards a subject matter that does not have parts that
move relative to each other, then the claimed subject matter is considered
to be an article of manufacture. Article of manufacture claims describe
an article in terms of the constructional elements that are part of the
article of manufacture and their features (See Table 6.2). In the example
provided hereunder, the article of manufacture is a tree-shaped candle
holder. A tree-shaped candle holder comprising:
+ Atleast one twisted tree wire having a root end and a branch end;
« At least one bead wrappingly connected to said tree wire adjacent
to said branch end;
* At least one votive cup wrappingly connected to said tree wire;
and,
* A base connected to said tree wire root end, said base having 2
votive cavity therein;
» Wherein said tree wire is comprised of aluminum; said bead is
comprised of coloured glass; and said base is comprised of plaster.”

6.4.3 Claims in Chemical and Pharmaceutical Arts

L;k =20 Othe,r arts, claims pertaining to inventions in the chemical and
pharmaceutical sectors can also be broadly classified into product relate
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ile6a Claim Bxamples—Reference Table —Mechanical/Manufacturing
able 6-
Type of claim Example

Subject

Matter

Mgchanical/Manufacmring Arts

pocess PO A process of manufacturing roll formed profile beams

comprising the steps of:

roll forming a first sheet material travelling in a path into
a first profile element having a predefined cross-sectional
profile followed by roll forming a second sheet material
travelling in a path into a second profile element having a
predefined cross-sectional profile which encloses the first
profile element to form a closed profile beam.

An apparatus for manufacturing roll formed profile beams

comprising:

1. a first material dispenser for dispensing a first
material;

Product  Apparatus

2. a first set of rollers having an inlet in communication
with the first material dispenser to receive the first
material being dispensed therefrom, the first set of
rollers being adapted to form the first material into a
first profile element having a predefined cross-sectional
profile;

3. a second material dispenser for dispensing a second
material adjacent the first material at an outlet of the
first set of rollers;

4. a first welding station for welding the first material to
the second material adjacent thereto;

5. a second set of rollers for receiving the welded first
and second materials from the first welding station,
the second set of rollers being adapted to form the
second material into a second profile element having
a predefined cross-sectional profile which encloses the
first profile element; and

6. (f) a second welding station in communication with an
outlet of the second set of rollers for welding portions
of the second material together as the welded first and
second materials exit from the outlet of the second set

Prog of rollers to form a closed profile beam.
uct kg
System An automated manufacturing system, COmprising:

; ne
1. a computer processing system configured to defi

and one or more product sub-batches
(contd)

product packages
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Table 6.1 (contd)

within each product package in response to input
product intimation, to receive status information from
one or more consolidation systems, and to produce
consolidation assignment in response to the status
information; and

2. a plurality of consolidation systems each comprising: a
batch storage system configured to store product sub-
batches for different product packages in accordance to
the consolidation assignment; and

3. a consolidation controller configured to track the one
or more product sub-batches for a product package
in the batch storage system, to produce the status
information about the batch storage system, and to
trigger the consolidation of the one or more product
sub-batches into the product package when all the
product sub-batches for the product package have been
received by the consolidation system.

Product  Article of A tree-shaped candle holder comprising:
Manufacture 1. at least one twisted tree wire having a root end and a

branch end;

2. at least one bead wrappingly connected to said tree
wire adjacent to said branch end;

3. at least one votive cup wrappingly connected to said
tree wire; and,

4. a base connected to said tree wire root end, said base
having a votive cavity therein;

5. wherein, said tree wire is comprised of aluminum; said
bead is comprised of coloured glass; and said base is
comprised of plaster.

claims and process related claims. Having said that, considering the
nature of inventions in chemistry and the pharmaceutical arts different
types of claims are drafted in patent applications.

6.4.3.1 Product Related Claims

The subject matter of product inventions in the chemical and pharma-
ceutical sector can be broadly categorized into two types, namely:

1. New chemical entity including a molecule or a compound, and,

2. Chemical or pharmaceutical compositions.
A new chemical entity (NCE) also known as new molecular entity 15 2
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chemical molecule or a compound. A chemical molecyle developed
fne‘:h + carly discovery stage which later translates into development of 5
in roduct is generally referred to as a new chemical entity.
dr“:np NGE can be claimed in several ways. The simplest and the most
ecise Way 10 draft an NCE. clglm is to refer to the actual molecular
gructure of the molecular entity in the claim,

e Ch emical Entity Claims: An NCE can be claimed in several ways.
The simplest and the most precise way to draft an NCE claim is to refer
(0 the actual molecular structure of the NCE in the claim. For example,
whatis claimed is a compound with the following (Figure 6.2) molecular

structure:
H

N O

OH
cl —N

Cl

Figure 6.2 Molecular Structure of Compound

?t must be noted that the scope of protection rendered by the claim stated
in the illustration is limited to the compound bearing the molecular
ttucture, Such a claim is relatively easy to be granted since the scope of
:,}]l: eiltalm is yery clear and unambiguous, and the patent office cannot
: cjlajmtoifthe cla‘xm based on lack of clarity. It is advisable to draft such
h n<;t' what 1§ attempted to be claimed is precisely the structure and
include its varjants.
{ at:‘ZﬁVer,. to a person having knowledge in chemistry, it is evident
d araCter?rtl-lcal molecule can have several varian.ts that. share cgmm(;n
teplaced bs 16s. For example, in the illustration, if Chlorine (F:l) is to be
ely atyt ]:nother halogen such as Bromine (Br) or Flourine (F) g} TS
Protection affe compound will share similar properties. However, this
m orded by the claim will not extend to such a variant. One

tthod : :
iy Vrcoming this limitation is by incorporating Markush type

ANguage,

.y
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e claim broadens the scope of protection of the clajm
to iﬁ:}fxzzk:i};l?n;ical entity along with the va‘rious v:ariants of the same,
Markush claims are primarily close endefi c}axms Whld? enable claiming
a group of chemical entities that shafe similar properties. For example,
what is claimed is a compound having the following formula (Figure

6.3). H

- —

OH

Figure 6.3 Molecular Formula of the Compound

Wherein X is selected from a group consisting of Cl, Br, F, and .

In the illustration, the claim seeks protection for the structure of the
compound where X can be replaced by chlorine, bromine, fluorine, or
iodine. Thus, such a claim renders protection to the actual compound and
its variants, provided they are substitutable. While drafting a Markush
claim one must note that since these claims are typically close-ended
claims, the transition phrase used in such cases should necessarily be
‘consisting of” or ‘consisting essentially of” and not ‘comprising of’ which
is an open-ended transition phrase.

In cases where the compound is identified but its chemical structure is
not known, such claims referring to chemical structure cannot be drafted.
In a scenario where the chemical structure of the compound is not
precisely known, the inventions can be claimed by drafting a ‘fingerprint

claim’ where the novel product is defined in terms of its physical of
chemical parameters. 6

Example: What is claimed is a chemical entity characterized by molecular
weight of 280, having a pH of 6.5, which has a melting point of 123 degre¢
Celsius and a boiling point of 180 degree Celsius.

One other type of claim that can be drafted where the chemica!
structure is unknown is the product by process claim. A product b)'
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s claim is used to claim a product by providing the process of
roC'ng the product. It is not clear whether such claiming is allowed in
Jia, However, such glaims are permittgd by the European Patent Office,
ovided the product is novel and there is no other way of describing the
oduct. An example of a product by process claim is given below
P A compound prepared by a process comprising of:

1. Crushing the bay leaves;

2, Boiling the crushed extract;

3, Collecting the fumes into the tube; and,

4, Crystallizing the fumes in the tube,

Another way of claiming an NCE is by using omnibus claims where
reference is made to the description provided in the specification without
particularly stating any technical details of the invention as part of the
caim. An example of an omnibus claim is given below.

A compound for treating Hemophilia, wherein the compound is
substantially as discussed in the specification.

It must be noted that most of the patent offices including the United
States and Europe do not allow such claims. Although there is no clarity
inIndia with regard to granting of omnibus claims, such claims have been
granted in the past by the Indian Patent Office provided it is preceded by
achemical structure claim sufficiently describing the technical features
of the invention,

Chemical Composition or Combination Claims: Most of the product
patents filed in the chemistry domain relate to composition or
combination of chemical compounds. Numerous chemical composition
patents are filed on a daily basis in the pharmaceutical domain and the
personal care domain.

Novel Combination product patents, including two or more already
9o chemicl compounds available in the public domain, are routinely
Prot?qed and commercialized in the pharmaceutical sector. Many patent
;zf:;asnfts who have secured a patent over a NCE al:so ;frefe.r to :‘llle
b ‘»‘nsur:r che‘mlcal compositions incor-porating the sald. NCE :;t o; fe;
comp(,sitimax'mum protection. Some of the common claims drafted fo

or claoins‘are provided hereunder. ot sespn 2
tSsentia] inmmg‘ a chemical composition, one must include L
Or exam legf_efdlenFs necessary for the workix?g of Fhe co;np:;lin 2;
shamPOOI:vit’hl Al inventor is the first to conceive an idea of m . ﬁ .
anti-fungal properties and wishes to file for a patent for his
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158
shampoo composition comprising f’f ?lkyl ether sulph'f\te as a surfactant,
dimethicone as a conditioner, and 1m1d.azole as an a_ntl-fungal agent, the
claim for the invention may be drafted in the fOHOV‘:’lF‘lg ways.
What is claimed isa shampoo composition comprising:

1, 25 per cent of alkyl ether sulphate;

2. 10 per cent of dimethicone;

3. 2 per cent of imidazole, and,

4. 63 per cent water. . |
As discussed in the earlier section, where chemical entity claims were

explained and in which the exact chemical structure was claimed, the
composition claim provided in the example also h.a.s a narrow scope of
protection, whichis extended to a shampoo composition comprising alkyl
ether sulphate, dimethicone, and imidazole in only the concentrations
mentioned in the example claim. The protection in such a scenario cannot
be extended to a shampoo composition where a chemical substitute of any
of these three elements is used. For instance, this claim will not provide
protection to a shampoo composition where imidazole is replaced by
triazole or tetrazole, which is likely to provide similar properties.

Also, such a claim will not provide protection for a shampoo
composition having the same ingredients if the concentration of such
ingredients is different. For example, if the concentration of imidazole is
changed from 2 per cent to 3 per cent, such a composition will fall outside
the scope of protection of the claim.

One effective way of broadening the scope of protection of such an
invention is to substitute the specific elements with general ones and by
providing a concentration range instead of stating the most preferred
concentration. The broader the range, the broader will be the protection
conferred. While generalizing the elements of the claim, the state of the
art must be taken into consideration in order to avoid claiming what is
already in the prior art. Also, it must be borne in mind that the invention
should be enabled at any concentration that falls within the claimed
range. Therefore, the claim may be drafted as follows: What is claimed is
a shampoo composition comprising:

1. 20-30 per cent of at least one surfactant;

2. 5-15 per cent of at least one conditioning agent;

3. 1-3 per cent of at least one anti-fungal agent, and,

4. Water.

2‘; claxfm may be followed by dependent claims including the specific
preferred embodiments of the invention. For example, the shampo®
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pposition 5 claimed in claim 1, wherein the anti-fungal agent is
:glected from a group consisting of pyrazole, imidazole, triazole, tetrazoje

tazole.
dAne:ther claim may be drafted as follows,

The shampoo composition in claim 1, wherein said anti-fungal agent
jsimidazole. § 5

Another way of drafting a composition claim is by including the
markush’ language. As discussed in the previous section, markush
daims enable claiming of the entire chemical group which can be
sed interchangeably without substantially changing the result. Use of
sarkush’ language will help in reducing the number of claims in a patent
application. An example of a ‘Markush’ type claim is as follows: What is
caimed is a shampoo composition comprising:

1, 20-30 per cent of at least one surfactant;

2. 5-15 per cent of at least one conditioning agent;

3. 1-3 per cent of at least one anti-fungal agent; and

4, Water.
Wherein, the anti-fungal agent is selected from a group consisting of
pyrazole, imidazole, triazole, tetrazole, and pentazole.

64.3.2 Process Related Claims

The process inventions in the chemical and pharmaceutical arts are

gentehrally chemical processes, methods of treatment, and diagnostic
methods.

Chemical Process Claims: A novel process used to make a product or
formulation is patentable subject matter in India. A process claim enu-
merat?_s the step-wise process for manufacturing the compound or for-
?:UIan‘o 0. Details with respect to the conditions under which the process
@rried out have to be explicitly mentioned in the claim (Table 6.3).

E"“mple: A

compl‘iSing;
. ::::ng a gem-biphosphonic acid or an alkali metal or alkaline-

Caleic metal salt thereof to a suspension of a precursor phospho-

Stirrincor;:pound.in ultrapure water;

; eco\,g.t € reaction medium at room temperature; an.d, .

While g ering the formed compound therefrom by centn‘fugatlon.th

feps Shouldlrlg a process claim the drafter must bear in mind that the

belisted in the logical order.

process for preparing a modified phosphocalcic compound

.
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Table 6.3 Claim Examples—Reference Table—Chemical/
Pharmaceutical

Claim Category ~ Subject matter Type of claim Example

————

A compound having the
formula C2H5C,

Product Compound Structure claim

Markush Claim A compound having the
formula C2H5X, where X
is selected from a group
consisting of Cl, F, and Br,
Finger print A compound characterized
by a boiling point of 100 and
pH7.
Product by process A compound manufactured
by a process comprising of
a) crush the source and
b) extract the compound.

Composition  General A composition comprising of
a) 10-20% of C2H5Cl and

b) 80-90% of water.

Markush Claim A composition comprising of
a) 10-20% of C2H5X and
b) 80-90% of water, where
X is selected from a group
consisting of Cl, Br, and E
Fiocess Chemical A process of manufacturing
Process X by
a) crushing the source and
b) extracting the compound.

6.4.4 Claims in Biotechnology Arts

Various jurisdictions have varied level of tolerance for biotechnology
related inventions. While it is possible to get a patent for a genetically
modified multicellular organism in the United States, it falls under
non-patentable subject matter in India. The Indian Patent law, however
allows patenting of isolated gene and genetically modified unicellular
organisms,
releklel:ie An Ch.emlcal and pharmaceutical inventions, biotechnol‘?gy
inventions can also be broadly classified into two categories
namely, product-related inventions and process-related inventions This
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chapter explains the various types of claims that are usually

the :
A;”:ﬂ:d in these categories.

§aAl Pro
for & novel i

duct Related Claims

nvention pertaining to gene sequences several aspects can
be dlaimed as @ single inventive corixcept including gene sequence, amino
xidsequence, method of expressing the sequence, vector, and host used
for expression of the gene, an antibody against the protein/sequence, and

1kit made from the antibody/sequence.”’

Gene Sequence/Amino Acid Sequenc.e Claims: Gene sequences whose
function is disclosed in the specification are patentable in India.'® While
fling an application relating to gene sequences, the sequences must be
wbmitted to the patent office in digital copy. Each sequence needs to
be provided with a reference number also referred to as SEQ ID no.
Given below are some types of claims that are typically used to claim a
gene sequence. For example, what is claimed is an isolated nucleic acid
comprising a nucleic acid sequence ATGGGCCTAACGTGAGGGAATT
CGAAATTC.

Including the entire sequence in the claim may not be viable in case
ofalong nucleotide sequence as it can run into several pages. Since the
digital copy of the sequence is submitted along with the specification, it
issufficient to incorporate the sequence identification number (SEQ ID.
no) in the claim. For example: what is claimed is an isolated nucleic acid
molecule comprising a nucleic acid sequence of SEQ ID no. 1.

Although, nucleotide sequences are very specific, slight variations
in the bases may not entirely change the nature of the final product.
However, these small changes may suffice a competitor to circumvent the
daim, In order to overcome this limitation, one can claim a nucleotide
¥quence by referring to its complementary sequence.

Buample: A nucleic acid molecule comprising a nucleic acid sequence
that hybridizes to SEQ ID no.1 under stringent conditions. _

1:“"thel'more, anucleotide sequence can also be claimed by combining
Oth the aboye mentioned claim types in a single claim.

Exﬂmplea A 3

* A nucleic acid molecule comprising:

1) SEQID no.l; e
or

2 . .
) anucleic aciq sequence that hybridizes to SEQ ID no.1 under Steinger:
Co"diﬁons'

P

e

=

BN M g wd

- B

-

[ e



-

>
R

162 INDIAN PATENT LAW AND PRACTICE

Due to the redundancy of genetic code where a single amino acid can Be
coded for by more than one codon, several nucleic acid sequences -
code for the same amino acid sequence. For example: UUA, UUG, cyy
CUC, CUA, and CUG, code for Leucine. In such a case, if the Sequence'
having the codon UUA is claimed, it will not protect a sequence having
the codon UUG in place of UUA, although the final product woylq
remain unchanged. In order to overcome this problem most patents
claim the amino acid sequence separately in addition to claiming the
nucleic acid sequence. For example: What is claimed is an isolated nuclejc
acid molecule which encodes a polypeptide comprising the amino acid
sequence
Met Ala Asp Asp Cys Glu Phe Val Gly Ser Ala Val
or
anisolated nucleic acid molecule which encodes a polypeptide comprising
the amino acid sequence of SEQ ID no. 2.

In this case one must note that even if the claim comprises the amino
acid sequence, protection can be conferred to the nucleic acid sequence
encoding the said amino acid.

Expression Vector Claims: An expression vector can be simply claimed as
a vector comprising a nucleic acid molecule comprising the nucleic acid
sequence of SEQ ID no.1

In most scenarios the vector is claimed along with the nucleic acid
sequence. Hence, vector claims are invariably dependent on the nucleic

aCfd claims. For example: What is claimed is a vector comprising a nucleic
acid molecule as claimed in claim 1.

Host Cell C.Iaims: A host cell can be claimed in the following way.
A transgenic hos't cell that contains the vector, comprising a nucleic acid
?olecule, comprising the nucleic acid sequence of SEQ ID no.1.

T

A transgenic host cell that contains the vector claimed in claim 2.

z::;xgii{ega;ms: The claimed amino acid sequence usually forms a part
ey Wi)i:hmOSt cases, th'e an.xino acid forms a part of an antibody
oy can.b’e used in diagnostic and therapeutic procedures.
. Yy comprising
claim that may be claimed
acid, amino acid, vector,
patent application,

under the same inventive concept as a nucleic
host, and method of expression, in the same

the amino acid sequence is another kind of
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o What is claimed is: An isolated antibody or fragment thereof
Exampre: the amino acid sequence of the VH and VL domains of SEQ

D no.
Suci
amino
Jntibody Kit Claims: An antibody kit that includes the antibody
comprising the amino acid sequence can alsq form a part of the same
nventive concept and, therefqre, can be. claimed in the same patent
application. A claim for the antibody kit will typically be as follows:
what is claimed is a kit comprising the antibody or fragment thereof of

claim 3.

o,
akitfor producing a protein, at least comprising the nucleotide sequence

of claim 1, or a gene expression vector at least, comprising the nucleotide
sequence of claim 1.

h.a claim will confer protection for the antibody comprising the
acid sequence claimed in the earlier claim.

64.4.2 Process Related Claims

Like claims for chemical inventions, process claims are also drafted in
the biotechnology field. The basic issues that need to be considered for
drafting process claims for biotechnology inventions is the same as in
chemistry. The steps mentioned should be comprehensive and should
havealogical order. Also, all the conditions required for carrying out the
process should be explicitly mentioned in the claim. The most frequently
used process claims in biotechnology arts are method of expression claim
ad the biotechnological process claims.

Method of Expression Claim: Claims relating to method of expression
Must include several components including the nucleic acid sequence,
;il:;f;jiorx VeCtC.'l’ and host cell. Nucleic acid sequence claims have already
compl. e . the previous section of this chapter. I.n orfier to ensure
Wi l())etef I_’ff)tecnon over the expression of the nucleic acid, one mulit
a5 [tt a11 include claims claiming the expression vector and host cells
¢l Given below are a few examples. .
PfOCe:s ;:ethod of expression claims have to inc'lude the steg-hms:
or examrlexpress‘oﬂ which includes the nucleic aad., vector, lan t(;(Sje.
c""‘Px'isinp eila method of expressing a target prote}n or po ypeiion
Vet:torOfc{gait € steps of: (a) transfecting a host cell Wth the exp;:ssmn
Yector de:n 2 (b.) Fulturing the host cell trafxsfected with the e,\z) o
Polypeptige, a?;dlt'fms that permit expression of the target p
»and (c) isolating the target protein or polypeptide.

R

-

- S D
N e AL S el

Werdr 'S
wvIN



N
!
X,

IR S A S o 4

164 INDIAN PATENT LAW AND PRACTICE
Biotechnological Process Claims: These are general process claims, The
rules applicable to a chemical process claim mentioned in the previqy
section may also be applicable to these claims.

For example: A process for making an insulin precursor or an insulip
analog precursor, said method comprising (1) culturing a host cell,
comprising a polynucleotide sequence encoding an insulin precursor or
an insulin analog precursor, according to claim 1 under suitable culture
conditions for expression of said precursor; and (2) isolating the expressed

precursor (Table 6.4).

Table 6.4 Claim Examples—Reference Table—Bio-Technology

Claim Category ~ Subject matter  Example

An isolated nucleic acid molecule comprising a
nucleic acid sequence of SEQ ID no. 1.

Product Gene

An isolated nucleic acid molecule which encodes a
polypeptide comprising the amino acid sequence of
SEQ ID no. 2.

An isolated nucleic acid molecule comprising a
nucleic acid sequence that hybridizes to SEQ ID
no.1 under stringent conditions.

Vector A vector comprising a nucleic acid molecule
comprising the nucleic acid sequence of SEQ ID
no.1.

Host A transgenic host cell that contains the vector
comprising a nucleic acid molecule comprising the
nucleic acid sequence of SEQ ID no.1.

Antibody An isolated antibody or fragment thereof compris-
ing the amino acid sequence of SEQ ID no. 2.

AntibodyKit A kit comprising the antibody or fragment thereof
of claim 3.

Process Method of A method of expressing a target protein OF
expression polypeptide comprising the steps of: (a) transfecting
a host cell with the expression vector of claim %
(b) culturing the host cell transfected with the
expression vector under conditions that permit
expression of the target protein or polypeptidé; and
() isolating the target protein or polypeptide.

CLAIM DRAFTING
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process of A process for making an insulin precursor or an

{solating the insulin analog precursor, said method comprising

gene product (i) culturing a host cell comprising a polynucleotide
sequence encoding an insulin precursor or an
insulin analog precursor according to claim 1
under suitable culture conditions for expression
of said precursor; and (i) isolating the expressed
precursor,

-
§4.5 Claims Relating to Diagnostic Methods

An in vivo diagnostic method is not patentable in India. However, an
in vitro diagnostic method may be patentable. A patent drafter has to
ensure that the in vitro nature of the test is explicitly included as a part
of the claim in order to qualify for a patent in India and Europe. The
drafter may choose to draft a diagnostic claim as a method claim as well
asa product claim. A method claim must include the in vitro diagnostic
method in a step-wise logical order. For example: A method for in vitro
diagnosis of malaria antibodies in a biological sample, comprising:

1. Contacting said biological sample with a composition comprising a
protein, according to claim 3, under appropriate conditions which
allow the formation of an immune complex, wherein said peptide
is labelled with a detectable label, and,

2. (ii) Detecting the presence of said immune complexes visually or
mechanically.

Another way of claiming a diagnostic method is to claimitasa product
such as a diagnostic kit. Such a claim will include a kit along with its
tomponents, which can be linked to the step-wise method of diagnosis.
For example: A diagnostic kit used for detecting malaria antibodies in
2 biological sample comprising of the protein, according to claim 3,
Where the said protein is brought in contact with the biological sample
r:;"l appropriate conditions which allow the formation of an imrguae
presfnecx’ Whel'f?in. said peptide is labelled with a detectable. label,d axti C;es
(Table 6€5<))f said immune complexes visually or mechanically dete

im;f:tis“mmarize, chemical, biotechnology, and diagnostics rela.tej

prod Ons can be claimed both as a product and a process. A chemic
it includes compound or a composition. Markush claims can be

¢d for both NCE and chemical compositions. Markush type claims

eng ;
Pl broader protection and help in reducing the number of claims.
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Table 6.5 Claim Examples—Reference Table—Diagnostic Methods

Claim Category ~Subject Matter Example

A diagnostic kit used for detecting malary
antibodies in a biological sample comprising of
the protein according to claim 3 where the sajg
protein is brought in contact with the biologjcal
sample under appropriate conditions which allow
the formation of an immune complex, wherein
said peptide is labelled with a detectable label,

Product Kit

Process Invitromethod A method for in vitro diagnosis of malaria
antibodies in a biological sample, comprising
(i) contacting said biological sample with a
composition comprising a protein according to
claim 3 under appropriate conditions which allow
the formation of an immune complex, wherein
said peptide is labelled with a detectable label,
and (ii) detecting the presence of said immune
complexes visually or mechanically.

They are always close-ended claims. In composition claims it is advisable
toinclude a concentration range rather than providing the most preferred
concentrations.

For biotechnology inventions both product and process claims can
be drafted. Product claims can be drafted for gene sequences, hosts, and
vectors. A gene sequence can be claimed by referring to the nucleic acid
or amino acid. In case of very long sequences, it is preferable to include
the reference identification numbers in the claim since a digital copy of
the sequences are submitted to the patent office at the time of filing.

Process claims can be drafted for the method of expression and process
of isolation of the expressed gene product. In diagnostic methods, an in
vivo method is not patentable in India. A diagnostic method may be
patentable if it is carried out outside the human body, that is, in vitro.
Bot}.x process and product claims can be drafted for a diagnostic method.
A' diagnostic kit can be claimed as a product and an in vitro method of
diagnosis can be claimed as a process,

The drafter must always bear in mind that the Indian patent office
evaluates every claim on its own merit." This means that if one of the
m S s ot sy o e o .
enable the applicant too make claims on all aspects of the invention

get the widest form of protection.
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CLAIM INTERPRETATION AND ANALYSIS
63

65.1 Sources of Interpretation

s ofa complete specificafion must .b.e clear and succinct, and fairly
sed on the matter disclosed' in the spe.c1f1ca-tion.2° As the claims must be
psedonthe matter provide.d in the'spe.aﬁcatlon, they mustbe interpreted
nthelight of the speciﬁcatloq, which includes .the description, drawings,
and 50 0N, Therefore, the primary s.ourcg of interpreting claims is the
specification. In addition _to the specification, prosecution history or file
wrapper history, information in the state of the art and dictionaries in the

field, may also be used as sources to understand the scope and meaning
of claims.

652 Clarity of Claims

Claims must clearly define the boundaries of protection sought by a
patent application. Patent claims define the boundaries of protection by
reciting the structural elements and their interrelationships in a machine
oraproduct, or by reciting a sequence of actions involved in a method or
aprocess. In order to clearly define the boundaries of an invention, it is
important to use unambiguous language in claims.

The following guidelines will help in drafting lucid claims:

Avoid Ambiguous terms: In general, terms that are not exact in the
meaning they convey must not be used in claims. Terms that are not exact
in their meaning may include like, close to, almost, near, and so on. For
example:

Example 1: ...where said short range communication technology is
Bluetooth,

Example 2: ... where said short range communication technology is a
;me“mcaﬁon technology like bluetooth. it
technainple 1 is clearer in defining a short range commumcz:ltxon
¢ 0'0gy that was used as part of an invention com.pare to
"impl? 2 because example 2 does not clearly state the meaning of the
Soma:u:i ‘ommunication technology like blt_xetgoth’. It couldtr:ee:rl iat
fou mecanon technology that has range similar to bluetoo tlar g

that 4N @ communication technology that has frequency st

oneisgsed in bluetooth communication. Therefore, language like the

n

' *ample 2 should be avoided.

VI e e T ; be
avoidedgl Orification. Glorification of the invention in claims must

' *1€ object of a patent application is to demonstrate that the
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invention is novel, useful, and has industrial applicability. There is pq
need to glorify an invention in the claims as it does not serve the purpoge
of the claims to clearly define the boundaries of protection sought in 4

patent application.

Example I: ...where said greatly in'.lproved device ?omprises of:

The phrase greatly improved in Example 1 is not necessary as it
neither adds to the description of device nor helps in clearly defining the
boundary of the protection sought for the device. Adjectives or terms
that glorify an aspect of an invention also fall under the category of
ambiguous terms and must be avoided.

Use appropriate punctuation and references to remove any ambiguity
in claims:

Appropriate punctuation must be used in order to avoid any vagueness
in a claim.

Example 1: A tool for manufacturing @ machine comprising...

It is not clear in Example 1 whether the text that follows the word
comprising is part of the machine or is part of the tool. The same may be
rewritten in the following manner:

Example 2: A tool for manufacturing a machine, comprising...

Example 2 is clear as compared to Example 1. However, there may
still be some ambiguity in asserting that the text following the word
comprising forms part of the tool rather than the machine. Example 2
can be further improved to make the claim clearer in the following way:

Example 3: A tool for manufacturing a machine, said tool
comprising ...

Example 3 removes any ambiguity in asserting that the text following
the word ‘comprising’ is in fact part of the tool and therefore is the best
mode of writing a claim.

Avoid including material that does not form part of the invention.

Any material or information that does not form part of the invention
fnust be avoided in a claim. For example, if an invention relates to an
improved ceiling fan where improvement of air circulation is achieved
ﬂ“f’“gh improved design of blades, the essential aspects of the invention
Wh‘f:h comprise of the number of blades and the shape of blades that
achieve the improved air circulation, must be specified. The claim must
not contain other elements like the rotor and electrical mechanisms that
are essential parts of the fan but do not form part of the invention.

CLAIM DRAFTING
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¢ Unity of invention

s 0 8 patent a.pplicatio'n must relate to a single invention or
ayentive concept. Claims relating to niers than one invention in a single
plication will not be accepted 'afld dn.nsxonatl applications may have to
be fled with respect to each additional invention.

NOTES

{, Para 5.8.1, Draft Manual of Patent Practice and Procedure, 2008,

2, The word ‘element’ is used to refer to a structural (physical) feature of the
ivention, if the claim is a product claim, and to a step or an action if the claim is
amethod or process claim.

3, Para 5.8.4(c), Draft Manual of Patent Practice and Procedure, 2008.

4, Para 5.8.4(d), Draft Manual of Patent Practice and Procedure, 2008,

5, Para 4.11.7, Draft Manual of Patent Practice and Procedure, 2008,

6. Based on independent claim 1 of US patent 6404878.

7. Based on independent claim 1 of US patent 4149258.

8. Section 3(k), The Patents Act, 1970 as amended in 1999, 2002, and 2005.

9, Para 4.11.6, Draft Manual of Patent Practice and Procedure, 2008.

10. Based on independent claim 1 of US patent 6,611,627,

11. Based on independent claim 1 of US patent 6611627,

12. Based on independent claim 14 of US patent 7073259.

13, Based on independent claim 1 of US patent 7073259.

14. Based on independent claim 1 of US patent 7317960.

15. Based on independent claim 1 of US patent 6923641.

16. http://www.intelproplaw.com/Forum/Forum.cgi?board=patent drafting;
action=display; num=1136203018 (last accessed on 9 April 2010).

17. Para 5.8.11(f) iv, Draft Manual of Patent Practice and Procedure, Indian
Patent Office,

18, Annexure 1(7), p. 142, Manual of Patent Practice and Procedure, Indian
Patent Office.

;g Para. 4.4, Manual of Patent Practice and Procedure, Indian Patent Office.
2005' Section 10(5), The Patents Act, 1970 as amended in 1999, 2002, and

= - e e
e —— e

B o SR (S

~

-



s o

»
A\

5

7

Patent Assignment and Licences

7.1 ASSIGNMENT AND LICENCES

Apatent holder can transfer his patent rights to any person at any time
before the expiry of the patent.! Transfer of patent rights is generally
done through an assignment or a licence> An assignment involves a
transfer of ownership in the patent and a licence includes an authorization
to exercise the patent rights. For example, If A assigns his patent over a

_ Time Machine to B, from the time of assignment, B acquires ownership

over the patent. However, if A grants a licence to use his patented Time
Machine to B, B will get the right to exercise rights over A’s patent for
the period of licence but will not acquire any ownership rights over the
patent.

An assignment or a licence is valid only if the parties enter into an
agreement in writing, which is signed by both the parties.* All terms
and conditions of the assignment or licence, including rights and
responsibilities of the parties, must be specified in the agreement.‘ After
an assignment or licence agreement is signed by the parties, the party
acquiring title or interest in the patent as a result of such assignment of
licence must register the title or interest at the patent office.® Informatio”
concerning the title or interest relating to a patent may be registered
through an application in writing to the Controller.® Such an applicatioﬂ
must be filed in Form 16 by the assignee or the licensee, as the cas€ may
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or the patent holder.” Certified copies of the assignment or licence
be; ent,and any other document requested by the Controller must be
?ll Jalong with the application as proof of title or interest ?
eon receiving such an applicaflon, the Controller will review the docy-
pents and on being satisfied with the pro'of, he will enter the details in
e register of pate?nts,9 In case of an assignment, the assignee will be
iered @8 & proprietor or co-proprietor of the patent and in case of a
licence, the interest of the hcc'ensee will be specified in the register." The
details of the assignment or licence agreement, that gives rise to the title
orinterest, will also be entered in the register, by the Controller." On re-
quest of either of the parties, the terms and conditions of a licence will be
maintained confidential by the Controller.” The details will be disclosed
only based on a court order.” It must be noted that an assignment or
licence agreement that is not entered in the register will not be accepted
as evidence by the Controller or the court in any proceeding except for
proceedings relating to rectification of the register."

National Research Development Corpn v. ABS Plastics Limited
The National Research Development Corpn. (NRDC), was the assignee
of two patents relating to a process for the manufacture of Terpolymers
of Acrylonitrile Butadine (ABS Resigns) using what was known as
emulsion technology.’® The invention was developed and patented by
$hri Ram Institute of Industrial Research, under one of NRDC's sponsor-
ship schemes of the Council for Scientific and Industrial Research,
before being assigned to NRDC.'* NRDC licensed the patents to ABS
Plastics Limited (ABS) on 23 July 1975, for a period of eight years."
qﬂder the licence, ABS paid a lump sum royalty of Rs 60, 000 (Rupees
fixty thousand) and agreed to pay a running royalty of 1 per cent on
the net ex-factory sale price of the material manufactured using the
Palented process.!® As ABS failed to pay the royalty due under the licence
*8ieement, NRDC filed a suit to enforce the agreement and claimed the
Pending roalty with interest.”
’ epa:tri Teviewing the facts of the case and hearing the argumfants Zf
terefor s, the court held that the licence agreement was not valid an :
ofice 2°e'["hn0t enforceable because it was not registered at the PaF:ln
ata‘]ic € court cited Section 68 of the Patents Act, which prO\"lh.es
six momﬁnce agreement must be registered at the patent office wit u:
tateq ¢ ats o lts_ execution in order for it to be valid* Further, the Coll:rr
1979 an, t;;e licence agreement would not be valid after '31 OCtoneIt
Ay 1981, because the patents expired on the said dates.

el

o o BTV

25 Fren 5 g



0&%:/

\

172 INDIAN PATENT LAW AND PRACTICE

pointed out thata licence agreement over a patent would not be bindip,
on the licensee, ABS, after the expiry of the patents.”® As the licence
agreement was not valid, the court refused to grant relief to NRDC unde;

the agreement.

7.2 COMPULSORY LICENCES

The objective of a patent grant is not only to encourage creation of
inventions but also to promote commercial working of such inventiong
As laid down under the Act, a patent must be made available at 5
reasonable price to the consumers and must facilitate technology transfer
and dissemination, nationally and internationally.® It must not impede
protection of public health, be against public interest, or impede national
industrial progress.*

A compulsory licence will be granted on a patent. If the patent holder
uses his patent in a manner that contravenes the aforesaid objective. A
compulsory licence is a licence granted by the government to a third
party without the permission of the patent holder. The purpose of the
grant of such a licence is to ensure that the patent is used in accordance
with the philosophy underlying the patent grant.

7.2.1 Conditions

A compulsory licence will be granted over a patent by the Controller if
any of the following conditions are satisfied:
1. The reasonable requirements of the public have not been satisfied;
2. The patented invention is not available to the public at a reasonably
affordable price; or,

3. That the patented invention is not worked in the territory of
India.”

7.2.L.1 Reasonable Requirements of the Public

A compulsory licence will be granted if the patent holder does not meet

the reasonable requirements of the public with respect to the patent. The

Act provides a list of circumstances in which reasonable requirements of

the public will not be met. They are:

a. The patent holder does not grant a licence on reasonable terms and as
a result:

i The trade or industry in India or its development or establishment
is prejudiced* For example, if X acquires a patent over a procéss
for preserving milk for one year at normal temperature and refuses
to license the patent, reasonable requirements of the public M3
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not be met because tbat would prejudice the development of the

dairy industry in India;
. The demand for the patented product is not met adequately or
on reasonable terms.” For example, if X acquires a patent over
an environment friendly car that can run on water and sells only
two cars every year at a very high price, his refusal to license
the technology may amount to non-satisfaction of reasonable
requirements of the public because the demand for the product is
not being met adequately by the patent holder;

iii. A market for export of the patented article manufactured in India
is not being supplied or developed.” For example, if X acquires
a patent over a method of making cloth, which has great export
potential, and refuses to give a licence for manufacturing the cloth
for export, the reasonable requirements of the public may not be
met because the export demand is not being supplied; or,

iv. The establishment or development of commercial activities in
India is prejudiced.” For example, if X acquires a patent over an
advanced financial transaction device, which facilitates fast and
efficient fund transfer, and does not license it to nationalized banks
in India on reasonable terms, the reasonable requirements of the
public may not be met because it can prejudice the development
of commercial activities in India.

b. The patent holder imposes conditions governing the licence, sale, or
use of a patented product or process, which:

L. Prejudice the manufacture, use, or sale of non-patented materials
in India; or,

2. Prejudice the development of any trade or industry in India.**For
example, if X licenses his patent relating to a switch and imposes
a condition that non-patented switches must not be sold by the
licensee, the reasonable requirements of the public may not be
met because the condition prejudices the sale of non-patented
Materials, In such a case, a compulsory licence may be granted by
the Controller to the customers of the applicant in addition to the
plicant for the compulsory licence.*

¢ The patent holder includ - of the following conditions in the
icence: es any of the following

L. Exclusive grant back of rights on improvements in the patented
g:'::iuct Or process.* An exclusive grant back cla.use is a'::altl}i:

-+ Tequires the licensee to grant back any ljlghts‘ FLy e
Provements to the patent holder. For example, if X licenses
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nted lock to Y, and imposes a condition in the licence tha

ments in the lock must be transferred back

to X exclusively, the reasonable requirements of the public will not
be met because the licence has an exclusive grant back clause;

2. Prohibition of challenge of patent validity.* For example, if the
patent holder includes a clause in the licence stating that the
licensee cannot challenge the validity of the licensed patent, the
reasonable requirements of the public will not be met; or,

3. Clause that amounts to a coercive package licence.* For example,
if X licenses his patent relating to a printer and incorporates a
condition in the licence that the licensee must buy the cartridges,
which are not patented, only from X, the patent will not meet
reasonable requirements of the public because it would amount
to coercive package licensing.

d. The patent holder does not work the patented invention in India to
the fullest possible extent or on a commercial scale to an adequate
extent.”

For example, if X acquires a patent over a cost effective water pu-
rification system and sells only two of the systems only in Karnataka,
the patent may not meet the reasonable requirements of the public
because it was not available all over India and, therefore, has not been
worked to the fullest possible extent.

e. The working of the patented invention on a commercial scale in India
is being prevented or hindered due to importation of the patented
invention by:

1. the patent holder or any person authorized by him;

2. persons purchasing from the patent holder, directly or indirectly;
or

3. any person against whom the patent holder has not taken
infringement action.*®

Example: X acquires a patent over a DVD player and gives a non-

?xclusive licence to Y. Z starts selling the patented players in India by

importing from China and X does not take any action against Z.In

such a case, the reasonable requirements of the public will not be met
because X has failed to take any infringement action against Zs

pate
ownership in improve

7.2.1.2 Reasonably Affordable Price

The price of a patented invention must be reasonable and not beyond the
capacity c.>f the general public. A compulsory licence will be granted ifa
patented invention is not available at affordable prices to the public. For

PATENT ASSIGNMENT AND LICENCES 1
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e, if X gets patent over a drug for treating diabetes and prices it at

1,000 per tablet, then a compulsory licence may be granted because the

ot ented drug is not available at a price affordable by the general public

7213 Worked in India

The objective of a patent grant if to ensure that the patented invention s
worked in India on a commercial scale and in a reasonably practicable
manner. A compulsory licence will be granted if the patented invention
is not worked in India. A patented invention will be considered to be
commercially worked in India if it is manufactured in India, imported
into India, licensed, forms part of a product that is sold in India, or
commercialized in any other manner. For example, if X acquires a
patent over a cricket ball but does not sell such cricket balls in India, a
compulsory licence may be granted because the invention has not been
worked in India.

72.2 Procedure for Grant of a Compulsory Licence

The steps involved in the grant of a compulsory licence are shown in the
flow diagram hereunder (Figure 7.1).

Any interested person may make an application for a compulsory
licence after the expiry of three years from the date of patent grant.”
Even a person, who is the holder of a licence over the patent, may file
an application for a compulsory licence.* The application must state
the nature of the interest of the applicant, the facts in support of the
application, and the conditions the applicant is willing to accept.* It must
befiled in Form 17 or Form 19.2

A_fter reviewing the application, if the Controller is satisfied that the
:l:PllCant has fnade a prima facie case on the conditions for grant of a
; II;PulforY licence, he will direct the applicant to send copies of tl.1e
tﬁs IC:tmnutO the patent holder or any other person having an interestin
Co:au;m' T.hereafter, the Controller will publish the application for the

Pulsory licence in the official journal of patents.*
€ patent holder or any other person may oppose the application
P“blicl:goi 2otice of opposition within two months from the dzte Otii
Bposition, | The notice of opposition must state the grlomg ,St }?e
%Pponent ,a Z’ms and conditions of the licence accept‘a.b 846)0
it fileq ’thn necessary evidence in support of the opposition- fnce
c°mPuls<;ry elflotlce of opposition will be served on the applicant alc(: :
ision o icence.” The Controller will then fix a date anfi m ;
grant of compulsory licence after hearing the parties on the

b e e O
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( Grant of Patent )

Application for Compulsory Licence
may be filed at any time after 3 years of grant of patent

176

A

s there a Prima Facie Case?

{ YES )‘j NO
A A
( Notify the Patent Holder> C Inform the Applicant )
A A

Gublish the Application ) C Hearing )

Y
No Opposition Opposition within
within 2 months 2 months

v

<Opposiﬁon proceedings>
A
Decision )
A
Compulsory Licence
refused

Figure 7.1 Flow Diagram—Compulsory Licence Procedure

v

Compulsory Licence
granted

Compulsory Licence
refused

PATENT ASSIGNMENT AND LICENCES 177

wThe procedure for opposition of a patent will be followed by
Bie ontroller for conducting th'e hearing.*

on reviewing the. a.ppllcatlon f'or compulsory licensing, if the
conroller is of the opinion Stohat a prima facie case has not been made,
he will notify the applicant.” Thereafter, the applicant may request for
2 hearing within one month from t'he Fiate of such notification and if
uch a request is not made, t-he application for compulsory licence will
y the Controller.” On receiving the request for hearing, the
Controller will hear the applicant and decide whether to allow or refuse
0 application-sz On allowance of the application, the patent holder will
be notified and the rest of the aforesaid process will be followed for grant

of the compulsory licence.

said date:

be refused b

7.2.3 Factors
While deciding on the grant of a Compulsory licence, the Controller will
consider the following factors:

1. The nature of the invention, the time which has passed since the
grant of the patent, and the measures already taken by the patentee
or any licensee to make full use of the invention;

2. The ability of the applicant of the compulsory licence to work the
invention to the public advantage;

3. The capacity of the applicant of the compulsory licence to
undertake the risk in providing capital and working the invention,
if the application were granted; and,

4. Efforts made by the applicant to obtain a licence from the patentee
on reasonable terms and conditions for a period of six months.”

The Controller will not consider the aforesaid factors in case of national
emergency, or other circumstances of extreme urgency, or in case of public
non-commercial use, or on establishment of a ground of anti-competitive
Practices adopted by the patent holder before the date of application.™ In
Such circumstances, the Controller will grant a licence in an expedited
Manner in order to cater to the emergency situation.

724 Terms and Conditions

02 (tl:: lding to grant a compulsory licence, the Controller will deterrcx)r:e

'Cencen;; and conditions of such a licence.** Through the co_mp:’ rskeg

on g C,o j Co‘?troller will ensure that the patented invention is \axl 53

Worki Mmercial scale in India and that the person, wbo is r y
i developi"g the invention in India, is not pre)udlced in an
a‘“manner.se
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While determining the terms and conditions of the compulsory

licence, the Controller has to make sure that:

1. Reasonable consideration is given to the patent holder afte,
considering the nature of the invention and the money spen
by the patent holder on creation, protection, development, ang
enforcement of the invention or patent;

2. The patented invention is worked by the holder of the compulsory
licence to the fullest extent and is profitable;

3. The patented invention is available to the public at a reasonable
price that is affordable;

4. A non-exclusive licence is granted to the applicant;

5. Rights of the licence holder are not assignable;

6. Licence is granted for the balance term of the patent, unless a
shorter term furthers public interest;

7. Licence is primarily meant for supplying the Indian market;

8. The use of an invention relating to semi-conductor technology is
meant for public non-commercial use; and,

9. The licence holder is allowed to export the invention, if the licence
is granted based on anti-competitive practices of patent holder.”

The Controller cannot allow the importation of a patented invention
into India by granting a compulsory licence, if such activity amounts
to infringement, unless directed by the central government in public
interest.”* On the grant of a compulsory licence by the Controller, it
will be considered as a licence between the parties and the terms and
conditions determined by the Controller will be the terms and conditions
that govern the licence, *

Example: The Controller granted a compulsory licence to Rail Udyog,
which was engaged in manufacturing railway coach and wagon
components, and track fittings over a patent relating to double shaft
springy track spikes.*” Though an opposition was raised by a company
called Keen Williams limited against the grant of the compulsory licence,

Fhe Controller rejected the opposition as the company failed to prove that
It was an interested party.!

7.2.5 Compulsory Licence on Related Patents

Tllle Controller may grant a compulsory licence on patents that ar¢
ref ated t(? a Patent that is subject of a compulsory licence or forms paf t
of a application for a compulsory licence. A compulsory licence may be

PATENT ASSIGNMENT AND LICENCES -
/
on patents owned by the patent holder that do not form part of
meg pplication for the compulsory licence, if the patented invention that
f the application cannot be worked without suc i @
forms part of ha licence.

Fample: X acquires patents over a wheel and spike§ used in the wheel,
nd the wheel can be used only with the pgtented spikes. If Y applies for
+compulsory licence over the patent relaun.g to the wheel, a compulsory
licence may be granted over the patent relating to the spikes also because
the patent over the whe.el cannot be worked without a licence over the
patent relating to l}_le spikes. _

A compulsory licence may also be granted if the holder of a patent or
alicensee of a patent is prevented or hindered from working the patented
invention efficiently or to the best advantage because of the existence of
another patent.”* Such a licence will be granted only if the Controller is
satisfied that:

1. The applicant for compulsory licence is capable and willing to
grant, or procure the grant of a licence, over the patent held or
licensed by him to the holder of the patent or his licensee; and,

2. The invention that is subject of the patent held or licensed, by
the applicant for compulsory licence, has made a substantial
contribution to the establishment or development of commercial
or industrial activities in India.**

For example, if X holds a patent over a spinning machine and Y holds a
patent over a motor that can run the machine with minimum energy and
maximum efficiency, X can acquire a compulsory licence over Y's patent
bscause efficient working of X’s spinning machine will be hindered by
Y5 patented motor. In such a case, if there is a non-patented motor that
an help the efficient utilization of the spinning machine, a compulsory
tz:ncewm not be granted. Furthermore, in order toacquirea comp.ulsc_)r)'
ma:}f'e’ X must be \\,rilling to give a licence over his p_atented spm{ur.lg
devd;ne oY and X' spinning machine must play an important role in

Onl:n:ient of textile industry in India. :

ol tisfaction of the conditions for grant of the compulsory 'CT““:
i“nce’:muef may grant a licence to the applicant of the comptl S(t)}?e
aPPIimn:)‘s the patent and also granta licence to the Ratent hol;llet’ ;1\ :ofu .

B Patent on request.® Such a licence is assignable only S g ;
.. oogament of a patent.* All conditions for grant of a compuisory

A ' i i lated
Patentg ill be applicable to a compulsory licence concerning re

'
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7.2.6 Compulsory Licence in Emergency
A compulsory licence may be granted in. case of natior.lal emergency,
extreme urgency, or public non-commercial use, by notification of the
Central Government in the official gazette.*® On such a notification, the
Controller will grant a compulsory licence to.intereste.d persons, who
make an application for such a licence.”” While granting the licence,
the Controller will ensure that the patented invention is available to the
public at the lowest prices, bearing in mind the interests of the patent
holder to derive advantage from the patent.” The normal procedure will
not be applied for grant of a compulsory licence if the Controller is of
the opinion that a compulsory licence is necessary in case of national
emergency, extreme urgency, or public non-commercial use, including
public health crises, relating to Acquired Immuno-deficiency Syndrome
(AIDS), Human Immuno-deficiency Virus (HIV), tuberculosis, malaria,
or other epidemics.”

For example, if there is a outbreak of Swine Flu in India and a company
X holds a patent over a drug for treating patients infected by Swine
Flu, the Central Government will notify that the patent is available for
compulsory licence. On such a notification, an Indian pharmaceutical
company can apply and acquire a compulsory licence over the patent.

7.2.7 Compulsory Licence For Export

A compulsory licence may be granted for manufacture and export of
patented pharmaceutical products to any country having insufficient
or no manufacturing capacity in the pharmaceutical sector for the con-
cerned product in order to address public health problems.” The licence
may be granted on any drug, formulation, or any other product, covered
by a patent or made by a patented process, including ingredients of a
product or diagnostic kits for use of the product.”

For example, if a country X has very high incidence of AIDS but does
not have the capability to manufacture drugs for treating the syndrome,
a compulsory licence may be granted over a patent relating to a drug for
treating AIDS to a company in India, for exporting the drug to X.

This compulsory licensing provision was introduced through an
amendment into the Patent Act in 2005, based on Para 6 of the Doha

Declaration which permitted WTO members to allow the export of

Pharm.?\ceutical products to other developing and underdevelope
countries not having manufacturing facilities to deal with public health
problems that are common among the countries.”
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such compulsory lhicence will 'be granted only if the country has
ed 2 compulsory llcenc‘e relating to the patented product or has
allowed importation of the sa.ld pharmaceutical products from India 7 In
ucha case the Controller will grant a compulsory licence to an applicant
d conditions, which will be published by him, only for

on terms a0 :
anufacture and export of the pharmaceutical products to the specified

country.” :
On granting the compulsory licence, the Controller will publish the
following information:
. The number of the patent that is the subject of the licence;
2, Details of the person to whom the licence is granted;
3, The quantity of the product allowed by the Controller for
manufacture and export;
4. The countries to which export is permitted and the quantity to be
supplied to each country; and,
5. The term of the licence.”
The Controller will determine the compensation to be paid to the patent
holder and the manner in which the products must be packaged.™
Furthermore, the Controller will also direct the licence holder to
incorporate information relating to quantity and features of the product
being exported to each country before shipping the products.”

7.28 Revision and Termination of a Compulsory Licence

The holder of a compulsory licence may make an application for revi-
sion of the terms and conditions of the compulsory licence after twelve
months from the date of grant of the licence, if the working of the pat-
ented invention, under the existing terms and conditions, gives rise to
lf:zst'm ithe ?fpplicatiOn must be filed in Form 20 and must supply the
ap ls i :lvx dence in support of the application and relief soug.ht by Fhe
hel:rli;an.t' After reviewing the application and hearing the apph.can.t, if ::
On beiils reguested: the Controller will allow or re!'ect the apphcat.xon.
: Con% Saﬁlsﬁec? with the facts and evidence sut?mltted by the applllllcant:
icence, roller will revise the terms and conditions of the compuisory
on 3}3;? n&? ulsory licence may be terminated if the circumstanc;s;( blasetd
fecur® 1y me l;)Cence was granted no longer exist and are no_t i fn ); d(:
 the Paten?}ll le terminated by the Contrf)ller on an apphcatmflr,l e
ong wi y c_ler or a person having an interest in the patent, 1 ;
8 With evidence.™ After the application is filed, the compulsory
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licence holder will be served a copy of it.% OI? receiving the application,
the holder of the compulsory licence may f)b]eCt to suC-h an applicatiop
within one month from the date of receiving the application and gy},
objection will be provided to the apphcan't.“ Thereaﬁer, the Controller
will hear the parties and decide on the application, base§ on the facts and
evidence submitted by the parties.” If the Contltoller decides to terminate
the compulsory licence, he will inform the parties about it along with the
terms and conditions of such termination.® While making the decision
to terminate, the Controller will ensure that the termination will not
prejudice the interests of the compulsory licence holder.”’

7.2.8.1 Case Examples

Compulsory licensing provisions have been used very sparingly in
India. As the data relating to compulsory licences granted in India is not
available, examples of licences granted in Malaysia, Thailand, and Ghana,
have been provided hereunder for the reader’s reference. The examples
relate to compulsory licences granted during public health crisis in those
countries.

Malaysia: Malaysia granted a compulsory licence on Antiretroviral
(ARV) drugs for treatment of AIDS. The licence was granted on 29
September 2004, by the Malaysian Minister of Domestic Trade and
Consumer Affairs.*® The compulsory licence was granted for two years,
after the price reduction offered by pharmaceutical companies holding
patents over the drugs was not sufficient to meet the requirements of the
treatment programme of the government. Under the compulsory licence,
the government was allowed to import ARV drugs, including didanosine
(ddI), zidovudine (AZT), and lamivudine + zidovidine (Combivir) from
India.”* The patent holders, GlaxoSmithKline and Bristol-Myers, were
offered a royalty rate of four per cent of the cost of the generic version of
the drug, but refused to take the royalty.

After the grant of compulsory licence, the cost of ARV drugs reduced
by 81 per cent and the treatment programme of the government Was
e_xPanded to 4,000 patients from 1,500 patients.”” The compulsory
licence granted by the Malaysian government proved to be effective for

implementing the AIDS treatment programme and making drugs more
accessible.

Thailand: Thailand also granted a compulsory licence for importation
and local production of efavirenz used for ARV therapy.” The licence
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ted by the Thailand Ministry of Health on 29 November 200 54

¢ initial royalty pfoposed under'the licence_ to the patent holder W;\s
5 per cent of the price of the generic product.” The royalty rate was kept
o. 4 for negoﬁation. ‘

After the grant of con‘lpulsory licence, Ranbaxy, an Indian pharma-
cutical company, supplied 6§,000 bottles of the generic version of
davirens 10 Thailand.” The issuance of licence by the government
reduced the cost of ARV drugs by S-O per cent and provided access to the
drug to 20,000 additional persons.” Furthermore, companies like Merck
Jso reduced the cost of their ARV drugs.

729 Value of Compulsory Licences

The compulsory licences granted in Malaysia and Thailand reduced
the price of drugs for treatment of AIDS and improved access to drugs.
Indian companies like Ranbaxy played an important role in supplying
generic versions of the drugs to both the countries. NATCO, an Indian
pharmaceutical company, recently applied for a compulsory licence to
supply to Nepal, two cancer drugs, sunitinib malate and erlotinib, whose
patents are owned by Pfizer and F Hoffman-La Roche, and the application
is pending at the patent office.”®

Though, the compulsory licences had a positive impact for addressing
public health problems in the short term, pharmaceutical companies
holding patents argue that grant of such compulsory licences would
negatively impact the development of new drugs in the future. They
?‘E“e that grant of compulsory licences would act as a disincentive for
Investment in research and development of drugs by preventing them
from recovering the investment expenses.

73 DRAFTING LICENCES AND ASSIGNMENTS

e objective of this section is to give a primer on the basic terminology
114 dauses in licence and assignment agreements. The section will give
iantgr::;;al-unders@nding of important clauses in the agreements. The
ound ction provided in this section may be used by the reader as a
ation for further reading on the topic. .
COmraccte ;;ce or assignment agreement must be in (fonformit?' m:l:n ;}:;
tpends OWs and other laws in force in India. Drafting of an aglreeneral
dlaugeg ca 0 the terms and conditions agreed by the parties an g-ﬁons
¢ provin.n o b,e used without considering such terms and con lvhic}{

A pateng 1S I an agreement may vary, based on the field to v

e
™ belongs, and the drafter must endeavour to understand the
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issues pertinent to the field of invention wh.ile drafting the agreemeng,
For example, the provisions that are .d.rafted ina software patent licence
agreement will differ from the provisions that go 1qto a biotech patent
licence agreement because the issues relevant for licensing inventions
belonging to each of the fields are different.

7.3.1 Draftinga Licence Agreement
A patent bestows upon its holder the right to exclude others from making,
using, selling, or offering for sale, the patented invention in India or from
importing the patented invention into India. A licence is an authorization
given by the patent holder to a person to exercise one or more of the
patent holder’s exclusive rights in the patented invention. Based on its
nature, a licence may generally be classified into three types:

1. Exclusive Licence;

2. Non-exclusive Licence; and,

3. Sole Licence.

7.3.1.1 Exclusive Licence

An exclusive licence is a licence which authorizes a person to exercise one
or more rights of the patent holder exclusively in a defined territory. For
example, if X grants a licence to Y to sell his patented light in the state of
Karnataka, exclusively, it is an exclusive licence because only Y can sell
the patented light in Karnataka.

Through an exclusive licence, the patent holder can give different
rights to different persons, exclusively in the same territory, or same right
to different persons, exclusively in different territories. For example, If X
gives a licence to Y to manufacture the patented light in Karnataka anda
licence to Z to sell the patented light in the state of Karnataka exclusively,
both are exclusive licences because both Y and Z have an exclusive licence
in the same territory to exercise different rights. Furthermore, if X gives2
licence to sell his patented invention to Y in Karnataka exclusively anda
licence to Z to sell the said light in Andhra Pradesh exclusively, both are
exclusive licences because the same right is given by the patent holder to
Y and Z exclusively in different territories.

An exclusive licence excludes a patent holder also from exercising the

rights granted in the licence in the specified territory. For example, if

X, a patent holder, grants an exclusive licence to sell his patented table

in the territory of Gujarat to Y, X cannot sell such a table in the State of

Gujarat.
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7312 Nan-exclusive Licence

Ano,-,.exclusi\re licence is a licer?ce, which gives the same right to more

an one person in the same temtgry. For example, if X gives a licence to
yand Zto sell his patented l:apto;.) m'Delhi, the licences are non-exclusive
licences because the same right is given to more than one person in the

ame territory.

7313 Sole Licence

A sole licence is @ licence where the patent holder gives exclusive licence
o the licence holder and also retains the right to exercise the rights given
o the licence holder in the said territory. In an exclusive licence, even
the patent holder cannot exercise the rights given to the exclusive licence
holder, However, in a sole licence, both the licence holder and the patent
holder can exercise patent rights in the said territory. For example, if X
gives a sole licence to Y to sell his patented pen in Assam, both X and Y
will have the right to sell the pen in Assam.

732 Important Clauses in a Licence Agreement

Aperson who gives a licence is called the licensor and a person to whom
the licence is granted is called licensee. Some of the most important
clauses in a licence agreement are:
1. Recitals;
2. Definitions;
3. Grant;
4. Royalty;
5. Term and Termination; and
: c6h Warranty, Indemnity, and Liability.
4ch of the aforementioned clauses have been explained with the help of
;t:t;gl:& It must be noted that the examples have been incorpf)rated to
5 an l.mderstanding of the clauses and may not be considered as
mprehensive or model provisions.

7321 Recitals

T:‘° ;;::23 g t.h 4 agreement may also be called as ipﬁoc_iuction or
¢ parties :ecnon of the agreement. The recitals section mtrocflutches
igreemen 0 the agreement and explains the background of the
It puts the licence agreement in context and may be referred

Or up
e in i rari visions in the
Breemeny. g the meaning and scope of various pro
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to the field of invention while drafting the agreemen.
For example, the provisions that are 'd.rafted ina software patent licence
agreement will differ from the provisions that go m.to a _blot?ch patent
licence agreement because the issues relevant for licensing inventiong
belonging to each of the fields are different.

issues pertinent

7.3.1 Draftinga Licence Agreement
A patent bestows upon its holder the right to ex‘clude (?thers from making,
using, selling, or offering for sale, the patented u.wentlon in India or from
importing the patented invention into India. A licence is an authorization
given by the patent holder to a person to exercise one or more of the
patent holder’s exclusive rights in the patented invention. Based on its
nature, a licence may generally be classified into three types:

1. Exclusive Licence;

2. Non-exclusive Licence; and,

3. Sole Licence.

7.3.1.1 Exclusive Licence

An exclusive licence is a licence which authorizes a person to exercise one
or more rights of the patent holder exclusively in a defined territory. For
example, if X grants a licence to Y to sell his patented light in the state of
Karnataka, exclusively, it is an exclusive licence because only Y can sell
the patented light in Karnataka.

Through an exclusive licence, the patent holder can give different
rights to different persons, exclusively in the same territory, or same right
to different persons, exclusively in different territories. For example, IfX
gives a licence to Y to manufacture the patented light in Karnataka anda
licence to Z to sell the patented light in the state of Karnataka exclusively,
both are exclusive licences because both Y and Z have an exclusive licence
in the same territory to exercise different rights. Furthermore, if X givesa
licence to sell his patented invention to Y in Karnataka exclusively anda
licence to Z to sell the said light in Andhra Pradesh exclusively, both are
exclusive licences because the same right is given by the patent holder to
Y and Z exclusively in different territories.

An exclusive licence excludes a patent holder also from exercising the

rights granted in the licence in the specified territory. For example, if

X, a patent holder, grants an exclusive licence to sell his patented table

i t.he territory of Gujarat to Y, X cannot sell such a table in the State O
Gujarat.
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7312 Non-exclusive Licence

i a-exclusive licence is a licence, which gives the same right to more
jhan one person in the same territory. For example, if X gives a licence to
yand Zt0 sell his patented laptop in Delhi, the licences are non-exclusive

licences because the same right is given to more than one person in the
same territory.

7313 Sole Licence

A sole licence is a licence where the patent holder gives exclusive licence
o the licence holder and also retains the right to exercise the rights given
to the licence holder in the said territory. In an exclusive licence, even
the patent holder cannot exercise the rights given to the exclusive licence
holder, However, in a sole licence, both the licence holder and the patent
holder can exercise patent rights in the said territory. For example, if X
gives a sole licence to Y to sell his patented pen in Assam, both X and Y
will have the right to sell the pen in Assam.

732 Important Clauses in a Licence Agreement

Aperson who gives a licence is called the licensor and a person to whom
the licence is granted is called licensee. Some of the most important
clauses in a licence agreement are:

1. Recitals;

2. Definitions;

3. Grant;

4. Royalty;

5. Term and Termination; and
Eac6}; 0¥Vua’lrranty, Indemnity; and Liability.

¢ aforementioned clauses have been explained with the help of

mgiei- It must be ngted tbat the examples have been incorp_orated to
i n lfnderstandmg of the clauses and may not be considered as

Prehensive or model provisions.

1321 Recitals

The reci .
ac :gltals of the agreement may also be called as introduction or
¢ gar:{nd section of the agreement. The recitals section introduces

dgreem ies to the agreement and explains the background of the

Rt d may be referred

for licence agreement in context an )
ons in the

underst s )
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ement, g the meaning and scope of various provi
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Example: This agreement is entered on the 1st day of. September, 1999
(effective date) by and between XYZ, a company registered under the
Companies Act, 1956, havingits registered ofﬁce at XXX, YYY, hereinafter
called the Licensor and ABC, a company registered unde_r the Companies
Act, 1956, having its registered office at AAA, BBB, hereinafter called the
Licensee.

Whereas, the licensor holds a patent over a novel helmet and the
licensee approached the licensor for a licence over the patent, The
licensee submitted a written proposal to the licensor on 4th day of July,

998.
: 9W‘hereas, the licensor and the licensee met on the 1st day of August,
1999 to discuss the licensee’s proposal. After the discussion the Licensor
has agreed to licence the patent to the licensee in accordance with the
terms and conditions provided in this licence agreement.

The Recitals clause provided in the example not only gives the details
of the parties but also gives a short background of the transactions
between the licensor and the licensee before the date of the licence
agreement. It lays down the platform for the terms and conditions of the
agreement. The recitals clause may be used to interpret the meaning of
clauses in the agreement unless expressly provided otherwise.

7.3.2.2 Definitions

The Definitions clause, which is also called as the Interpretation clause
is a very important clause in the licence agreement. In the Definitions
clause, the licence drafter defines important terms and phrases that are
used consistently in the agreement. Wherever the defined terms and
phrases are used in the agreement, they will have the meaning attributed
to them in the Definitions clause. The objective of the clause is to avoid
ambiguity and uncertainty with regard to the meaning of provisions in
the agreement where the defined terms and phrases are used.

Example: (a) Licensed Patent shall mean the patent bearing the numbet
25252, granted in India entitled, Helmet made of novel metal.

(b) Technical Process shall mean the process for manufacturing
the helmet, which is the proprietary information of the licensor and is
described hereunder ...

Whenever the phrases Licensed Patent or Technical Process are used in
the agreement, they will mean as provided in the definitions.
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7'3.2'3 Gr’aﬂt

he Grant clause is the most import@t clause of the licence agreement, It
el the scope and extent of the licence granted by the licensor to the
feeniee. The grant clausc'-: states the: type of licence being granted, patent
fghtor rights that are being auth‘onzed, tbe territory in which the licence
i gmnted: and the term for which the licence is granted. Other issues,
quchas sub-licensing rights, grant back, and so on, that are relevant to the
grant of licence may also be included in the grant clause,

Example: The licensor hereby grants to the licensee an exclusive licence
1o make and sell the Licensed Patent within the territory of India for a
period of two years from the effective date.
The sample grant clause provides the following information:
1. Who is granting the licence to whom: licensor to licensee, which
terms have been defined in the recitals;
2. Type of licence: Exclusive licence;
3. What is being licensed: Licensed Patent, which was defined in the
definitions clause;
4, Territory of the licence: Indian territory; and
5. Term of the licence: Two years from the effective date.

732.4 Royalty

Whﬂe the grant clause provides details of the licence granted by the
licensor to the licensee, the royalty clause provides the consideration paid
by thf licensee to the licensor in return for the grant. The royalty paid by
the licensee to the licensor may either be lump sum, fixed, or running.
Royélty is said to be lump sum if it is paid at one instance, generally, ona
“pecified date. For example, if a licensee agrees to pay the licensor a sum
?fR§ ten lakhs, which is to be paid on the effective date of the licence, it
85aid to be a lump sum royalty.
a R:;'alty is said to be fixed, if the licensee agrees to pay the l%censor
arees tam°unt of money at fixed intervals. For example, if the hcensee'
Yearfor(:hpay the licensor a sum of Rs one lakh on the first day of every
i fixed, 4 edtefm of the licence, then it is fixed royalty because the amount
Run;ﬁn time of payment is also fixed. : .
icensee S g royalty is the royalty that is calculated and paid by the
ased on certain activities of the licensee. As the royalty is

o it

St
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dependant on the licensee’s activities, the amount generally varies fo,
each payment by the licensee. For example, if the l'lcensee agrees to pay
2 per cent of the sale price of every patented article sold on the firg
day of every quarter, it will be a running roye.xlty because the money to be
paid depends on the number of patented E}Itlcles sold.

Most royalty clauses are a combination of t.wo or more types of
royalties. Apart from stating the royalty to be paid by the licensee, the
royalty clause may also provide the time of payment, mode of payment,
consequences of late payment, applicable taxes, and so on. The clause
may also state the conditions for maintenance of royalty accounts,

Example: In consideration of the licence granted by the licensor, the
licensee hereby agrees to pay the licensor a lump sum royalty of Rs one
crore on the effective date. The licensee shall also pay the licensor two per
cent of the sale price of every licensed product sold. Such royalty shall be
paid on the first day of every calendar month starting from the month
that follows the effective date.

The royalty clause in the example is a hybrid clause having lump sum
and running royalty. It specifies the date on which the royalty must be
paid by the licensee, which is the effective date of the agreement for the
lump sum royalty, and the first day of the calendar month for the running

royalty.

7.3.2.5 Term and Termination

The term and termination clause is also an important clause in a licence
agreement. It defines the term of the agreement and generally provides
the start and end date of the agreement. The clause also provides the
circumstances under which an agreement may be terminated before the
expiry date and consequences of termination.

Example: The term of the licence agreement shall be ten years from
the effective date unless terminated earlier as provided herein. The
agreement may be terminated earlier on mutual consent of the licensor
and licensee in writing. The agreement may also be terminated on default
of the licensor or licensee to fulfil obligations under the agreement. On
termination of the agreement, the licensee shall pay the royalty due tothe
licensor until the date of termination.

The example provides the terms of the agreement and circumstances
for earlier termination of the agreement, It also provides a post-termin®”
tion obligation to the fulfilled by the licensee.
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13,6 Warranty, Indemnity, and Liability

arrantys Indemnity, an.d Liability c?auses, are a.lso important clauses
ndare generaUY the subject of e\'/ery licence negotiation. In the warranty
Jause; the 1icensor.and/or the licensee, warrants certain elements that
form part of the llcencg agreement. The’ licensor generally warrants
spects such as ownership of the patent, right to grant the licence, and
50 ON.

The licensor or the licensee agrees to make good or indemnify the loss
(o the other party due to its act, omission, breach of covenants and so on
through an indemnity clause. The Indemnity clause generally focuses on
infringement of third party intellectual property, breach of obligations
under the agreement and so on. The liability clause generally defines the
scope and extent of liability of either party under certain circumstances
such as infringement, breach of covenants, and so on.

Example: With respect to warranty—The licensor hereby warrants that
the licensor is the owner of the patent being licensed under the agreement
and that the licensor has the right and ability to grant a licence over the
patent.

With respect to indemnity—The licensor hereby agrees to hold
harmless and indemnify the licensee, from and against all loss, damages,
and costs, incurred by the licensee from any infringement action relating
tothe Licensed Patent brought by a third party against the licensee.

With respect to liability—The liability of the licensor, under the
agreement, shall not exceed the royalty paid by the licensee. If the
Licensed Patent is held to infringe a third party’s patent by a competent
court, the licensor shall acquire a licence from the third party in order to
enable the licensee to continue the activities authorized under the licence
dgreement,

Alicence may be granted over an invention, patent application, or a
fr:::led_ patent. All terms and conditions agreed by the parties must be
of ch 'c’;'mr POr'ated in the liceng‘e agreement. Knowlc?dge of thefbusu;tej:
it ient will help the drafter in drafting a va'lld and enforce ]
. agreement that captures the business transaction clearly. A sample

Cence i i o2 s
teferep Cafreement has been provided in the Appendix VB for the reader
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73,3 Drafting a Patent Assignment

7.3.3.1 Important Clauses

An assignment of a patent transfers ox.vnership in th.e patent from the
patent holder to another person. The assngnm.ent may either be a complete
or partial transfer of ownership. An invention, patent application, or
granted patent, may be the subject matter of an assignment. The patent
holder, who transfers the patent, is called as Assignor and the person to
whom the ownership in the patent is transferred is called the Assignee,
Every assignment agreement must have the following clauses:

1. Recitals;

2. Definitions;

3. Assignment;

4. Consideration; and

5. Term and Termination.

Recitals
The recitals of the agreement introduces the parties to the agreement and

provides the background to the transaction. The context to the agreement
is provided by the recitals and may be used to interpret clauses in the
agreement.

Example: This assignment agreement is entered on this 11th day of
December 2008 (effective date), by and between XYZ, a company
registered under the Companies Act, 1956, having its registered office at
XXX, YYY, hereinafter called the assignor and ABC, a company registered
under the Companies Act, 1956, having its registered office at AAA, BBB,
hereinafter called assignee.

Whereas the assignee has approached the assignor for an assignment
of his patent relating to a novel projector and the assignor has agreed to
assign his patent for a consideration.

Definitions

As mentioned in the section on licence drafting, terms and phrases that
are used consistently and continuously in the assignment agr eement
may be defined in the definitions clause. Defining important terms and
phrases will help in bringing about certainty to the agreement.

Example: The term Patent shall mean a patent granted in India entitled

improved projector bearing patent number xxx.
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e’ term ‘Patent’ defined in the example is used in the

whenever : :
will have the meaning attributed to it in the aforementioned

definition-

Assgnment : ;
The assignment clause is the most important clause in an assignment

agreement. It transfers the ownership of the patent from the assignor to
(he assignee. Generally, the clause also provides the conditions of the
xssignment and necessary steps to be taken in order to vest the rights in

the assignee.

Example: The assignor hereby assigns all rights, title, and interest in the
patent to the assignee. The assignor shall take all steps and execute all
documents necessary to register the assignee’s name as the proprietor of
the Patent and to vest all rights in the Patent to the assignee.

Consideration

The consideration clause specifies the consideration given by the
assignee to the assignor in return for the assignment of the patent. It
generally contains the mode and manner of payment of consideration,
consequences of late payment, applicable taxes, and so on.

Example: The assignee hereby agrees to pay the assignor a consideration
of Rs 10 lakhs as consideration for assignment of the Patent. Such
consideration shall be paid by the assignee to the assignor on the date of
entry of the assignment in the patent registry.

Term and Termination

Th,e term and termination clause specifies the term of assignment, if the

?::egx?:ﬁ“ is for a limited period of time. If the term is not specified, it
‘erally considered to be an assignment in perpetuity. The clause also

m"tlges the circumstances under which the assignment will tenjninate

" the consequences of such termination. Generally, the clause will also

list :
the POst-termination obligations.

Exampl,

o‘::‘ptﬁ' The term of the assignment shall be for a period of ten years

termip 3 e_ffective date. The assignment of the Patent shall‘ st'and
s fthe assignee fails to commercialize the patent within a

Period
of two years from the effective date.

.- SRS

ey S
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Other clauses such as warranty, indemn'ity, liability, applicable
law, and so on may be incorporated in the assignment agreement. Ap
assignment must be drafted to give effect to the terms arfd conditions
agreed by the parties. The drafter must ensure that t.he assignment is i
consonance with the contract laws and othe'r law.s in force in India, A
sample assignment agreement has been provided in the Appendices for

the reader’s reference.
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Infringement and Defences

8.1 PATENT RIGHTS
he grant of a patent gives exclusive rights to the patent holder over his
invention.! The patent holder can prevent or exclude any third party
from exercising any of the exclusive rights over the invention without his
consent or permission. A product patent grants the following exclusive
rights:

1. Right to make;

2. Right to use;

3. Right to sell or offer the product for sale; and

4. Right to import the product into India.?

For example, if X gets a patent over a Time Machine, he will get the
right to exclude third parties from manufacturing, using, selling, of
offering, the time machine for sale. X can also prevent any third party
from importing the time machine into India for purposes of using
selling, or offering it for sale.

The holder of a process patent will get the exclusive right to prevent
third parties from using the method or process in India.’ Furthermor®
the patent holder will also have the exclusive right to prohibit third partlei
from making, using, selling, offering for sale, or importing a product s
is obtained from the process in India.* al

For example, if X patents a process of making a time machiné A
get the right to prevent any person from using the process in India. XW!
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theright o preventany person from making a time machi
sosocess and using, selling, offering for sale in India,
:iara time machine that is made using the process,
In Tl;e joint holders of a patent will get equal and undivided share in
2 patent-s Each pat-ent holder owns complete rights over the patent and
e all the rights gx.fanted b.y the patent, independently, However,
,patent holder cannot assign or licence thfz patent without the consent
f the other patent holder.® For e)c.ample, if X and Y are joint holders
L paent relating to an' a'u'tomol?lle, both X an Y will own the patent
completely without any division. Either X or Y can manufacture, use, sell,
oroffer the automobile for sale or import such an automobile into India,
independently without informing the other holder. However, if X wishes
(o assign or licence the patent to a third party, then the consent of Y must

be taken.

82 TERM OF A PATENT

The term of every patent granted on or after 20 May 2003, is twenty years
from the date of filing of the patent.” The term of every patent, which
has not expired and has not ceased to have effect on 20 May 2003, also
is twenty years from the date of filing of the application for the patent.®
For example, if X files for a patent on 1 January 1999, and the patent is
granted on 1 February 2009, the term of the patent will be twenty years
from 1 January 1999. If the application is an international application
filed under PCT, the term of the patent will be twenty years from the
filing date of the international application.’

The rights of a patent holder over the patented invention will be valid
only during the term of the patent. On expiry of the patent term, the
patent will enter the public domain and will be available to the general
public without limitations under the patent law. Any person, in such a
€8¢, can exercise rights over the invention without liability.

ne using
Orimporting into

83 TERRITORY OF VALIDITY

R{ghts granted to a patent holder are territorial. A patent granted in India
¢ valid only in India and will not be valid in any other territory: Fn
:tS:;ne Way, a patent granted in another country will be valid' o?,?;[ ilan
S0,a :ntry and no rights will exist with regard to suc.:h a patent mtemed.
in Usli\rson exercising rights in India over an invention t].lat is pan .
Perso, and not in India will not be liable for patent infringement. Ii
st have patent rights in different countries, he must acquire

Paten 5
Lgrants in al] such countries.
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8.4 INFRINGEMENT OF A PATENT

liable for patent infringement, if he exercises any of the
exclusive rights over a patented invent'ion without the patent holder
permission within the territory of Ir_ldrfi. A pr.oduct. or process s saig
to infringe a patent granted in India if the following conditions gre

A person will be

satisfied: : L e
1. The product or process in question falls within the scope of at leag

one claim in the patent; and,
2. The person exercises the exclusive rights of the patent holder over
the product or process in India, without permission from the patent

holder.

8.4.1 Types of Infringement
Infringement of a patent may be either literal infringement or infringe-
ment by equivalence.

8.4.1.1 Literal Infringement

A product is said to be literally infringing if all elements of a patent claim
are present in the product, and a process is said to be literally infringing
if all steps in a claim are present in the process.

8.4.1.2 Infringement by Equivalence

Though a product or process is not literally infringing, it may be
liable for infringement by equivalence. A product is said to be liable
for infringement by equivalence, if elements in the product that differ
from the patent claim are in substance equivalent to the elements in the
patent claim. A process is said to be infringing by equivalence if the steps
differing from those in the patent claim are in substance equivalent to
those in the process claim in the patent. In other words, a product of
process that includes the substance of the patented invention or the pith
and marrow of the invention, would be infringing.® A product will be
considered to be equivalent of a patented invention, if it is similar in
construction and function to the patented invention (Ravi Kamal Bali V.
Kala Tech and Ors). Furthermore, if a product does the same workiin the
same way to produce the same result as the patented invention, it WO
be considered to be equivalent of the patented invention.'

8.4.2 Determination of Infringement

Determination of infringement is a mixed question of law and fac
(Farbewerke Hoechst Aktiengesellschaft Vormals Meister Lucius & Brunir
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oration etc. V- Unichem Laboratories and Ors). To determi

shether the Bt omjprocess falls within the scope of a patent clail:'lne
e i g be. compared with the elements or steps m
ach of the < S clalm M ileragp ol A.R. Safiullah). If all elements
it e clam.1 =i pre.senF in the product or process, then the
product | i o be fnfrmging, else it will not be infringing.
Determination of infringement is generally done by following the steps
Jaid down hereunder:

3421 Step 1—Claim Construction

Claim construction is the first step in infringement determination. It
involves understanding of the meaning and scope of an invention in a

tent, based on the specification and claims (Raj Prakash v. Mangat
Ram Chowdhry and Ors). A claim may be understood by identifying the
dlements or steps in the claim and then ascertaining the meaning and
scope of each element or step. Patent specification, prosecution history,
prior art in the field, scientific dictionaries, and other relevant sources, in
the specified order of priority may be used for understanding the meaning
and scope of each element or step in a patent claim. Prosecution History
or File Wrapper History is the interaction between the patent office and
the patent applicant during the examination process. It is to be noted that
the meaning and scope of claims is generally construed independently,
fmd written description or other sources would be referred only if there
isadifficulty or ambiguity in construing the claims (Farbewerke Hoechst
Aktiengesellschaft Vormals Meister Lucius & Bruning a Corporation efc. v.
Unichem Laboratories and Ors).

The pith and marrow of the invention must be construed for purposes
°fascel’taining the scope of the claimed invention (Raj Prakash v. Mangat
5::; g'?Wd'hry and Ors). While constructing thF me'aning .and scope
iy Vention, ordinary meaning in the field of the invention should
tfai“::lkto words used in the specification and claims (Raj Prakash v.
mUStgbe ; :tm Chowdhry and Ors). The words in specmca.uon _and claxm;

o¢interpreted from the point of view of a person skilled in theart.

¢ 2
i tlt'le of the patent may not be used for interpreting the scope of the
“Went](m.ls £

84,
2.2 Step 2—Claim Comparison

er¢ A . .
R bonstructmg allclaimsina patent, the product or processin question

daj > c‘Iﬂ}pared with the patent claims. The comparison must be donef
¥ claim and element by element, or step by step. If all elements ©

R,
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in a patent are present in the product, literally, then th A

: ; :nfringing. In the same way, if all steps in th

‘< said to be literally infringing ' ! ; psin the

P:?S;Ztil;zlcess are present in the process in question, literally, the sajq
grocess is said to be literally infringing.

at least one claim

8.4.2.3 Step 3—Equivalence analysis |

Analysis of equivalence will be required'only lf- the product or process s

not literally infringing. If literally differing claim element§ in a product

or process are present in the product or process by equivalence, then

the product is said to be infringing by equwalen.ce. There are no clear
idelines for equivalence analysis under the ¥nd1_an Patent law.‘ Courts

have held that a product or process would be infringing by equivalence

if it is in substance equivalent to the patented invention. As per the

courts, unessential variations in a product would not be considered for
b

determining infringement.

Example: X acquires a patent in India over a table, which is claimed as
follows: .

I claim a Movable Table comprising: a flat rectangular piece of wood;
and four solid rods of equal length to support said flat rectangular piece
of wood, wherein, one end of each of said four solid rods is connected to
a corner of said rectangular piece of wood, and, wherein, each solid rod
is supported by a caster at the other end.

Y makes a table having a circular surface with long circular legs made
of wood and connected to wheel assembly and starts selling the table in
India. X files an infringement suit against Y.

Infringement Analysis

Step 1: Claim Construction
The elements of X’s table are as follows:
1. Flat rectangular piece of wood;
2. Four steel rods of equal length; and,
3. Casters.

Step 2: Claim Comparison

P
f Wy
Wy

%
INFRINGEMENT ANB{DEFENCES
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[ % )
(

(

; infringing. i~
l;::raiYEquiva%ence Analysis L » _

'[;hough’ two of the eler:nents in the patent claim of X are not literaﬁy
esent in the product,‘ Y’s table may be liable for infringement if the
{iffering elements are in .substan.ce equivalent to X’s patent claim, An
clement i said to be equivalent, if it does the same work in the same
way 1o produce the same result. Though Y’s table has a circular surface
a5 opposed 10 X’s rectangular surface, the function of both surfaces s
the same and such function is carried out in the same way to produce
milar result. Furthermore, though X's claim has steel rods as legs and Y's
daim has circular wooden legs, the function once again is in substance
the same, the manner in which the function is carried out is the same,
and the result is also similar. Thus, Y’s table can be said to be equivalent
to X’s patented table.

Furthermore, Y in this instance took the pith and marrow of X’s
invention by incorporating the flat surface and legs of X’s invention and
made only unessential or insubstantial variations. Y just changed the
shape of the flat surface from rectangular to circular and used a well-
known alternative to steel, which is wood, to make legs for his table. As Y
made only insubstantial changes to his table, the table can be said to be in
substance equivalent to the patented table of X.

Therefore, as Y’s product is in substance the same as X’s claim in
construction and function, its elements are equivalent to those in Xs
chim and as Y took the pith and marrow of X’s invention, Y's table can
be said to be infringing by equivalence. Having said that, equivalence
a{lalysis is subjective and if it can be proved that Y’s table is in substance
different from X's patent claim, it would not be infringing.

claim are not present in Y’s table;y iRy
he patent \k&:,,grzfdéer wo

id2 Infringement by a Patent Holder

:v}::r}:i‘:“ may be liable for patent infringement even if he holds a patent
uch a siF:rOd-UCt prprocess, which infringes a patent of anoth‘er pvf:;sor:i
invent; uation will arise when both patents in question c!alm relate

4085 but not the same invention. If both the patents claim the same

s .
e

it can b? not'e ) "Vention, the patent having later priority date will be revoked.

lle X5 g8E 3 cane involving a patent relating toa gravity fed water purification
has a rectangular surface, Y’s table has a circular surface. The legs 11 s}isetC.m, the patent holder, Respondent, filed a suit against the Appellant
X's claim are made of steel but the legs in Y’s table are made of wooo- £ argl:ng that the Appellant’s water purification system sold under the
However, both X’s claim and Y’s table have casters. As all elements Forbes Aquasure, infringes its patent (Hindustan Lever Limited

On comparing the elements of X’s claim with Y’s table,
3 that all elements of X's claim are not present in Y’s table. Wh
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and Anr.). The Appellant argued in the case that it
holds a patent on its product and that an iflfMgement suit cannot lie
against another patentee.™ The court held in the case that Section 48,
which gives the right toa patentee to prevent‘other persons from making,
using, offering for sale, selling, and importing the patented product in
India, without consent can be enforced against any person." As per the
court, existence of a patent over a product cannot prohibit the holder of
a prior patent from taking infringement action against activities relating
to the product.’®

In other words, holding a patent does not absolve a person of liability
for patent infringement of another patent having an earlier priority date.
For example, if X holds a patent over a watch and, later, if Y acquires
a patent over a special watch with digital display. Y may be liable for
infringing X's patent if his watch falls within the scope of Xs patent
claims. The fact that Y owns a patent on his watch does not release him

from infringement liability of X’s patent.

v. Mr Lalit Wadhwa

8.4.4 Infringement by Improved Product or Process

A person would be liable for patent infringement if he manufactures,
sells, or offers for sale, an improvement of a patented product or process.
In other words, improvement of a patented product or process will not
fall outside the scope of patent infringement if it falls within the scope of
patent claims. For example, if X has a patent over a cell phone and if Y
makes an improved cell phone with audio facilities for the blind and sells
the same, Y may be liable for patent infringement if Y’s cell phone falls
within the scope of patent claims of X.

8.4.5 Independent and Dependent Claims

A product or process liable for infringing an independent claim may not
be liable for infringing all claims dependent on that independent claim.
However, if a product or process does not infringe an independent claim,
such a product or process would not infringe all claims dependingon such
a claim. For example, if Claim 1 is an independent claim, and Claims 2 t0
10 depend on Claim1, a product that infringes Claim 1 may not infringe
Claims 2 to 10. On the other hand, if a product does not infringe Claim
1, it would not infringe Claims 2 to 10 also.

8.5 JURISDICTION

"The‘ district court will have jurisdiction over a suit relating 10 pat.ent
infringement.” If a defendant in an infringement suit counter-claim?®
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revocation of a patent, the case will then be transf, '
fo‘;lrt s The decision of a district court is appealable tf)rrt:i Lc: the high
un appeal from a decision of the high court may be filed bg?o:: e

€

Supreme Court.
g6 PERSONS ENTITLED TO SUE

infringement suit may generally be filed by the h .
:::ignee. The holder of an exclusive licence n)mlay als?)lg;: :xfla;:?rt;m e
suit for acts committed by any person after the date of patent li;g::l er}:
such a licensee will be eligible for costs, damages, and lost profits Ifc :};
patent holder does not cooperate or join with the exclusive licens-ee as !
plaintiff in such an infringement suit, he will be added as a defendant i::
the suit.”* However, a patent holder added as a defendant will not be liable
for costs unless the patent holder takes part in the proceedings.”

The holder of a compulsory licence also has the right to file an
infringement suit under the following conditions:
]. The compulsory licensee has called upon the patent holder to
prevent infringement of the patent and
2. The patent holder has not taken any action to prevent infringement
for a period of two (2) months of being informed by the licensee.

Example: X acquires a compulsory licence over Ys patented drug for
treatment of malaria. After an year, X discovers that Z is manufacturing
the drug without a licence and requests Y to stop the infringement by Z.
‘Ydf>es not take any action against Z for two months. X can now file an
infringement suit against Z.

8.7 BURDEN OF PROOF

';:‘t::tu;delg of proving infringement of a patent by a person is on the
Tt 6‘08 er gFarbewerke Hoechst Aktiengesellschaft Vormals Meister
However, i s 23 Corporation etc. v. Unichem Laboratories and Ors).
burden o’fm Case.of infringement of a process patent to obtain a product,
not made grOOf is on an alleged infringer to prove that the product was
urden wi]1y t-he patent holder’s process.?* It should be noted that the
at the pr, iihlft 19 Fhe alleged infringer only if the patent holc?er proves
by the alll: 4 du_Ct ‘?emg used, made, sold, offered for sale, or imported,
and jf: ged infringer is identical to that made by the patented process
L.
i ;I;hlz I::tem _is over a process to obtain a new product;' on
usin ost likely that the product of the alleged infringer 18 made
8 the patent holder’s process; and,
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unable to determine the process used by the
ake the product through reasonable efforts
ther the alleged infringer discharged his
quire him to disclose trade secrets if
would be unreasonable to the alleged

3. The patent holder is
alleged infringer to m
While determining whe
burden, the court will not re
disclosure of such information
infringer in the context.”

Example: X acquires 3 patent over a process for mal.(il.lg a novel molecule
A.Y, a pharma company, sells compositions containing the molecule A,
X files an infringement suit against Y and proves that Y’s composition has
molecule A. In such a case, the burden is on Y to prove that the molecule
A being used in his composition is made by a process which does not

infringe on X's patented process.

8.7.1 Study of Relevant Cases
Lallubhai Chakubhai Jariwala v. Chimanlal Chunilal and Co.

In a case involving a patent relating to a process of treating dry fruits,
the patent holder filed a suit against an alleged infringer stating that his
process of treating dry fruits amounts to patent infringement.* The court
in the case compared the patented process and the alleged infringer’s
process and held that there was no infringement because a substantial
step in the patented process was not present in the alleged infringer’s
process.?” It stated that though the steps of:

1. Using a hot solution of washing soda instead of sulphuric acid in
the patent, which had similar effect of cleaning or removing the
dirt from the goods;

2. Using 4 and 2 per cent of bleaching solution instead of 3 per cent
used by the patent holder; and,

3, Using muriatic acid instead of acetic acid, as used by the patent
holder.

were equivalent, the alleged infringer’s process would not amount t0
infringement because the alleged infringer’s process used sulphur dioxid’e
fumes without pressure, which was an essential step in the patent holders
process As the alleged infringer’s process had a step that was different
from that of the patent holder’s process, the court held that the alleged
infringer was not liable for infringement.”

Laxmi Dutt Roop Chand v. Nankau and Ors
In this case, the Appellant, Laxmi Dutt Roop Chand, was the patent
holder of a patent relating to the process of manufacture of hollow-war®
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as lotas, batwas, degchis, batlois, and so on.® The

Sl;:?nt infringeme_“t suit against the Respondents, Nan;l\ciiegnagt(ird :

aiming that their process of manufacturing hollow-ware violat i
tents held by the Appellant and prayed for a permanent in'a es Fhe

restraining the Respondents from manufacturing the hollow w)uncn.on

3 i, -ware usin
the process. In response to the infringement suit of the Appellant
the Respondents claimed non-infringement and counter-claimed f; ;
revocation of the patent.*” “

The court compared the claims of the patent with th :

used by the Respondents and held that the Respondents weers L%ctel?;ibt;:lf?)g

patent infringement because their process does not fall within the sco :
of patent claims. The court differentiated the process of the Responder?ts
from that claimed in the Appellant’s patent in the following manner:

|, The darja of the Appellant, used in the process, was almost sciuare
and had two lateral sides and the side of the ramming hole was
almost equal; but the side of the pouring basin was not flat. On the
other hand, the darjas which were seized from the Respondents’
place had a straight base in which the two lateral sides did not exist,
but only a semicircular frame with pouring basin existed;*

2. The system of clamping the two parts in the Respondents’ darja
was absolutely different from that of the Appellant’s darja. While
the Appellant’s darja had guide pins and sockets, such pins and
sockets were absent in the Respondents’ darja. The Respondent’
clan}ps were also of a different type from that of the Appellant;™

3. Whll.e the right and left sides of the two halves of the mould box

hafl iron boards in the Appellant’s darja, the Respondents were

using wooden planks which were fixed to the iron darja by nuts
and bolts;*

+ The Appellant had a core attached to the core supporting plate; but
the core (which had been described in the Appellant’s evidence asa
;;el (mathani) was totally missing in the Respondents darja;*

« Lhough the initial process demonstrated by the Respondents in

court for filling sand in the darja was almost identical with the

fﬁoceSS of the Appellant, yet there being no core or mathani in

de:cl:iestl?ondents' fiarja, and the subsequent pr.OCGSS gi‘fe“_i“ t};e

mouldp ion for fixing the core with the supporting plate msu?:_t %

Accord;vas totally missing from the Respon@ents mould bo;ci "

ik theng’ to the patented process, the making of the cent; : CtO_fn

“a aid of core supporting plate was an essential ingreciet g
ppellant’s process; but there was nothing like it in the process
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demonstrated by the Respondents with the aid of the mould box

7 2Iltr:dt,he process adopted by the Respond.ents fo.r manufacture of

hollow-ware a solid sand model of the inner s§de of the hollow

was formed in the Respondents’ process wh‘lle.m E?e Appellants
patented process there was a core embetdded inside.

Based on the comparison and evidence submitted, the court held that the

process of the Respondents had different steps from that of the Appellant
and, therefore, was not infringing.*

Farbewerke Hoechst Aktiengesellschaft Vormals Meister Lucius & Bruning
a Corporation etc. V. Unichem Laboratories and Ors

The case related to a patent in respect of the manufacture of new
sulphonyl-ureas, salts of those compounds, and of anti-diabetic
preparation containing such compounds. One of the chemical
compounds comprised in the said patent was Tolbutamide, and sinc?
1957 the patent holder had been marketing the same as an anti-diabetic

drug in India and all over the world under the trademark Rastinon.* -

The patent holder filed an infringement suit against the Respondents
claiming that the manufacture, preparation, and sale of Uni-Tolbid
tablets or Tolbutamide by the Respondents infringes its patent.” In
response to the suit, the Respondents claimed that their activities were
based on a patent held by one of the Respondents for the preparation of
substituted benzonesulphonyl ureas from the corresponding substituted
benzonesulphonyl thioureas by desulphurization with hydrogen peroxide
and, therefore, they were not liable for infringement.*

The court construed the claims before deciding on infringement
Claim 1 of the patent read as follows: ‘A process for the manufacture of
sulphonylureas of the general formula R-SO,-NH-CO-NH-R, in which
R represents a phenyl radical which may contain one or two substitutes
selected from alkyl and alkoxy residues, the alkyl group of which
containing at most 8 Carbon atoms, and halogen atoms, Or represents
an aliphatic or cycloaliphatic Hydro-Carbon radical containing 3to8
Carbon atoms and R, represents an aliphatic or cycloaliphatic Hydra-
Carbon radical containing 2 to 8 Carbon atoms, and of the salts thereol,
where in compounds of the formula R-SO,-X and Y-R, aré reacte
together in which X and Y are groups which ion reaction together fOffI‘s
a urea linkage as defined above or a linkage readily convertible thereto:
Furthermore, Claim 11 of the patent read as follows: ‘A process s claime
in claim 1 wherein thioureas of the formula R-SOI-NH-CS’NH'R' i
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eated with agents eliminating the sulphur, R and R having the meanings
given above!” :

The court stated that Clam} No.1 was the main claim of the patent
Jhich covers compounds obtamefi by the chemical reaction specified ix;
i, either directly to form a urea linkage, or indirectly to form a linkage
readily convertible into a urea linkage.” As per the court, Claim No.l1
falls within the scope of claim No.1, in so far as it deals with the processes
by which thioureas were converted to the corresponding urea linkage by
being treated with agents eliminating sulphur and the radicals R and R 1
had for the purpose of claim No.11, the same limitations in regard to the
qumber of carbon atoms as they were required to have for the purposes
of Claim No.1.*

As the Respondents were preparing the compound tolbutamide by
the process of desulphurization of benzene-sulphonyl thioureas with
hydrogen peroxide, the court stated that such a process falls within
the scope of Claim 11 because the claim includes desulphurization of
thioureas by any chemical substance, including hydrogen peroxide,
which was used by the Respondents.* The court stated that Claim
No. 11 was wide enough to cover all methods of eliminating sulphur
from thioureas, whether the desulphurization was effected, by means
of hydrogen peroxide, or by the use of any other substance.” As claim
11 depended on claim 1, the court held that claim 1 was also infringed
by the Respondents’ process.’ Though, one of the Respondents held
a patent for the preparation of substituted benzonesulphonyl ureas
from the corresponding substituted benzonesulphonyl thioureas by
desulphurization with hydrogen peroxide, the court stated that holding
a patent over a step in the process would not avoid liability for patent
infringement if the process falls within the scope of a patent claim.

Raj Pr‘akash V. Mangat Ram Chowdhry and Ors
This case involved a patent relating to a process for printing pictur.e,
Thes Afor use in film-strip viewer and the films made by the proces’s.-‘-
and sgﬁeuanf, patent holder, sued the Respondentf, w.ho were Tl?fﬁi
court ¢ ng similar film strip viewers for patent infringement.”
Ompared the product of the Respondents with the patent claims
s inge l: fem li‘f‘ble for infringement because Respondents w;rhe ils}c:
the Reg ewers with similar films as that of the p\atent'holder.th 00 fn
Stateq t}[,)ondems made certain variations in their film viewers, the ¢
Atsuch changes were unessential to the inventionand the wewer:
“Patent holder and the Respondents were substantially the same.’
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While concluding on infringement, the court cited. a case in which sale of
Betacillin was held to infringe a patent on Ampicillin because they were

medically equivalent.”

8.8 DEFENCES TO PATENT INFRINGEMENT

A person will not be liable for infringement of a patent under certain
circumstances. If activities of a person with regard to a patented product
or process fall within the scope of sugh circumstances, the person would
be exempt from infringement even if the product or process falls within
the scope of patent claims. Such circumstances are called defences to
patent infringement because they help in defending an infringement
action and exempt liability for infringement. Some of the important
defences are explained hereunder.

8.8.1 Government Use

Use of a patented invention by the government for merely its own purposes
is exempted from patent infringement.* Under the exemption, the
government, or any person on behalf of the government, can manufacture
or import a patented product or a product made using a patented process
for use by the government without infringement liability.”” The meaning
of the term government has not been clearly defined under the Patents Act
and maybe considered to include both the Central and State governments.
As per the Bombay High Court, the exemption is limited to mere use for
government’s own purposes and it would extend to only use of a product
or process by a government department for carrying out its functions,
or by government officers and agents for performing their functions
and/or duties (Garware Wall Ropes Limited v. A.I. Chopra, Engineers and
Contractors, and Konkan Railway Corporation Limited). On the other
hand, the Delhi High Court interpreted the scope of Government Use
exemption to also include manufacture or use by any person on behalf of
the government under a government contract (Chemtura Corporation V.
Union of India (UOI) and Ors).

For example, if the Police Department manufactures patented electric
bikes for its officers in order to enable surprise attacks on criminals, the
manufacture of the bikes by the department would not give rise t0 Jiability
fo.r p.atent infringement because the purpose of such a manufacture falls
within the scope of use by a government department, which is the police
department. In such a scenario, if the police department requests @ th{r
party to manufacture the bikes, manufacture of bikes by such a thir
party, on behalf of the government, will amount to patent infringemen"
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er the interpretaFion & Borr}ba}z High Court but will not amount to
mﬁingement according to Delhi High Court’s interpretation,
The exemption does not apply to manufacture, use, or importation of
g atented invention'by the government other then for its own use, even
if such use is authonzed.by the Central Government. Furthermore, the
qleofa patented invention by the government or the use of a patented
invention by a goverf'nment undertaking is also not covered under the
scope Of the exemption. Any use, sale, manufacture, and so on, of a
atented invention by a person authorized in writing by the Central
Government for purposes of government or government undertaking
must be done only on terms agreed by the patent holder or determined by
the High Court.” The patent holder must be paid adequate compensation
for such a use, based on the economic value of the patent.”

Example: 1f a patented invention is used by XYZ, a government under-
taking, after acquiring written authorization from the Central Govern-
ment, such use is not covered under the Government Use exemption.

If the Tourism Department of the Central Government sells patented
pens representing Indian tradition, such a sale would not be covered
under the scope of Government Use exemption because sale is not
covered under the exemption.

If the Central Government authorizes a contractor to make patented
taps for installation at Indian Oil Corporation Limited, a government
undertaking, such manufacture and installation by the contractor would
not be covered under the government use exemption. In such a case, the
contractor must agree on the terms and conditions of manufacture and
installation with the patent holder, and must pay adequate compensation
to the patent holder.

88.L.1 Government Use of Medicines or Drugs

,fl;};e goverrl'lme.m can import a patented medicine or drug without liability
Patent infringement for:
L Purposes of its own use;
2. Distribution to any dispensary, hospital, or medical institution of
3 ge government, or being run on behalf of the gover nIERROR
 Distribution to a dispensary, hospital, or medical institution
rendering public service and recognized as such by the government
by Notification in the official gazette.
ented drug from Japan

or ;
or tre e’,(am!)le. if the government imports a pat :
aling influenza outbreak in India and distributes the drug to
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government hospital for treating patients, the government would p,
exempt from patent infringement.

8.8.2 Experimental Use or Educational Use

The use of a patented invention for experiment or research is exempted
from patent infringement. Any person may manufacture or use a patented
product, or use a patented process for the purpose of experiment or
research, without taking permission of the patent holder.*! The exemption
is called as Experimental Use exception or Research Exemption,

For example, if X, a scientist at National Institute of Science, uses a
patented robot for understanding the functioning of the robot under
controlled conditions, without taking permission of the patent holder, he
would not be liable for patent infringement because such use falls within
the scope of research exemption.

Furthermore, use of a patented invention for purposes of imparting
education to students is also exempted from patent infringement® A
professor can use a patented invention for teaching the functioning of the
invention to his pupils without patent liability. For example, if a professor
at National Institute of Science uses a patented laser in a laboratory for
teaching its functioning to his students, he would not be liable for patent
infringement.

8.8.3 Use for Government Approval

The use of a patented invention for the purpose of acquiring government
approval is exempted from patent infringement. A person would not be
liable for infringement if the patented invention is used for purposes
of development and submission of information to a government
authority required under a law.* The exemption covers the manufacture,
construction, sale, use, and importation, of a patented invention for
purposes of development of information for submitting such information
to a regulatory authority.® Such information is generally submitted
for getting approval of the government for manufacture, use, sale, or
importation, of the patented product or process. The exemption extends
to uses reasonably related to requirements under either Indian or foreig
laws that regulate activities relating to the patented invention.

Fo.r example, if a company X uses a patented drug A, without
permission of the patent holder, for purposes of developing clinical
information in order to submit to the Drug Controller General of India
for getting approval to sell the drug in India, such use of the drug woul
be exempt from patent infringement.
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emption was enacted in the United States (US) in 1984 .
the decision of the Court in Roche Productf, Inc_. v. Bolar Pharmaceutical
co. Inc. and is called the Bolar Exemption.” As per the ena e
company that mmufacture§, usgd, sold, offered for sale, or
i mported= a patented.drug or a blohlo_gxcal material was exempt from
tent infringement if such.an activity was meant for development
and submission of information to the Food and Drug Authority for
getting approval. After the enactment in the US, the exemption was
'mcorporated into laws of many countries. As opposed to the scope of
the exemption in the US, the exemption in India is not limited to drug
approval. The broad language used in the Patents Act in India extends the
scope of the exemption beyond drug regulations and beyond regulatory
requirements under Indian law alone.

For example, use of a patented telecommunication device in India
without the patent holder’s permission may be exempt from liability
for infringement if such use is for submitting information to a telecom
regulatory authority in a foreign country.

The €X

884 Parallel Imports

Parallel import means the importation of a product from another coun-
try without the permission of the patent holder after legally purchasing
it from an authorized person in the other country. Parallel importing of
a patented product is exempt from patent infringement if the importa-
tion is done from a person in another country, who is authorized under
the law to produce and sell, or distribute the product in that country.”
T:he Parallel Import exemption is based on the doctrine of patent exhaus-
tion, which provides that a patent holder loses all rights over a patented
Product once he sells it to another person. As per the doctrine, the patent
hOIIder cannot have any control over the patented product once itis sold.
This s also called as the First Sale doctrine.
The import of a product, sold by a patent holder or his authorized
gemﬂ in another country, will not amount to patent infringement
tcause once sold the rights of the patent holder over the product will

 eXhausted, The exemption will not extend to products that have been

Purchased from 4 person in a country where patent protection for RS
Product ¢, :

Prody O¢s not exist because the rights of the patent

ctwill not be exhausted by the sale. X

O*r‘fnple: X holds a patent over a pen in India, QSA, and Eur(z)p;l-1 :

2 265 Y to produce and sell the patented pens m‘the USA'. ; ’YZ
Pens from Y ang imports them into India. Such importation b}

holder over the
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bility for patent infringement. The exemption wj)|

will be exempt from lia ‘
not apply if X does not hold a patent in USA because no authorization j

required for producing and selling the pen in USA and a sale in USA v
1ot exhaust X's patent rights in India. Therefore, importation under such,
circumstances will be considered as patent infringement.

8.8.5 Gillette Defence

A person would not be liable for patent infringement if a product or
process that is infringing was not novel on the filing date of the patent (J.
Mitra and Co. Private Limited v. Kesar Medicaments and Anr.). In other
words, if a product or process would not be novel in the light of prior
art or forms part of the prior art on the date of patent, such a product
or process would not be infringing. In such a case, if the patent holder
claims that the product or process falls within the scope of the patent and
is therefore infringing, the patent holder faces patent invalidation. On the
other hand, if the patent holder accepts that the product or process forms
part of the prior art on the date of patent, the product or process would
not be liable for infringement.

For example, if X proves in an infringement action that his product
forms part of a publication on or before the date of filing of the patent
in question, the product would be exempt from infringement. In such
a situation, if the patent holder asserts that the product of X falls within
the scope of claims, the patent will face risk of revocation due to lack
of novelty based on prior publication. On the other hand, if the patent
holder accepts that X's product forms part of the publication and claims
do not include the elements of the publication, X will not be liable for
infringement because his product will not fall within the scope of patent
claims.

8.8.6 Other Defences

All grounds based on which a patent may be revoked may be used 88
defences in an infringement suit.** A person would not be liable fee
infringement if the patented invention falls within the scope of any of
the grounds for revocation. The grounds have been listed in the next
chapter, which deals with revocation of a patent. In addition to statutory
defences, an infringer may also plead equitable defences such as laches
acquiescence, and so on as defences for infringement (Farbewerke Hoechs't
Aktiengesellschaft Vormals Meister Lucius & Bruning a Corporatio” o
Unichem Laboratories and Ors).
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|, Section 48, The Patents Act, 1970.

S;:ction 48 rca(.isr as follov.ls:: ‘Sgbject 19 the other provisions contained in this
Ad and the conditions specified in Section 47, a patent granted under this Act
(hall confer upon lhe.patentee- ’

(a) where the subject matter of the patent is a product, the exclusive right to

revent third parties, who <‘10 not l"lavc his consent, from the act of making, using,
offering for sale, selling or importing for those purposes that product in India;

(b) where the S}lbjCCt matter of the pat.ent is a process, the exclusive right to
prevent third parties, who do. not havci his consent, from the act of using that
process, and from the act o.f using, offering for sale, selling or importing for those
purposes the product obtained directly by that process in India’

3. Section 48(a), The Patents Act, 1970.

3, Section 48(b), The Patents Act, 1970.
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5. Section 50(1), The Patents Act, 1999, 2002, and 2005.

6. Section 50(3), The Patents Act, 1999, 2002, and 2005.

7. Section 53(1), The Patents Act, 1970.

Section 53(1) reads as follows: ‘Subject to the provisions of this Act, the term
of every patent granted, after the commencement of the Patents (Amendment)
Act, 2002, and the term of every patent which has not expired and has not ceased
tohave effect, on the date of such commencement, under this Act, shall be twenty
years from the date of filing of the application for the patent.
Explanation: For the purposes of this sub-section, the term of patent in case of
International applications filed under the Patent Cooperation Treaty designating
India, shall be twenty years from the international filing date accorded under the
Patent Cooperation Treaty’
8. Ibid.
9. Ibid.
10. Ibid., at Para 10.
11. Ibid,, at Para 10.
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14. Ibid., at Para 13.
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7 SFctloll 104, The Patents Act, 1970. L
ﬂ‘cuo‘n 104 reads as follows: ‘No suit for a declaration under Secugn 1 5 05
1Y relief under Section 106 or for infringement of a patent shall be institute
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¥ Courtinferior to a district court having jurisdiction to try the suit: Provide
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the suit, along with the counter-claim, shall be transferred to the High Couyyy for

decision’

18. Ibid.
19. Section 109(1), The Patents Act, 1970.

20. Section 109(2), The Patents Act, 1970.

21. Section 109(2), The Patents Act, 1970.

22. Section 110, The Patents Act, 1970. , ‘

23, Section 104A(1), The Patents Act, 1970. Section 1104A (1) reads as follows:
‘In any suit for infringement of a patent, where 'the subject matter of patent is
process for obtaining 2 product, the court may dutect t}}e defendant to prove that
the process used by him to obtain the product, ldentlc'al to the product of the
patented process, is different from the pa.atented process if, 4

(a) the subject matter of the patent is a process for obtaining a new product;
or (b) there is a substantial likelihood that the identicaI. producF is made by
the process, and the patentee or a person deriving title or interest in the patent
from him, has been unable through reasonable efforts to determine the process
actually used:

Provided that the patentee or a person deriving title or interest in the patent
from him, first proves that the product is identical to the product directly obtained
by the patented process.

24, Ibid.

25. Section 104A(2), The Patents Act, 1970.

26. Ibid.

27. Ibid., at Para 19.

28. Ibid., at Para 18.

29. Ibid.

30. Ibid,, at Para 2.

31. Ibid., at Para 4.
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34, Ibid., at Para 14.
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53, Ibid., at Paras 2 and 6.

54, Ibid,, at Para 21.

55, Ibid,, at Para 25 citing Beecham Group Limited v. Bristol Laboratories
Limited and Anr, 1967 (16) R.P.C. 406.

56, Section 47(1), The Patents Act, 1970 as amended in 1999, 2002, and 2005,
section 47(1) reads as follows: “The grant of patent under this Act shall be subject
o the condition that

(1) any machine, apparatus or other article in respect of which the patent is
granted or any article made by using a process in respect of which the patent is
granted, may be imported or made by or on behalf of the Government for the
purpose merely of its own use;...
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58, Section 100(1), The Patents Act, 1970.

59. Ibid.

60. Section 47(4), The Patents Act, 1970.

61. Section 47(3), The Patents Act, 1970. Section 47(3) reads as follows: “The
grant of patent under this Act shall be subject to the condition that

. (3)any machine, apparatus or other article in respect of which the patent
is granted or any article made by the use of the process in respect of which the
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ExP;;im;nt or research including the imparting of instructions to pupils; ...
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. 63. Section 107A(a), The Patents Act, 1970. Section 107A(a) reads as follows:
For the purposes of this Act, :
4 any act of making, constructing, using, selling or importing a pat.en‘ted
ention solely for uses reasonably relating to the development and §ubmn§sxon
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: :on of patented products by any person p g
1. ¥ .(bt)hl;;lilzgc‘itiﬁger thle)law to produce and sell or d‘lsmbute the product, shq)|
(xilztybaeuconsidered as an infringement of patent rights.
68. Section 107(1), The Patents Act, 1970.
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patent Revocation and Surrender

9.1 REVOCATION OF A PATENT

One of the most common counter-claims in an infringement suit is
patent invalidity or revocation. A defendant in an infringement
suit generally counter-claims that he is not liable for patent infringement
because the patent is not valid and is liable to be revoked. A patent may be
revoked or invalidated at any time before the expiry of its term.

A patent may be revoked:

L. On petition of any person interested; *

2. On petition of the Central Government; *

3. Ona counter-claim in a suit for patent infringement;3

4. By the high court under certain circumstances;* or

5. By the Controller after receiving directions from the Central

Government.

The_ f\PPellate Board has the jurisdiction to revoke a patent based on a
?femmn by an interested person or the Central Goveqament.6 However,
int? counter-claim for revocation of a patent is filed in response EOT?’"
u:(iil;ie:;ent suit then the patent may be revgked by lt)he Z‘lgll\( ::i)lilsrt(;n th:
Person prowns tlhat a patent is invalid or liable t.0 e 11-: s Fiechit

Hafiog Nga petition or counter-claim for revocation (Far piin
nichfms?s‘:haﬁ Vormals Meister Lucius & Bruning a Corpor

aboratories and Ors).
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Remedies

The reliefs granted to a person in an infringement suit are called as
remedies. The remedies granted by a court in an infringement suit
may be broadly classified as follows:

1. Injunction;

2. Damages and Account of profits'; and

3. Destruction, Seizure or Forfeiture.’

10.1 INJUNCTION

An injunction is an order given by the court against a party ,i“ a_.n
infringement suit asking the party to act or to restrain from acting ‘3
a particular manner. Injunctions are generally granted by courts L
on equitable principles. The court can grant either a temporary
permanent injunction in an infringement suit.

and/ora

10.1.1 Temporary Injunction

A temporary or interim injunction is generally gr
infringement suit is pending before the court. The purpose ofatem ol
injunction is to restrain the defendant in a suit from Carrylngd to
allegedly infringing activities while the case is pending. It is S‘amec 5
mitigate the risk of injustice to the patent holder during the pendenb?’ect
the suit (Wockhardt Limited v. Hetero Drugs Limited and Ors). ?het9o; B
of the injunction is to protect the plaintiff against injury by Vigles

anted when 2
porary

REMEDIES
233

it for which he.: cofdd not l?e adequately compensated in damages

e rable in the action if the suit were resolved in his favour?
The court would grant a temporary injunction in a patent infringe-

ment action if ;

o Thereisa prima facie case, that the patent is valid and infringed;

b, The patent holder will suffer an irreparable loss if injunction is not
granted; and,

¢ The balance of convenience is in favour of the injunction being
granted (National Research Development Corporation of India v. The
Delhi Cloth & General Mills Co. Limited).

10.1.1.1 Prima Facie Case

The patent holder must prove that there is a strong prima facie case in
his favour for grant of an injunction. He must show to the court that
the patent is prima facie valid and infringed. No presumption of validity
would attach to a patent granted by the Controller, notwithstanding
examination and investigation made by him under the Act (Surendra Lal
Mahendra v. Jain Glazers and Ors). The mere fact of the granting of a
patent is not in itself an indication that the patent holder has established
to the satisfaction of any authority that he has the right to the monopoly
which he claims.* The validity of the patent and infringement must be
proved independently of the grant of the patent by the Controller.*

The patent holder will not have a prima facie case and an interim
injunction will generally not be granted if the patent is a recent one and
there is a serious controversy about the validity of the grant of the patent
itself (V. Manika Thevar v. Star Plough Works, Melur). Furthermore, if the
defendant, alleged infringer, in an infringement suit proves thata serious
controversy exists with regard to validity of the patent or, in other words,
lfgatent validity is disputed then the patent holder will not have a prima
facie case.® For a new patent, a mere challenge at the Bar would be quite
sufficient for refusal of a temporary injunction. However, if the patent is
sufficiently old and has been worked, the court will, for the purpose of
‘[;mporary injunction, presume the patent to be valid (National Re.search

.ev‘_alopmeﬂt Corporation of India v. The Delhi Cloth & General Mills Co.
Mited and Ors), As a general principle, the court will presume a patent
atis more than si 3 e 7 Furth re, if the defendant
Metipted fuSixyears old to be valid.” Furthermo ok
> Pledto acquire a licence over the patent, the court Will pr

“cepted the validity of the patent.’ '

i Patent holder will be considered to have a prima facie e onl.y
€f¢is a strong possibility of the patent holder succeeding in the sult
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(Hindusthan Lever Limited v. Godrej Soaps Limited and Ors), 1, ofh meparable loss,l3.In a situgtlor.l where damgges is not an adequate remedy
words, to prove prima facie case, the patent holder must prove thz for both the par.tles in an mﬁl‘)mgement suit, th? court will decide on the
the defendant’s product or process is infringing at the first instance o rant of injunction based on balance of convenience. On the other hand,
based on preliminary analysis. The merits of the patent holder’s case ang if damages are an adequate remedy for both parties, irreparable loss will
defences of the defendant will be considered for determining the prip, ot be said to €xist.
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facie case (J. Mitra and Co. Privatea Limited v. Kesar Medicamens and
Anr.). Non-use of a patented invention by the patent holder in Indig will
not give rise to a prima facie case and a temporary injunction will not be
granted because the objective of the patent system is to promote progress
of science and technology, which would not be possible if the patented
invention is suppressed by non-working (Franz Xaver Huemer v, New
Yash Engineers). Furthermore, such suppression would also be counter
productive to the country’s economy because of lack of manufacture,
production, and utilization, of the patented invention.” While appreciating
the question of prima facie case, the court would be governed by sound
principles of law, the facts on record, and whether the plaintiff has made
out a case for grant of injunction (Garware-Wall Ropes Limited v. Mr
Anant Kanoi and Ors).

10.1.1.2 Irreparable Loss

A party is said to suffer irreparable injury if the party cannot be
compensated in money because of an injunction being granted or
denied.”” Holder of a patent will be said to suffer irreparable loss if
continuance of infringement by the alleged infringer results in injury
to the patent holder, and such injury cannot be compensated through
monetary damages. Irreparable loss will be determined by the court
based on whether damages would be an adequate remedy to the patent
holder on succeeding in an infringement suit. The patent holder wil
not be considered to suffer irreparable loss, if damages are adequat¢ 10
compensate the patent holder for the loss caused to him until the suit
decided and the defendant, alleged infringer, is in a position to pay such
damages (E Hoffmann-La Roche Limited and Anr. v. Cipla Limited). In
such a situation, 2 temporary injunction will not be granted even if the
patent holder has a strong prima facie case."”

After the patent holder proves that monetary damages would not b¢
adequate to compensate for the injury caused due to infringement by the
defendant, the court will verify if monetary damages would be adeq‘l"at;f
remedy fc?r injury caused to defendant due to grant of injunction: 4
dan.léges 15 an adequate remedy and the patent holder is in @ ﬁnimfj'r
Position to pay such damages, the defendant would not be put " ;

10.1.1.3 Balance of Convenience

palance of convenience is considered by the court for deciding on
grant of temporary injunction to the Ratent holder when there is doubt
about the adequacy of compensation in the form of damages to either
or both parties in an infringement suit.' The factors for determining
palance of convenience will vary from case to case and will depend on
circumstances of each case.”” One significant factor for determining
balance of convenience is the disadvantage suffered by each party due to
grant of temporary injunction and the extent to which the disadvantage
to each party cannot be compensated by damages in the event of success
in the suit.’® Other factors such as the nature of the patented invention,
use of the patented invention, the timing of the infringement action and
so.on will also be considered for determining balance of convenience (F.
Hoffmann-La Roche Limited and Anr. v. Cipla Limited). Factors such as
expiry of the patent within a short period of time, equal size of parties
and 50 on may go in favour of patent holder for deciding balance of
convenience (Franz Xaver Huemer v. New Yash Engineers). On the other
hand, factors such as stultification of defendants investment, loss of
employment, public interest in the product (such as life saving drug),
or smaller size of the defendant, may go against the patent holder while
determining balance of convenience.!” In a situation, where the balance
is approximately equal, the court may consider the relative strerhigt.h
of each party’s case and grant or deny temporary injunction, if it is
apparent by undisputed evidence that the strength of one party’s case in
the infringement suit is disproportionate to that of the other party (E
Hoffmann-La Roche Limited and Anr. v. Cipla Limited).

10.1.2 Study of Relevant Cases

V-Manika Thevar v. Star Plough Works :

The Appellant, who is the patent holder of a patent eelating e *
Pattern of o Plough having a twist, filed an infringement suit agamst the
Ell:spondent alleging that sale of similar ploughs amounts to infrxngem:}?:

A plied for interim injunction against the Respondent durl‘ni e
enCy of the proceedings.'® In response, the Respondent denie



— Y emae o

236 INDIAN PATENT LAW AND PRACTICE

allegation of the Appellant by stating that the plough
Appellant was not infringed because the patent was inv.
known and lacked inventive genius.

The court started its reasoning by expounding the principles regulai
the grant of an interim injunction in a suit of infringement of 5 Pate:t
It stated that the patent holder in an infringement suit must maj ou£
a strong prima facie case for the issue of a temporary injunction, The
court further stated that an interim injunction would not be granted if
the patent obtained by the patent holder was a recent one and there isa
serious controversy about the validity of the grant of the patent itself»
If, from the objections raised by the defendant, it was clear that a serious
controversy existed as to whether or not the invention claimed by the
patent holder was a new one, or whether or not the invention involved
any new inventive skill having regard to what was known or used prior to
the date of the patent, the court stated that an interim injunction would
not be granted restraining the defendant from pursuing his normal
business activity.”

Based on the facts of the case, the court stated that the Appellant
failed to show prima facie case by rebutting Respondent’s plea of prior
knowledge and use, and by failing to submit data relating to production
and use of the patented product.” It further stated that patent validity
could not be attached because the patent was a very recent one, it being
less than six years old.* Additionally, the court observed that there wasa
serious controversy about the validity of the grant of the patent, touching
the originality or the inventive genius of the patent holder, or as to how far
the prior knowledge holding the field would disentitle the patent holder
to the grant of the patent based on prior knowledge and use.* In the light
of its analysis, as the Appellant failed to show a prima facie case regarding
patent validity, the court denied the grant of interim injunction.

Patented by th
alid as it Was welel

Krone Aktingesellschaft and Anr. v. Kartik Telecomptrols
: The Appellant in the case, who is the holder of a patent, over &
invention for a casing, particularly, a junction-box casing for tele-
communications engineering, filed an infringement suit and prayed e
an interim injunction during the pendency of the suit.** In responsé: i
‘Re'spondent counter-claimed that the patent was invalid and that B¢
Injunction was not warranted.

As the patented product was on sale and on public display beforri
the patent filing date and as the patent was only two years old, the €%
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red that the prima facie case was not in favour of the Appellant,® With
sta 4 to balance of convenience, the court stated that as the patented
e,oducts were sold only to government departments, which made it easy
yassess the damages a'nd as the’Respondent had already invested in the
roducts, the factor v».'exghed against the patent holder? In the light of its
analysis, @S prima facie case @d bal.amce'of convenience were against the
patent holder, the court denied the interim injunction,

Officine Lovato SPA v. Raajan Automobiles Pvt Limited and Ors

The patent holder of a patent relating to an Auto Gas Conversion Kit
filed an infringement suit against the Respondent alleging patent, design,
and trademark infringement, and prayed for an interim injunction during
the pendency of the suit.”* After reviewing the facts and arguments, the
court stated that the product sold by the Respondent was identical to
that of the patent holder, and that it infringed the patent and design
rights of the patent holder.”” Therefore, it stated that the patent holder
proved the prima facie case and that non-grant of the injunction would
cause irreparable loss.** In the light of its reasoning, the court granted
the interim injunction. The court pointed out in the case that an interim
injunction may be granted in a case even if the patent or trademark was
pending grant or registration, if the patent holder can show prima facie
case through grant or registration in convention countries.”

J. Mitra v. Kesar Medicaments

The patent holder, Appellant, of a patent relating to a device fqr
detection of antibodies to Hepatitis C Virus, filed an infringement suit
against the Respondents and applied for an interim injunction during the
pendency of the suit.> The court first observed that it is well settl§d as
held in the decisions in Bishwanath Prasad Radhey Shyam and Star?dtp o
Private Limited cases that the grant of a patent would not give rise e
Presumption of validity of the patent, notwithstanding, the exarm.nz.itwn
and inspection carried out by the Patent Controller and that the validity of
'he patent could be challenged in infringement proceedings on the Seme
grounds on which revocation could be claimed under Section 64 of the
Patent Act.® The court then cited the decision in M/s National Research
evelopment Corporation of India case, which held that where 2 pati'x
cad been in existence for sufficiently long and had been worked the ct;)arv
'O'uld Presume the same to be valid for purposes of grant of temP:l 5
"unction, ™ It then stated that the term of existence of the patent alon

R
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would not give rise to validity of a patent for grant of injunctjq
merits of the case of the patent holder and defences of the defe
be considered.”

After reviewing the facts of the case, the court considered v
aspects such as prior knowledge, prior working, anticipation, inventiye
step, sufficiency of disclosure, and similarities between patented invention
and the product, and held that the patent holder had a prima facje case
It stated that the patented invention was not known or worked beforé
the date of patent, the patent was not anticipated by the cited US patents
and that the patent possessed sufficient disclosure.*® Then, the court
compared the patent to the product and pointed out that the product hag
all features claimed in the patent.” In the light of its analysis, the court
held that the patent holder had made out a prima facie case by proving
that the patent was valid and infringed.*

As the use of patent was limited, the court observed that irretrievable
prejudice would be caused to the patent holder if interim orders were not
granted.” The court then stated that the balance of convenience was in
favour of the plaintiff as the plaintiff’s patent could not be permitted to be
infringed in the circumstances of the case.*" As the patent holder proved
prima facie case, irreparable harm would be caused to the patent holderin
the absence of an injunction and because the balance of convenience was
in favour of the patent holder, the court granted an interim injunction,
restraining the Respondents from manufacturing, selling, offering for
sale, or in any other manner dealing with the patented product.”

N and that

arioug

Dhanpat Seth and Ors v. Nil Kamal Plastic Crates Limited

The Appellant, as patent holder, filed an infringement suit against
the Respondent alleging violation of its patent relating to a Kilta @d
prayed for an interlocutory injunction during the pendency of the sulb
which was denied by the single judge of the high court. The Appellant

therefore, filed an appeal before the Divisional Bench against the order of

the single judge. The court stated in the case that a mere grant of a pate™
would not give rise to a presumption of validity because the patent may be
Fhallenged by any person before the patent expires.* As the Respondent
in the present case challenged the validity of the patent and the court'ol:
its preliminary analysis believed that the invention that was the subjec
of the patent lacked novelty and inventive step, the court said that the
Appellant did not have a prima facie case for grant of injunCﬁO“'“ i
The court then cited the decision of the House of Lords in Ameﬁ“;
Cyanamid Co.v. Ethicon Limited,*> which clearly laid down that if dam?§
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. the measure recoverable at common law would be ade
md the defendant would be in a financial position to pay them on th
success of the patent holder in the suit, no interlocutory injunction woulcel
sormally be granted, however, strong t'he patent holder’s claim appeared
o be at that stage.* The court then pointed out that the Appellant in the

resent case could be adequately compensated by damages because the
Joss to the Appellant could be ascertained.” As the Appellant’s patented
invention lacked novelty and inventive step and because the Appellant
could be adequately compensated on success in the suit, the court denied
theinterlocutory injunction to the Respondent.* The court then directed
the Respondent to maintain accounts of the sales of Kiltas until the case
was decided and to submit such accounts to the court.*

quate remedy

Bajaj Auto v. TVS Motor Company

Bajaj Auto Limited (Bajaj) acquired a patent with regard to an
invention relating to the use of twin spark plugs for efficient combustion
of lean air fuel mixture in small bore, ranging from 45 mm to 70 mm,
internal combustion engine working on the 4-stroke principle.* TVS
Motor Company Limited (TVS) launched motor bikes of 125cc under
the trademark FLAME, powered with a lean burn internal combustion
engine of bore size 54.5 mm with a twin spark plug configuration.*
Bajaj filed an infringement suit against TVS and applied for an interim
injunction during the pendency of the suit.

The court considered the existence of prima facie case, balance of
convenience, and inadequacy of compensation for making a decision on
grant of interim injunction. It stated that the invention was novel and
non-obvious because it was different from prior art, had been marketed
without objection for five years, and there was no proof that the invention
Was obvious.™ In such a situation, the court pointed out that Bajaj would
have a prima facie case of validity of the patent. It further stated that the
Patented product’s extensive use in the market proved thatit was enabled.
Asthe grant of a patent creates a statutory monopoly; which protects (ae
Palentee against any unlicensed user of the patented devise, enabling the
Paten}ee to get an order of injunction, and considering that a patent had
aeen i existence for more than five years, the court stated that the{e ‘HVZ:
toptfs“mpﬁm of patent validity.® As the product of TVS was sim .
- that of Bajaj, the court observed that there was a prima facie cas¢

fingement, 34
o Onsidering the fact that Bajaj was in the market and its patent

" @ limited period and i i jal stage of development
it was in a cruci

was
the
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court pointed out that TVS could not be permitted to interfere ...
Bajaj’s business, especially as TVS was a strong competitor tor; i
Furthermore, considering the fact that Bajaj had come up in the Ajaj s
market by sale of its product, and its period was only for twent world
and there was every possibility for anew invention in the field by bti)’ee}rs,
the new product even before the time of expiry of patent grantt(gim
Bajaj, and, as such, the invention might be brought by Bajaj itsels t}tlo
court stated that quantum of damages which Bajaj might suffer in; : e
granting injunction could not be ascertained in the monetary Senseos:
Because, either party was in a position to pay damages if the other pa,-
succeeded, the court held that balance of convenience weighed in favour of
Bajaj.”” With regard to irreparable loss, the court pointed out thy
damages could not be calculated because it was difficult to estimate the
loss on Bajaj due to sales of TVS and competition in the market, and,
therefore, Bajaj would be put under irreparable loss if injunction was not
granted.” The court granted injunction because Bajaj had a prima facie
case, the balance of convenience weighed in its favour, and as damages
was not an adequate remedy, and irreparable loss would be caused if
injunction was not granted.

TVS Motor Company Limited v. Bajaj Auto Limited

The case is a continuation of the patent litigation between TVS
Company Limited and Bajaj Auto Limited regarding the patent held
by Bajaj relating to the improved internal combustion engine based on
four stroke principle. Bajaj filed an infringement suit against TVS for
infringement of its patent and prayed for interim injunction during the
pendency of the suit. In furtherance, an interim injunction was granted
by the Madras High Court in favour of Bajaj, restraining TVS from selling
motor cycles having internal combustion (IC) engines with three valves
e D spark plugs. In this case, TVS filed an application challengingthe
continuance of the interim injunction against it.*”

After hearing the parties and analysing the facts of the casé the
court discontinued the interim injunction granted against TVSS The
court compared the technologies used by Bajaj and TVS in the lght
patents based on which such technologies had been implemente :
;he companies and held that the technologies were prima facie diffef(?nt
tz\(:iI: elach other.”” While Bajajs technology sparked t'he igniﬁon:in

Plugs in a four-stroke engine of a single cylinder with two "al'v ’
order to produce improved internal combustion in a lean bur® mixtr®

: ia
the court pointed out that TVS’s te chnology license d from AVL Austrt
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as valve centric as the two intal‘ce valves provided for combined air fuel

- ture of swirl and turr}ble action, with a separate exhaust valve in an
nternal combustion 'er-lgms of single cylinder with four stroke with the
4id of twin plug provision.™ The court pointed out that the technologies
giffered in the number of valves and positioning of the spark plugs.® As
both the technologies were patented in India, the court observed that
they were prima facie valid and deserved equal protection ¢

Considering the fact that the technologies achieve the result using

different techniques, the court stated that TVS’s technology does not

rima facie infringe on Bajaj’s patent and, therefore, Bajaj does not have
aprima facie case of infringement.®® The court further fortified its view,
stating that Bajaj does not have a prima facie case because the validity of
the patent was in question in a revocation proceeding before the Appellate
Board.® The court did not discuss about balance of convenience and
irreparable loss because Bajaj failed to show prima facie case.” In the
light of its analysis, the court discontinued the interim injunction granted
to Bajaj as it did not show a prima facie case of infringement by TVS.%

In a special leave appeal, filed by Bajaj before the Supreme Court,

against the decision of the court, the Supreme Court affirmed the
decision and allowed TVS to sell its bikes, but asked it to maintain an
accurate records/accounts of its all India and export sales.” The Supreme
Court also ordered for the appointment of a Receiver to whom the
records of such sale must be furnished every fortnight by TVS. ™ Finally
the Supreme Court asked the court to dispose the case by 30 November
2009.

Mariappan v. A.R. Safiullah

The holder of a patent, relating to food-grade Jaminated paper, and a
fnethOd and apparatus for manufacturing the laminated paper, filed an
f“.f'ingement action against Mariappan and others and sought an interim
:‘l‘ll}t‘{llcﬁon to restrain infringing activities during the pendency of the

it?

The court started its analysis by observing that it was a settled p.osinon
?f law for granting an order of ad-interim injunction, including the
mffingement of Designs, Copyrights, and Patents, that the aPPh“‘m/
Plaintiff muyt prima facie establish that the balance of convenience lay

dearly in s favour and irreparable loss might be caused to him on

¥ g n
ecount of non-granting of an order of ad-interim injunction. I:d;h;e
;:,mted out that a patent granted after the 2005 amendment \\ﬂC:e 2

®N greater weight for ascertaining prima facie case and that
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of proving prima facie patent validity and infringement wag on the Pten
.t

hol%e1 ough the patent was examined and granted by the
the court observed that the existence of a granted pate
guarantee the validity of the patent.” It .then stated that grap of
patent itself could not be deemed to be prima facie case on the sige :f
the patent holder and that it was the duty of the patent holder to proye
prima facie case, as in any other case of application for injunctiop 7 Since
applications for opposition of grant of patent were pending adjudicatioy
before the appropriate authority, the court stated that prima facie case
weighed against the patent holder.”® Considering the fact that the at of
making laminate paper was well known and as there were patents anq
publications that dealt with laminate paper, the court stated that the
patent prima facie lacked inventive step and was, therefore, not valid”
As the patent holder failed to prove prima facie case, the court upheld the
denial of interim injunction. The court observed in the case that the rule,
which provides that presumption of validity would lie against a patent
that was less then six years old, was no longer a strict principle because
of the rapid pace at which technology was progressing, and the speed at
which products would today lose relevance.™

Patent ofﬁcC
Nt would py,

Ravi Kamal Bali v. Kala Tech and Ors

The patent holder in the case sought an injunction restraining the
Respondents from making, using, selling, or distributing tamper proof
locks/seals that fall within the scope of the claims of the patent holders
patent bearing No. 162675 and patent of addition No. 178879, which
activities would infringe the patents. And, claimed for a temporary
injunction during the pendency of the suit.” .

Though the court agreed that the product in the case was infringing
it denied interim injunction as the patent holder made an incorrect
representation regarding a material fact before the court.” The Patfm
holder in the case represented that it was not aware of the inf.rmglﬂg
activities of the Respondents until the date of application, which the
court based on its analysis concluded was not true.”

Garware-Wall Ropes v. Techfab India ;

The Appellant, who is thi holder of a patent relating to synthet® %
gab.lon, filed an infringement suit against the Respondent, and app e ourt
an interim injunction during the pendency of the suit.*” The m‘aldce 0
granted interim injunction, which was interfered by the single JU°%
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e high © ourt.® The Appellants challenged the decision o
. dge before the Division Bench.

u %hc court upheld the decision of the single judge because e
Appeuam could not show. prima facie case, and, because, damages
would be adequate remedy if the Ap;?ellant' proves infringement by the
Respoﬂdem- As the patent was new, its validity was not upheld by any
court and as the Respondent ralsed a substantial controversy regarding
(he validity of the patent, the high court stated that an interim injunction
was not warranted.* In the light of its analysis, the court rejected the
grant of interim injunction and ordered for maintenance of accounts by
the Respondent as per the directions of the single judge

f the single

Garware Wall Ropes v. A.L. Chopra, Engineers and Contractors

The Appellant, who is the patent holder of a patent relating to GSWR
and Spiral Lock Systems, filed a suit for declaration that the Respondent
was not entitled to manufacture, sell, use, or offer for sale, the patented
invention and prayed for a permanent injunction and damages.* The
patent holder prayed for a temporary injunction during the pendency of
thesuit.*” In response, the Respondent claimed that the patented invention
was publicly known for two decades and was, therefore, not an invention,
and that the use of the patented invention for the Railways amounted
to government use, and that the patent holder delayed in approaching
the court and, therefore, that the temporary injunction should not be
granted.®

The court started its analysis by stating that the grant of a p.ater::
must be given credibility while deciding on the grant of an injunctlon:
Though the grant of a patent does not give rise t0 2 presumption in
favour of the patent holder, the court stated that it would have ve.ﬂue w?ule
deciding on the issue of injunction.” After considering the articles cited
by the Respondents as prior art, the court stated that all the elementi
Zlild/lor feiftures of the GSWR System, claimefi in the Pate“t_’v‘e‘:r;nr;e
o Sina single document.” It further opined that 307 8552 5
Statecﬁ;nt was silent on many aspects of the GSW E Syétemrover;wnt i
sy u the GSWR System was neither a workshop tlms f rock-fal®
i the ﬁt‘c Chaflge to the existing methods for protec u:i e

pmvég:t of its reasoning, the court held thaF resp?:ence e enpae
facie thag i’ladequate BlEdigyREL by and used in India
o else the patented products or process was kn:;wn

Where for two decades, as claimed by them.

e
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Furthermore, the court stated that the use by the Res
not government use and that irreparable loss would not be e
Respondents due to stoppage of the railway contract if inj“nctioto the
granted because a licence was available from the patent holdey ton wag
out its obligations for Indian Railways.”* As the patent was i forcecar
court held that allowing the Respondent to use the patented irwe,{t,the
would drain the profits of the patent holder and, therefore, the coyy hle(;:
that the balance of convenience was in favour of the patent holderss In
the light of its reasoning, the court granted the temporary injun;tion
because the patent holder proved prima facie case and that balance of
convenience was in its favour.”®

Pondents Was

M.C. Jayasingh v. Mishra Dhatu Nigam Limited (MIDHANTI), Apollo
Hospitals, Apollo Hospitals Enterprise Limited and Cancer Institute
(WIA), (Regional Cancer Centre)

The Appellant, Jayasingh, acquired a patent over a prosthesis made of
titanium alloy, which is used in bone salvage surgery.”” On learning that
the Respondents were making, selling, distributing, and using prosthesis
that was covered by his patent, Jayasingh filed an infringement suitagainst
the Respondents and prayed for an injunction during the pendency of
the suit.”® After hearing the parties and reviewing the facts on record, the
court refused to grant temporary injunction to Jayasingh.

The court stated that the Hinge Knee Prosthesis of the Respondents
was different from the prosthesis claimed by Jayasingh because it did not
have the polymer, rotating hinge mechanism, extending mechanism,
and so on, that were present in the patented prosthesis.” Therefore, the
court pointed out that the prosthesis of the Respondent was not prima
facie similar, or deceptively similar to that of the Appellant.'”’ The court
further observed that mere functional similarity of the products of the
patent holder and the alleged infringer would not warrant the grant of 3
temporary injunction.'*!

Considering the relevance of prosthesis to those who are in need of the
same as a life-saving equipment, its cost effectiveness, and the function
advantage of a customized titanium prosthesis made and used by !¢
_ReSPOndems, the court stated that the balance of convenience W& not
in favour of Jayasingh.® Furthermore, the court pointed out that th.e i
was no proof of loss that would be suffered by Jayasingh if the injunctio®
Wasnot granted.'” Based on its analysis, the court rejected the tempor
injunction to Jayasingh and ordered the trial court t0 complete
infringement proceedings within four months.'**
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i Melsungen AG and Ors v..Rishi 'Baid and Ors

The caseé related to a patent involving an invention concerning safety
{ntravenous catheters or cannulae l.leldlby the Appellant, Braun Melsungen
AG. The Appellants filed a patent infringement suit against Respondents,
who were contract manufactu.rers. of the Appellants, alleging that the
Respondent’s safety cathfeter .mfflr'lged ‘the patented catheter.! The
Appellants applied for an interim injunction during the pendency of the

it.

5 After examining the arguments of the parties, the court held that
the Appellants were not eligible for an interim injunction because they
did not have a prima facie case.'” The court stated that the Appellants
4id not have a prima facie case because the patent was a recent one and
hecause there was a serious challenge to its validity."”” It stated that the
validity of the patent was prima facie questionable because the field of
the patent was a crowded one, safety catheters were being used for a long
time and, because, there were close prior art patents relating to the safety
catheters.'® After comparing the Appellants’ catheter to the Respondents’
catheter, the court observed that they were prima facie different from
each other.'” The court further pointed out that the Appellants did not
approach the court with clean hands because they withheld important
facts in the application for injunction."® As the Appellants could not
show prima facie case and approached the court with unclean hands, the
court denied the temporary injunction to the Appellants."* However, the
court directed the defendants to keep accounts of the manufacture and
sales of the safety intravenous cannulae in question during the pendency
of the suit, and to make the same available to the court as and when
directed by it.!2

E Hoffmann-LA Roche Limited and Anr. v. Cipla Limited
The Appellants, F. Hoffmann-La Roche Limited (Roche), the Licensor
ofa patent relating to the drug Erlotinib used for cancer treatment aqd
OSI Pharmaceuticals Inc. (OSI), the holder of the patent of the said
drl.lg. filed an infringement suit against the Respondent, g
(Cl? 12)."% The Appellants filed an application for temporary injunction
Uring the pendency of the suit, which was rejected by the single judge
and, therefore, filed this appeal.''*
2 n:\fter heflring both the parties, the court upheld
Porary injunction based on the following reasons:
he patent granted to OSI related to the comp
“ombination of Polymorphs A and B.!'S Subseque

Cipla Limited

the rejection of the

ound comprising
ntly, oSl filed

e
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another application relating to the Polypmorph B £
compound but failed to disclose such information to the
Non-disclosure of such information regarding patent f
in consonance with the requirements of the Patents
information relating to patent applications would haye an im

o pact
on the decision of the Controller to grant a patent, the Respondeny
challenge to patentability of OSI's compound was credible ui
Furthermore, non-disclosure of information relating to patent ﬁlin.gs
before the court, while asking for an interim injunction, did not give
the court an opportunity to determine whether the drug sold
Cipla fell within the scope of the patent in question, and, therefore,
the Appellants failed to show a prima facie case for grant of temporary
injunction.'”

b. The Respondent raised a serious question regarding the validity of
the patent in the light of Section 3(d) of the Patents Act by stating
that polymorphs of known substances were not patentable, and by
citing relevant prior art references.'® As the validity of the patentisin
question, an interim injunction was not warranted.'?!

c. The general public access to life-saving drugs, such as the patented
drug in question, in the case assumes great significance and grant
of an injunction would have an adverse impact on such access.”
Therefore, as stated by the single judge, the injunction might not
be granted because the public interest in greater public access toa
life saving drug would outweigh the public interest in granting an
injunction to the Appellants.’*® The public interest favours denial of
injunction in the light of the fact that the patented drug and the drug
sold by Cipla are different, and Cipla had challenged the validity of
the patent. '

As the Appellant failed to show prima facie case and as the grant of

injunction regarding a life saving drug was not in favour of public interest,

the court denied the temporary injunction to the Appellants.

M of the
COntrolle,.us
lings yyag not
Act.lU AS lhe

10.13 Injunction Analysis

All three factors, prima facie case, irreparable loss, and bala
f:opvenience, are considered by courts for deciding on grant ofa tempoﬁ:’;
injunction. Temporary injunction will be granted only if the p sie 1.10
proves that there is prima facie case, irreparable loss will be caused l.fsu is
an injunction is not granted, and if balance of convenience is ROt 12 or
favour. Though courts initially considered existence of a patent fork

nce of
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o years tO give rise to presumption of validity in order to
mo.r C)'ase, the term is not considered by courts as a strict
vfatlerest may be a compelling factor based on which courts
in gt injunction to the patent holder even if prima fa
temp ble loss is proved.

Prove prima
rule. Public
may deny a
cie case and
jrrepara

10,1.4 Permanent Injunction

A permanent injunction is generally granted after the patent holder
wcceeds in the infringement suit and the defendant is determined as
an infringer. On proving infringement of a patent, the patent holder
will be eligible for a permanent injunction as a final remedy (Rohtas
Industries Limited and Orsv. Indian Hume Pipe Co. Limited). Infringement
of a patent gives rise to a presumption of likelihood of infringement by
the infringer in the future and that justifies the grant of a permanent
injunction against the infringer.!*® Unless there is a clear cut intention
that the infringer does not have the intention to infringe the patent in the
future, a permanent injunction will be granted to the patent holder."** By
granting the permanent injunction, the court will restrain the infringer
from carrying out any infringing activities in the future. Any infringing
activity of the defendant, after grant of a permanent injunction against
such activity is directly enforceable in a court.

102 DAMAGES AND ACCOUNT OF PROFITS

The patent holder might choose any one among damages or account
of profits after succeeding in an infringement suit. Damage is the loss
sustained by the patent holder because of infringer’s activities and
account of profits includes the money made by the infringer Hizoup
infringement activities. The patent holder can claim either account of
profits or damages.
_ The principles relating to assessment of damages in case of patent
infringement have not been clearly laid down by courts. ottty
8enerally, adopt a viable method in the light of the circumstances for_
sessing damages and do not grant damages arbitrarily (Ptllalama;n
Lakshmikantham and Ors v. Ramakrishna Pictures and Ors)i_’ 'l;h:
AMages may be calculated using methods such as money spent bY q
Palent holder on Research and Development, reasonable royalty Z‘;‘;e
N number of patented products sold by the infringer, and so o7 tive
Mmalayq Drug Company v. Sumit and PN. Krishnamurthy V. 'Coopert:au
" American Relief Everywhere). The account of profits will generally
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be calculated by courts based on the rendition of accounts },
infringer (Pepsico Inc. and Ors v. Sunrise Beverages). Account
will be granted by a court to the patent holder only if the pro
infringer result from infringing activities.

In addition to damages and account of profits, the court may als
grant punitive or exemplary damages to the patent holder, Such damages
are granted to ensure that infringers are not allowed to take advantage of
the patent owner’s rights, thinking that they will be required to pay only
compensatory damages (The Himalaya Drug Company v. Sumit), The
court will grant an amount of punitive damages, which it believes are
sufficient to deter an infringer from infringing the intellectual property
in question (Time Incorporated v. Lokesh Srivastava and Anr.).

Damages or account of profits will not be granted if infringement
of the patent occurs during the period of patent lapse.™ Furthermore,
if a published specification is amended by a disclaimer, correction, or
explanation, damages or account of profits will not be granted by the
court for infringement before the date of such amendment."** However, if
the patent holder can prove that the published specification was drafted
in good faith and with reasonable skill and knowledge, then the court
may grant damages or account of profits for infringement before the date
of allowance of the amendment.'*

of Profit
fits of the

10.3 DESTRUCTION, SEIZURE, OR FORFEITURE

On succeeding in an infringement suit, the patent holder may plead for
seizure, destruction, or forfeiture of the infringing goods. On receiving
such a plea, the court may order for destruction, seizure, or forfeiture of
such goods or materials and/or implements used primarily f‘?’ ""?ﬂ"g
infringing goods without paying any compensation to the infringer

10.4 INNOCENT INFRINGEMENT

The court will not grant damages or account of proﬁts to an mnOCt:::
infringer.*! An innocent infringer is a person who infringes A8 -
having no knowledge of the existence of the patent, and ha"“"gno
reasonable grounds to believe that a patent existed." In‘3"rp°ratl(i)

a patent notice on the product, indicating the patent nufTiber’ w‘ it
considered to be sufficient notice for proving that the infrmgemenmben
not innocent.”** However, if the notice does not have the Pate':f n: ugh
the infringer can claim that the infringement was innocent. Thglder,
the court will not grant damages or account of profits to the patent

It may grant an injunction against an innocent infringer."”*

REMEDIES
249

For example, X 'acquires a patent over a revolving table and starts
lling it in India Yvnthout any patent notice. Y starts manufacturing and
elling the revolving tables in Bangalc?re. X files an infringement syjt
against Y and the cf)urt holds t'h.at Y is liable for patent infringement,
In such a case, X will not be eligible for damages or account of profits
Y can prove that he was not aware of the patent over the table. In the
absence of a patent notice, Y can easily prove his lack of awareness.

105 DECLARATION OF PATENT VALIDITY

The Appellate Board or the high court may grant a certificate of patent
validityafter the patent holder successfully contestsa plea for revocation,
The specific claim in a patent specification that has been successfully
defended by the patent holder will be certified by the Appellate Board or
the high court as valid."”” After the certificate of validity is granted, the
patent holder will be eligible for costs, expenses, and charges, if the patent
holder gets a favourable decision from the court in an infringement
suit or revocation proceeding based on the validity of the claim.” To
get an order for such costs, expenses, and charges from the court, they
must be related to the proceeding concerning the claim directly or
indirectly.'

The patent holder may not get such compensation, if the court trying
the suit or proceeding decides to the contrary'® Furthermore, such
compensation will not be granted by the court, if the other party was
not aware of the certificate when he disputes the validity of the claim
or withdraws his plea as soon as he is made aware of the certificate.""
Moreover, such costs may not be granted in case of an appeal from an
infringement suit or revocation proceeding.'** The declaration of validity
ofa patent by a court does not preclude a person from challenging the
patent’s validity or revoking the patent. _

; For example, if the Court holds, in an infringement suit or revocation
Proceedings, that a patent held by X is valid and, therefore, cannot be
;\:kefi, it will grant a certificate of validity. If X sues Y _fOf infringemen;

Yin response files a counter-claim for revocation with knowledge 0
¢ certificate of validity, on succeeding in the suit, X can claim for costs,

:u;fges, and expenses, incurred by him relating to the infringement

1
U6 DECLARATION OF NON-INFRINGEMENT

use
0 ae €ourt may declare that manufacture, use or sale Ofa_ProduCt’ oerrson
Process does not infringe a patent claim on application bY 2P
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2

i i idity of Ram Kumar’s pate
t that the issue relating to vali patent was
:i};iif;‘e:d by the Appellate Board, the court stated that the revergy
order of the District Court would cause great damage to the Respo
and dismissed the appeal.'*®
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PCT Applications

he Patent Cooperation Treaty (PCT) is a special treaty under the
TParis Convention.! The primary objective of PCT is to simplify and
make economical the filing of patent applications in multiple countri.es.z
Towards the said objective, the Treaty provides an international ﬁlu}g,
searching, and examination process for applicants seeking to acquire
international patent protection.’ It only provides an éltematxve to
applicants for filing patent applications directly in multiple cov.}ntr:;s
and does not grant patents. The authority to granta patent rests with the
country in which a patent application s filed after th.e.PCT process}; e
The treaty was adopted in June 1970, by an initial mem?ers 11; 09
cighteen countries and came into force on 24 January 1978.* As 0 1f
March 2009, PCT had 141 member countries.* India becamea memb:l;:
the PCT in the year 1998.5 The Regulations annexed to the Treafy an fth:
administrative instructions, provide the rules for implementation t;)mted
Treaty” Such Regulations may be amended by the assen.lb.ly COI‘;Sb e
under the Treaty from time to time.’ The PCT is administere ytion
International Bureau of the World Intellectual Property Org’;ﬂ::s =
WIPO), head quartered at Geneva, Switzerland. WIPO pub Shensive
Plicants guide for PCT applicants, which provides compre tiand
Buidelines on the pCT procedure, and may be used b); applican
PteNt practitioners for learning about the PCT process:
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11.1 ADVANTAGES OF THE PCT SYSTEM

The PCT system provides certain benefits to an applicant from X
time, and effort, perspective. By filing a PCT application,
can enter into various countries of interest by using such a
and need not draft and file an application in each country separate]
As a single application can be used for filing in multiple countries, thye‘
effort and cost involved in drafting and filing an application Separately
in each country may be saved by the applicant. For example, if X Wwishes
to acquire a patent in USA, UK, India, Japan, and Europe, X wil] have
the option of filing an application in each country separately, or entering
into each country by filing a PCT application. In such a situation, if X
files a PCT application, the cost, time, and effort, involved in drafti
multiple applications for each country, in compliance with the law, may
be saved. However, filing a PCT application will involve filing, searching,
and examination cost, which must be balanced with the savings from
avoidance of multiple drafts.

Furthermore, once an applicant files a PCT application, the applicant
gets a period of 30 months or more time from the date of priority in order
to enter into various countries. The applicant can use the said time to
decide on the business value of patent filing and the countries for such
filing. For example, if X files a PCT application, X will get 30 months or
more time to file the application in different countries. After filing the
PCT application, X can verify if his invention has business value during
those 30 months by taking steps for commercialization in his countries of
interest and, thereafter, decide on filing for a patent in those countries. By
doing so, X can make an informed decision on filing patents in multiple
countries and, under certain circumstances, save cost, effort, and time
by avoiding filing in countries where the invention may not have any
business value.

On filing a PCT application, the applicant gets a search §nd/°'
examination report from a qualified patent office, which provides inputs
to the applicant on patentability of the invention. The applicant may
use such inputs in the reports on making a decision on filing the patent
application and countries of such filing. For example, if X files a P
application, X will get a search report along with a written opinion or;
pate'_“abﬂit)’ based on which X can decide on moving forward with e
application. If the report indicates that the invention is not paten'®”

X can withdraw the application and save the cost and effort for 0atio™
patent filings,

he cogt,
the applicay
n application,
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12 PCTPROCEDURE

The process of acquiring a patent through the PCT system involves twq
s:

Phalse [nternational Phase and

) National Phase.

fvery PCT application has to pass through the International Phage before

entering the national phase. The International Phase gives the applicant a

cearch report, examination report, and an opinion on patentability. After

(he International Phase, the applicant has to file applications in each

country of interest in order to enter the National Phase, Each country’s

patent office will examine the patent application during the National

phase and will grant a patent if the invention satisfies the patentability

requirements.

112.1 International Phase

The International Phase of the PCT procedure includes the following
stages:

1. Filing of international application;

2. International search;

3. Publication of the application; and

4. International preliminary examination.
The flow diagram provided hereunder shows the procedure during the
International Phase.

L2.1.1 Filing of International Application

Anapplication filed under the PCT is called as International Applica.tion.m
An international application may be filed for acquiring any k‘_“d of
Patent, inventor certificate, utility model, utility certificate, and cemﬁgate
of addition."* Such an applicatiém cannot be filed for acquiring design
Patents, or industrial designs, or semi-conductor protection, or any other
tpe of intellectual property protection (Figure 11.1).

Applicant, A pCT application may be filed by any person whodfs 2
National or resident of a country, which is a member of PCT.2 As In 1?;:
“Member of PCT, a person who is a national or resident of Inc.ha c:;nmla -
b application. A PCT application having two or more appllc.znnt i
c;ﬁled only if at least one of the applicants is a natiqnal or r;SI :tionals
of‘l[:tr}: which is a member of PCT.* For example, if X a.nd : a PCT
a .dla and Argentina, are applicants in a patent apphcatx;‘ , i
PPlication may be filed even though Argentina is nota PCT m
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——C International Publication )-—‘ ......... o
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Report on Patentability
v

Entry into National Phase
for other countries

Figure 11.1 Flow Diagram of the PCT Process, The International Phase

No?_e: The Time period has to counted from the Date of Priority or Filing, whichever is
earlier.

because one of the applicants is a national of India, which is 2 member
of PCT.

Any issue relating to nationality or residence shall be determined i
accordance with the national law of the specific country."* Generall
an .established business corporation in a country is considered to be 2
resxd'ent of the country and a legally incorporated entity in @ country
considered to be the national of the country.”* So, if a company has ¢

S

® © ®
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:egs N India or is incorporated under the Indian Companies Act, it
b“slgl 2aPCT application.

APCT application may be filed bY the. aPplicant directly or through a

ent agent. Any patent agent, who is eh'glble t'o file patent applications
Lefore the patent office of thg country in which the applicant resides
isa pational, may be appointed as a patent agent for filing a PCT
or ation.” uch a patent agent may act on behalf of the applicant
efore the International Bureau, searc.h authority, and/or examination
wihority.” Therefore, any person registered as a patent agent in India
an represent PCT applicant, and can act on behalf of the applicant

before the PCT authorities.

Office of Filing: A PCT application may be filed at any office which is
2 Receiving Office that is eligible to receive applications under the
Treaty. The Receiving Office may be the patent office of the member
country of PCT in which the applicant is a resident, or is a national,
or the International Bureau.’® As India is a PCT member, the Indian
patent Office can be a Receiving Office for a PCT application. A PCT
application, having two or more applicants, may be filed at the patent
office of a country which is a member of PCT, and of which at least one
ofthe applicants is a national or is a resident.” Such an application may
ilso be directly filed at the International Bureau.” For example, if X is a
ditizen of India and is residing in USA, the PCT application may be filed
t the Indian Patent office, or US Patent Office, or at the [nternational
Bureau, If X is a national of India and Y’ is a national of Taiwan, which
isnota PCT member country, the PCT application may be filed at the
ndian Patent Office or International Bureau as India is a member of
’CT, and one of the applicants, X, is an Indian national.

An applicant, who is a national or resident of a country, which is a
member of PCT and also the African Regional Intellectual Property
g’gglﬁsation (ARIPO) Harare Protocol, the Eurasian Patent Convention,
:) uropean Patent Convention, or the OAPI (The Afr?can Intellectual
pmp:t“)' Organisation) Agreement, may file the application at any of :le
. thOfﬁc-es established under the said regional agreements. In. sucha
or’ ¢ said offices will act as Receiving Offices of the PCT application.

eXample, if X is a national of Germany, which isa member of EPC, he

@ A
nglzl:e aPCT application at the European Patent Office as the Receiving

Fory, -
Nieq bof the Application: An international application must be S
Ythe following documents:
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. Request;

. Description;

. Claims;

. Drawings (where required); and
. An abstract.”!

Ul s W N

Request: A request must accompany PCT application. The Request
must be filed in form PCT/RO/101, which may be acquired from any of
the Receiving Offices or International Bureau.”? The form is also available
online on the PCT website® and may also be generated from the pCT.
SAFE software.**
The Request must contain the following information:
1. A petition for processing the PCT application;
2. The title of the invention;
3. Information of the applicant and the agent, if an agent is involved;
and,
4. Inventor details, if at least one country requires such information
during national patent filing.*
In addition, the Request must also have the following information,
whenever applicable:
1. Priority claim;
2. Information relating to an earlier search performed by an
international search authority or national patent office;
3. Reference to a parent application or parent patent; and,
4. Information relating to the applicant’s choice of competent
International Searching Authority.*
The Request will also have declarations and other entries that may be
filled by the applicant. Filing of a request will automatically designate al
member countries of the PCT for acquiring national patent protection.”
Such designation also includes the regional agreements for acquiring
patent protection. The offices that are designated in a PCT application
are called Designated Offices.

Description: The PCT application must be filed with a written description
of‘the invention, The Description of the invention must enable a puth
s@ed in the art to carry out the invention on his own.** It has t0 i
with the title of the invention and must specify the field to Wl
Invention belongs.” The Description should state the background Of' J
tnvention and cite the prior art relevant to the invention.” The techite
problem solved by the invention and advantages of the invention 1
also be provided in the description.?!
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purthermore; the Description m}lst contain a brief
§ drawings and b'est mode of carrymg out‘ the invention » The best
pode of the invention need not be‘ provided if the country in whick the
applicant seeks to ﬁlg the agphcatan df)c-as not require the explanation
Fhest m ode?* The mdustr'xal'appsl:cablhty of the invention must also
7 explained in th.e Descnptlor}. If an application relates to gene
sequences, the requirements relating to description of such listings must

be followed.”

explanation

Claims: A PCT application must have claims relating to the invention.
The Claims must define the invention that forms the subject matter of
the application.36 Each claim must be clear and concise.?” Everything
specified in a claim must be supported in the Description.* The Claims
inan application must relate to a single invention or inventive concept.”

Drawings: The Drawings will be required to be included in an application
when such drawings are required to understand the invention.* Flow
sheets and diagrams are considered to be drawings.” When an invention
may be explained by description alone, the applicant may provide
drawings for illustrating the invention.*” The Drawings may be requested
bya Designated Office while filing the patent application in that country
after the international phase.*

Abstract: An abstract must be filed along with a PCT application. The
Abstract is a brief description of the invention, which is provided for
f’“lY technical purposes.* It must provide the technical field to which the
invention pertains and has to be drafted in a way which allows the clear
“ﬂderstanding of the technical problem solved by the invention, the gist
of the solution of that problem through the invention, and the principal
U5 or uses of the invention.* The most important chemical formula or
draving of the invention may also be provided in the Abstract.*

L“"K“agfz A PCT application may be filed in any language Pe_rmmﬁ by
e Recewing Office.” The Indian Patent Office, as a Receiving Office,

“pts applications in English and Hindi.* If an application is filed in

Vlanguage o ivi ‘hich is not a publication
8¢ accepted by the Receiving Office, “al e

pted by the internatio B, ”
i Accepted by the international preliminary examination z:lustthge
. & tanslation of the application in the accepted language m

ovi e :
Povided by the applicant for processing the application.”” S0 e



Foplicaion s et o Sindi-wair dre ndiar Patenr Cfice )
The Request. abSiTacs. Fnd EXCOF drawmgs 1 x 2CT apij s
languages of 2CT include Arabic. CInnese. English, Frengh, —
Japanese. Russiazrr ar Spamsit.” i,

Fee: Three types of Fees must be paid by an applicant while fling 2 ey
splication. They are:
I. Transmittal Fee. which is fixed by and paid to the Receiving
Office;™
2. Search Fee, which is fixed by and paid to the international search
authority selected by the applicant™ and
3. International Filing Fee. which is fixed in the Schedule of Fees
appended to the PCT Regulations and is paid to the International
Bureau.™
The fee must be paid by the applicant at the time of filing or within one
month from the date of filing of the PCT application.™ The fee payable
to the Indian Patent Office as the Receiving Office is provided in the
First Schedule of the Patents Act.™ Certain fee reductions are available
ﬁrapplicantswhoarenatmalpersonsandnaﬁonals,ormidmd
developing or least developed countries. Natural persons applying
ﬁomlndiawillbeeﬁgibkforsm:hfeereduction.&ereductionisalso
applicable if the application is filed using the PCT-SAFE software.

Priority Date: A PCT application is considered equivalent to  nationsl
application under the provisions of the Paris Convention and priorify
can be claimed from such application.” The date of filing of a patent
appliaﬁoninacmnnry&oma?ﬂappﬁcaﬁonwmb‘ﬂ”di“?‘
Bling of the PCT application. A PCT application designating India i
be considered to be 2 national application filed in India, and the 420
filing of such application, when it is filed at the Indian Patent Office
be the date of filing of the PCT application. For example, if X 82
?CfappﬁcaﬁmmllamaryZOWandthenﬁ]csanﬂion“m
in India on 29 June ZOII,MMdmofm@hmﬂu
]mym. the

T2 PCT application dlaims priority of an application filed in 4%
priority of such application when i s filed in India after the PCT %
will be the date of filing of the first application in lndia’F““”’;,
X files 2 provisianal application in India on 1 january 2007 2nd 9
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application on 22 Qctober 2009, cJaiming the praciity i the s
'm the priority date of the national phase application tied by the
ismﬁn India on 1 April 2009 will be | Janwary 2967, witish ot
m@gof the pmvisional application in India,
Afcrappﬁaﬁonmndw claim priorty of 2 st sgsisaivne
. which is 2 member of the Paris Comsantisn™ e
. o can be claimed even if the country in which the BCT aplisatinn
mmamember of PCT. For exampie, if X files ¢ paiastagsisating
in Guyana on 1 January 2009 and files a PCT application swar His R
ipvention on 1 March 2009, the priority date of the m_m.mmwv%
{ January 2009, because priority of the application ¥ Govai. Wik &
2+ member of Paris Convention can be claimed evam i Gt i nt' #

member of PCT.

11.2.1.2 International Search
An international search will be performed on every e W\MﬁM"
The search will be performed by the International Saavclving me;
which is the national or regional patent office, or 4% mm-pwtvumml“
organization, that is recognized by the amm(mummtmmu
office to perform an international search After & PCT spphiation
filed, the Receiving Office will umnzmdh%mm
kmmwnymmwmwmmm
i = sar aptication, the Internationsl Searéhing ATRerHY
will peiorm 2 smeermationd seaech o identify the priat #1 16 evant b e
St for 5 fhe mibiecs of e PCT appheation and will repste F
ERermmiona searcr cepor | fus Wikl e prepared Withifi muf mmﬂﬁ;
Somm e e of seceipy of the copy of Appcaian if Witk i mamn
Som fhe praoriny daie. whiicheer i hater ™ M wih (e Feprrt: | ff
Inernationa Seascining Authonty will sl prepee # Wit ’meml';f ;
minsing applicacion Loves) &40 sentive Heg fl ::“;’:::izfmﬂaigbﬂi
S e sibec: smasier of G AP 4 The INIEFIRHEIS R
nyn:ﬁ.f siies Sp e',, e o e gl By HE lﬁ‘?f{:{*'j;gﬂ
b g Auieny 10 toe appivad and 41; {::}f{;g:;i‘::‘?}i{”ﬂ&;ﬂgi“ma
Applcan g seapand B !b}!!‘”‘ B i '
' g i 6 ifig sttt ‘f”iu'
£ ™ B ot M el "é ww‘.ﬂ‘;,,u' e ""H%LF{?

) (it A “
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principle, mathematical algorithm, animal, or plant variety, Presentai
of information, and so on. The Authority may also refuse to e ion
a search if the application does not satisfy the requirements re]a(tlpn
to description, drawings, or claims, under the Treaty and as 5 resulltn
meaningful search cannot be performed.* Furthermore, the searcy maa
also not be performed if the subject matter of the application claims mor)’
than one invention or inventive concept.®’ e

Under certain circumstances, the International Searching Authoriy
may perform a search relating to only some of the claims in the application
that satisfy the PCT requirements.” In case of multiple inventions i 5
single application, the International Searching Authority may require
payment of additional fee to search for all the inventions mentioned in
the application.”

Search Authorities Recognized by the Indian Patent Office
As a Receiving Office, the Indian Patent Office recognizes the following
patent offices as the International Searching Authorities:

« Austrian Patent Office;

« Australian Patent Office;
European Patent Office;

« China Intellectual Property Office;

« United States Patent & Trademark Office; and

« Swedish Patent Office.”
A person filing a PCT application from India can choose any of the
aforementioned offices as the International Searching Authority.

11.2.1.3 Publication of Application

The PCT application will be published by the International Bureau'afle_‘;
the expiry of eighteen months from the priority date of the application-
The application may be published earlier than eighteen months on.ﬁ
request made by the applicant.”* The International Search Report Md
also be published along with the application.” It will not be publishe
if the International Searching Authority is unable to perform the seardc‘e
due to valid reasons under the Treaty. In such a case, the fact that
search was not performed will be specified in the publication. Ik
Any statement filed with the amendments will be published " 5
with the application.” The application will not be Puthhed lical
withdrawn before the International Bureau completes the tecm:ia)"
preparations for publication, which is generally done pefore fifteen
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of expiry of eighteen months from the priority date.”” Certain statements
drawings, or portions of the application, may be omitted from publicatior;
if they are against morality, or public order, or are disparaging” The
publication of the PCT application will have the same effect as the
publication of the national application in the Designated Countries.”
However, certain countries may have translation requirements in order
to give effect to the publication.

11.2.1.4 International Preliminary Examination

Chapter II of the PCT provides for International Preliminary Examina-
tion of the application.” An applicant of an application, who is a resident
or national of a country, which has membership to Chapter II of the PCT
or is permitted by the assembly, may file a demand for International
Preliminary Examination.” Such a demand must be filed within three
months from the date of transmittal of the International Search Report
and the written opinion, or within 22 months from the priority date of the
application, whichever is later.* The applicant must pay the examination
and handling fee at the time of filing the demand, or within one month,
or before the expiry of 22 months from the priority date, whichever
is later.®

The demand must indicate the member countries of PCT (Elected
States) in which the applicant wishes to use the results of the International
Preliminary Examination.®* The filing of a demand by the applicant will
automatically constitute the election of all the countries that are members
of Chapter II of the PCT.**

The demand for International Preliminary Examination must be
submitted to the competent International Preliminary Examining
Authority, which is the patent office recognized by the Receiving Qfﬁce
or the assembly, as the office competent to carry out International
Preliminary Examination of the application.* The International Sc?arch
Report along with the written opinion, provided by the International
Searching Authority and statement regarding any .amendments made
to the application will be provided by the Inte{natlonal Bureau to the
International Preliminary Examining Authority.” ;

The International Preliminary Examining Authority will carry out the
examination in accordance with the Treaty, Regulations, ?nd A r.eleva:t
agreements.* The International Preliminary Examination will include
formulation of preliminary and non-binding opinion on .novelty, e

: T P i :on that is the subject of
tive step, and industrial applicability of the invention
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the PCT application.® The International Preliminary Examip;
ity will consider the International Search Report, written ¢
amendments, if any, while arriving at its opinion.”® The prig
the application date or the priority date, will be considere
ternational Preliminary Examining Authority for framing it
novelty and inventive step.”

On examining the application, the International Preliy;
Examining Authority will send a written opinion to the applicant :a h
opinion will not be sent if the application meets all the requir.emeunc
under the Treaty.” The applicant can respond to the written opinion bts.
amending the application in response to the written opinion or by arguin)
against the written opinion.” On receiving the applicant’s response to iti
written opinion, the International Preliminary Examining Authority may
issue additional opinions and allow the applicant to make amendments
to the application, and/or respond to such opinions.** During the process
of examination, the applicant may communicate orally or in writing with
the International Preliminary Examining Authority.”® The Authority may
communicate informally with the applicant orally, or in writing, or may
give personal hearings as and when required.”

The International Preliminary Examination Report will be established
by the International Preliminary Examining Authority within six months
from the start date of the examination or within 28 months from the
priority date, whichever is later.”® The Report will contain statements
and conclusion on novelty, inventive step, and industrial applicability of
the invention in the application.”” The documents and other materials
that form the basis of the conclusion will be cited.™ It will not have any
statements regarding patentability of the invention in the light of any
national law.""* The report is called as the International Preliminary
Report on Patentability.'”?

The Iptemational Preliminary Examining Authority will not examine
the application if the invention relates to scientific principle, mathemati®
cal algorithm, plants, animals, and so on.'* The examination will also
:;)tﬂl::tconduct'ed if the description, drawings, and claims are noted“z
5 a meamng.fu.l examination is not possible'.”’"- In such casn.t 4

r'natlonal Preliminary Examining Authority will issue @ statt'ime i
i:fiilii ::/ee ia;ne.‘“ If the PCT application has more than (ime X’L‘l’;‘"; :ity
may require th::1 Ceptf- e Internat.x opat Prehmm?ry Examlfl 3gntion orto
o faPﬁ:cant to restrict t’he application to on¢ “:he Authoriy
may examine 0:1& s n‘On'-comphance brdie app lfcanlt(;

y the main invention in the application.

ng AUtho;,
Pinion apg
T art before
d by the 1.
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Canﬁdentiality of International Examination

The information relating to international examination will be maintained
confidential by the International Bureau and the International
Preliminary Examining Authority.!® The International Examination
Report will be provided only to the patent offices of the Elected States.
The International Preliminary Examination Report will be transmitted
by the International Preliminary Examining Authority to the applicant
and the International Bureau."” The International Bureau will in turn
communicate the report to the patent offices of the Elected States.'"!

Withdrawal

The applicant may withdraw the election of any or all of the countries
in the demand for international examination during the process of
examination."? Such a withdrawal of all Elected States will be considered
as withdrawal of the demand.'** Withdrawal of a country from the Elected
States will result in withdrawal of the international application for that
country, unless its national law provides otherwise.

International Examination Authorities Recognized by the Indian Patent
Office: The Indian Patent Office as the Receiving Office recognizes
the following patent offices as International Preliminary Examining
Authorities:

« Austrian Patent Office;

« Australian Patent Office; )

« European Patent Office (only if International Searching Authority

was Austrian, European, or Swedish patent office);

« China Intellectual Property Office;

« United States Patent & Trademark Office; and,

« Swedish Patent Office (SE).'” ;
An applicant filing a PCT application from Indian Patent off{ce‘ ma)'
choose any of the aforementioned offices as the International Preliminary

Examining Authority.

Amendments to the Application -
The applicant may amend the claims in the PCT application after

sr 116
receiving the international search report from the search auT}ﬁ;l?:vo
Such amendments must be filed at the Internatlogal Bureau }:V}ll ae
months from the date of transmittal of the Interna_tlonal SFMC ue'_P:l e
within sixteen months from the priority date, W}.“Chever = Ia:e; laining
with the amendments, the applicant may submit a statement &XP
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the amendments and impact of the amendments on the descpirs;
drawings.” The amendments to the claims must be within th;lptlon or
the disclosure in the PCT application.'”® Scope of
The applicant can also amend the description, drawing, ang
during the examination process.'” Such amendment must be withc' aimg
scope of the disclosure of the PCT application at the time of filip 1:? the
application may also be amended before it enters the National Pli;se'ﬂ\e

11.2.2 National Phase

National phase is the phase before the national or regional patent office
where a patent is granted to the applicant. In order to acquire a pa(enst
over the invention that is subject of the PCT application, an applicant
must enter the national phase in all the countries he desires to acquire
the patent. While entry into certain countries can be done by filing the
application at the patent offices of the countries, entry into other countries
can be done only through the regional patent route. For example, an
applicant can enter the Indian national phase by filing an application
directly in India. However, he can enter into Cameroon only by filing an
application at the OAPI office.

An applicant can file an application only at the Designated Offices,
which are patent offices of the countries or regions designated while
filing a request, or Elected Offices, which are patent offices of countriesor
regions elected in the demand for International Preliminary Examination
or later.

To enter the national phase in a country, the applicant must file the
PCT application at the national patent office and pay the requisite filing
fee.'” A copy of the application and/or translation of the application must
be provided if it is required by the national office.””” The applicant must
file the application at the national patent office before the expiry of 30
months from the priority date.' Some countries such as India allow
extra time for filing the national application.'** In certain countries, the
national application must be filed before the expiry of twenty months
from. the priority date.”” The applicable time limits for each country 8
provided on the website of WIPO.'”” The application will be conSid.ere
g l?e W;iz:hdrawn if it is not filed at the said office before the specifi
g:iw:f‘t General.ly, the national patent office will process t

y after the expiry of the aforesaid period.'”” The national pater
may process the application earlier on special request by the apP™

?he fee to be paid to a country’s patent office while enteriP8 n
national phase will be specified by such a patent office: Certain P**
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offices provide reduction or refund of national fee under certain
circumstances. In addition to filing fee and translation, national patent
offices may have additional requirements for entering the national

hase such as inventor details, representation, priority documents, and
50 on.'*! Such requirements must be complied with by the applicant on
invitation by the patent office. The applicant may amend the application
pefore entering the national phase and file the amended application."*
On entering the national phase, the national patent office will treat the
application like any other patent application directly filed at the office,
and will grant a patent if the application satisfies all requirements under

the national patent law.

11.2.2.1 Indian National Phase

Anapplicant can enter the National Phase in India by filing the application
at the Indian Patent Office after the International Phase. The applicant
must file the application in the requisite form by paying the requisite
fee before the expiry of 31 months from the priority date.* When an
application is filed before the Indian Patent Office, the specification
filed with the PCT application by the applicant will be processed by the
patent office. If the application is not in English, a translation of the
application must be filed." The filing date for such application will be
the international filing date under the PEL.L*

Any amendment to the application, made by the applicant during the

International Phase, will be considered by the Indian Patent Office as
an amendment made before the office.**” On receiving the application,
the Indian Patent Office will process the application just like any other
national application and will grant the patent if all requirements under

the Patents Act are satisfied.

11.3 PCT STATISTICS
The current trends of patent filing through the ?CT route §h0w at:c,tea;gy
increase. Applicants filing for a patent in multiple countries prefer e

PCT route for its convenient and economic procedure.
pplications filed every quarter

Table 11.1 shows the number of patenta ‘ :
at the International Bureau from the year 2005 to 2008. The increasing
preference of the applicants to choose tl}e
national filings is evident from the increasing n

year 2005 to 2008.

PCT route for their inter-
umber of filings from the
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Table 11.1 PCT Applications Published by the Internationa] g
Ureay

2005 2006 2007
I quarter 29,937 34,508 35.968 2008
1I quarter 30,388 34,894 37.602 36,975
11 quarter 31,365 33,278 36,239 v
IV quarter 33,601 36,060 40,266 g o
Total 1,25,291 1,38,740 1,50,075 i ::z;:

Source: http://wwW_wipo‘int/ipstats/cn/slatistics/pct/ (last accessed on 26 May 2009)

The PCT route has gained popularity among the Indian appl;
also. Table 11.2 shows the increasing trends of PCT appli Catsf icants
have opted for the Indian Patent Office as the receiving office a:; Ul:al
the filings have progressively increased from 461 applications in th iy
2005 to 766 applications Al

Table 11.2 PCT Filings: Indian Patent Office as Receiving Office

2005 2006 2007 2008

o 505 621 766

Saurce.: WIPO statist.ic{ database, April 2009, cited from http://www.wipo.int/export/sites/
www/ipstats/en/statistics/pct/xls/m_filing_ro.xls (last accessed on 26 May 2009).

Table 11.3 below provides the timeline for taki i
ng necessary actions for
the PCT Applications. : g

Table 11.3 Time Lines for PCT Process

Particulars Timeline

PCT Application Filing Within 12 months of first filing or priority in 21y
country

Within 16 months of first filing or prionty
Within 18 months of first filing or priority

Within 22 months of first filing or priority

International Search Report
International Publication
Demand for International
Preliminary Examination

Withd ’
sl Before the preparation for publication

(Preparation for publication is generally made "
National Phase Entry i : lh? 15th month) [
Anridmaivhar y into In‘dxa Within 31 months of first filing or pl'wl'“).'n
Examinati ore International ~ Within 2 months from the date of lrans.ml_
ation of International Search Report from priofith

whichever time limit expires later:
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NOTES

1. Article 1(2), Patent Cooperation Treaty (PCT) done at Washington on 19
june 1970, amended on 28 September 1979, modified on 3 February 1984 and on
3 October 2001.

7. Preamble, Patent Cooperation Treaty (PCT) done at Washington on 19
June 1970, amended on 28 September 1979 modified on 3 February 1984, and
on 3 October 2001.

3. Article 1(1), Patent Cooperation Treaty (PCT) done at Washington on 19
June 1970, amended on 28 September 1979 modified on 3 February 1984 and on
3 October 2001.

4. Patent Cooperation Treaty (PCT) done at Washington on 19 June 1970,
amended on 28 September 1979, modified on 3 February 1984 and on 3 October
2001.

5. Available at http:/ /www.wipo.int/pct/guide/en/gdvo]llannexes/annexa/
ax_a.pdf (last accessed on 9 April 2010).

6. Available at http:/ /www.wipo.int/pct/ guide/en/gdvoll/annexes/annexa/
ax_a.pdf (last accessed on 9 April 2010).

7. Article 58, Patent Cooperation Treaty (PCT) done at Washington on 19
June 1970, amended on 28 September 1979, modified on 3 February 1984 and

on 3 October 2001.

8. Ibid.

9. www.wipo.int/pct/guide/en/ (last accessed on 27 March 2010).

10. Article 2(vii), Patent Cooperation Treaty (PCT) done at Washington on
19 June 1970, amended on 28 September 1979, modified on 3 February 1984 and

on 3 October 2001.

11. Article 2(i), Patent Cooperatio
June 1970, amended on 28 September 1
3 October 2001.

12, Article 9, Patent Cooperation Tr
June 1970, amended on 28 September 1
on 3 October 2001.

13. Rule 18.3, Regulations under the Patent C
from 1 January 2009). ’ )

14, Rule 18.1, Regulations under the Patent Cooperation Treaty.

15, Ibid.

16. Article 49, Patent Coope
June 1970, amended on 28 September 1979,
3 October 2001,

n Treaty (PCT) done at Washington on 19
979, modified on 3 February 1984 and on

eaty (PCT) done at Washington on 19
979, modified on 3 February 1984 and

ooperation Treaty (as in force

i Vashington on 19
ration Treaty (PCT) done at V
modified on 3 February 1984 and on

: egulati tent Cooperation Treaty.
17. Rule 90.1, Regulations under the Pate (pCTf e "

18. Article 10, Patent Cooperation Treaty : 984 and
June 1970, amended on 28 September 1973, mioatle? oo 356[2;:8?;;“2‘“0"
on 3 October 2001, and Rule 19.1(a), Regulations under the £

Treaty.
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19. Rule 19.2., Regulations under the Patent Cooperation Trea

20. Ibid. i

21. Article 3(2), Patent Cooperation Treaty (PCT) done a Washi
June 1970, amended on 28 September 1979, modified on 3 Febyyg ngton gy
on 3 October 2001, and Rule 12.1(a), Regulations under the Pateméy Dbt
Treaty. 00peratjgy

22. Rule 3.1 and 3.2, Regulations under the Patent Cooperation Tr

23, www.wipo.int/pct/en/forms/ (last accessed on 27 March 2010)eal :

24. www.wipo.int/pct-safe/en/ (last accessed on 27 March 2010) \

25, Article 4(1), Patent Cooperation Treaty (PCT) done at Washingmn
June 1970, amended on 28 September 1979, modified on 3 February 198:::\(91
f["?ez t)(,.)ctober 2001, and Rule 4.1(a), Regulations under the Patent Cooperation

26. Article 4(1), Patent Cooperation Treaty (PCT) done at Washington on 19
June 1970, amended on 28 September 1979, modified on 3 February 1984 and
on 3 October 2001, and Rule 4.1(b), Regulations under the Patent Cooperation
Treaty.

27. Rule 4.9(a), Regulations under the Patent Cooperation Treaty.

28. Article 5, Patent Cooperation Treaty (PCT) done at Washington on 19
June 1970, amended on 28 September 1979, modified on 3 February 1984 and
on 3 October 2001.

29. Rule 15(a), Regulations under the Patent Cooperation Treaty.

30. Ibid.

31. Ibid.

32. Ibid.

33. Ibid.

34. Thid.

3. Rulf: 5.2, Regulations under the Patent Cooperation Treaty.
36. Article 6, Patent Cooperation Treaty (PCT) done at Washington on 19

June 1970, amended on 28 September 1979, modified on 3 February 1984 and
on 3 October 2001.

37. Ibid,
38. Ibid.

39. Article 3(4)(iii), Patent Cooperation Treaty (PCT) done at Washington
ond19 June 1970, amended on 28 September 1979, modified on 3 February 1?84
and on 3 October 2001, and Rule 13, Regulations under the Patent Cooperatiof
Treaty.

e 40. Article 7(1), Patent Cooperation Treaty (PCT) done at Washingof 03;:
ne 1970, amended on 28 September 1979, modified on 3 February 1984 an
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:; Rlﬂf 7.1, Regulations under the Patent Cooperation Treaty. nld
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June 1970, amended on 28 September 1979, modified on 3 February 1984 and on
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45, Rule 8 and 8.21, Regulations under the Patent Cooperation Treaty.
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48. Rule 19(1), The Patent Rules, 2003.
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